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ABSTRACT

Fears around bioprospecting have brought as a result
that many multi-diverse countries have lost opportunities for
innovation and industry development. Therefore, it is essential
that biodiverse rich countries work on eliminating the ghosts
surrounding bioprospecting. In this regard, it is important to
make a clear distinction between bioprospecting and biopiracy.
Furthermore, it is fundamental to highlight the benefits and
value of bioprospecting for innovation and the generation
of new products in fields such as health, food, cosmetics,
biotechnology, etc. In this way, biodiversity rich would be able
to promote bioprospecting as a key element for innovation and
development.

Keywords: bioprospecting, biopiracy, innovation, CBD,
multi-diverse countries, biodiversity rich
countries, north-south debate.
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l. Introduction

Biodiversity prospecting or “bioprospecting” refers to the process of
looking for potentially valuable genetic resources and biochemical compounds
in nature.” Thus, bioprospecting is a practice that occurs in many fields such as
medicine, agriculture, cosmetics, food, and biotechnology. Following this ap-
proach, we can affirm that bioprospecting has been practiced since the begin-

ning of the mankind.

Around the world, some indigenous communities have discovered plants’
medicinal uses for the treatment of illness and health. For instance, consider-
ing the use of herbs in traditional medicine to treat gynecological conditions, “a
compendium of Chinese material medical has about 228 preparations described
with applications related to fertility control; 97 as emmenagouges, 60 contra-
indicated in pregnancy, 44 as uterine stimulants and 27 as abortifacients.” In
Ecuador, the use of Cinchona has been broadly extended for the local and for-
eign use for the treatment of malaria. In the Ecuadorian case, indigenous com-
munities used to extract the quinine from the Cinchona bark in order to obtain
the compound to treat malaria.

Ecuadorian indigenous communities use not only plants for the treatment
of illness, but also animals. One example is the case of the Epipedobates tricol-
or frog, which is an endemic species from Ecuador and the north of Peru. In-
digenous people can extract a strong analgesic from this frog. This compound
is a strong “painkiller in the category of opium derivates. It has no side effects

L See Thomas Eisner, Chemical Prospecting: A Proposal for Action, in ECOLOGY,

EtHics aND EcoNomics: THE BRoOKEN CIrRcLE 196, 196-202 (F. Herbert Bormann &
Stephen R. Kellert eds., 1991).

2 A. Adebiyi et al., Uterine Stimulating Effects of Crude Latex of Carica Papaya
L., in ETHNOBIOLOGY AND BI1OCULTURAL DIVERSITY: PROCEEDINGS OF THE SEVENTH
INTERNATIONAL CONGRESS OF ETHNOBIOLOGY 299, 299 (John R. Stepp et al. eds.,
2002).
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and promotes alertness.

In addition, some of the plants that have been used in traditional medicine
by indigenous communities in the tropics, including Ecuador, are represented

173

in the chart below*:

Plant common . . .
name Plant Family Vegetal Specie Medical Use Compound
Arbol de corcho . . . .
Solanaceae Duboisia spp. Antispasmodic Buscapine
(Cork Tree) PP P P
Cafe (Coffee) Rubiaceae Coffea spp. Analgesic Caffeine
Coca Eryrhroxylaceae | Erythroxylum coca | Analgesic Cocaine
. Papaver som- Analgesic and Anti- .
Opium Papaveraceae . P .g Codeine
niferum tussive
. Papaver som- .
Opium Papaveraceae . p Analgesic Corfina
niferum
Nuez Vomica (Pe- . Strychnos nux- . .
( Loganiaceae ry. Insecticide Strychnine
can nut) vomica
. Papaver som- L .
Opium Papaveraceae . P Antitussive Noscapine
niferum
. . Chinchona pubes- | Anti-malaria and .
Cascarilla Rubiaceae P . . Quinine
cens Antipyretic
. R Ifi - | Hypotensive and .
Indo-jyaboku Apocynaceae _auwo a setpelt P . Reserpina
tine tranquillizer
o Bronchodilator di- .
Tea Theaceae Camellia sinensis . . Teofilina
uretic and stimulant
. . .| Pain and infl - .
Ulmaria Rosaceae Filipendula ulmaria amand miamma Aspirin
tion reliever
Chamico Solanaceae Datura stramonium | Motor illness Scopolamine
. Psychotria ipeca- .
Ipecacuanha Rubiaceae y P Induce vomit Ipecacuanha
cuanha
. Pilocarpus jaho- Reduce the intra- . .
Jaborandi Rutaceae . pus] Pilocarpine
randi ocular pressure
3

Esther Almeida, Traditional Knowledge: An Analysis of the Current International
Debate Applied to the Ecuadorian Amazon Context, in HUMAN RIGHTS AND
INTELLECTUAL PROPERTY RIGHTS: TENSION AND CONVERGENCES 209, 222 (Mpasi
Sinjela ed., 2007).

4 See Monserrat Rios et al., Plantas Utiles del Ecuador: Uso y Abuso, in
CONOCIMIENTO TRADICIONAL Y PLANTAS UTILES DEL ECUADOR: SABERES Y PRACTICAS
7, 15 (Abya-Yala et al. eds., 2008).



6

BEENR S 118 $5—H

Plant common . . .
name Plant Family Vegetal Specie Medical Use Compound
. Reduce th I .
Ma huang Ephedraceae Ephedra sinica ¢ uce' e nasa Seudoefredina
congestion
Vi Mada-|
Inca rosa de Mada Treatment of Hodk- |, . .
gascar (Madagascar | Apocynaceae Catharanthus roseus|. . Vinblastina
Rose) ing disease

Therefore, the use of biodiversity for medical and agricultural applica-
tions shows that bioprospecting has occurred around the world since antiquity.’

In contemporary times, bioprospecting has acquired significant value for
many industries that work on the development of new products. The pharma-
ceutical, biotechnology, agriculture-food, and cosmetic industries see biodiver-
sity as a valuable source of resources, and they consider bioprospecting to be
a mechanism useful to identify those resources. For instance, “[i]n the United
States, some 25 percent of prescriptions are filled with drugs whose active in-
gredients are extracted or derived from plants. Sales of these plant based drugs
amounted to some $ 4.5 billion in 1980 and an estimated $ 15.5 billion in
1990.”° This fact has arisen in a controversial debate between the use and ac-

cess to biological resources. This controversy is deeply influenced by the North

5 See Corliss Karasov, Who Reaps the Benefits of Biodiversity?, 109 (12)
ENVIRONMENTAL HEALTH PERSPECTIVES A582, A582 (2001), available at http://
www.ncbi.nlm.nih.gov/pmc/articles/PMC1240518/pdf/ehp0109-a00582.pdf
(“Bioprospecting had been shaping global cultures for centuries before a world
trade organization came into being. A quick tour of almost any garden, farm field,
or medicine cabinet should serve as a reminder that the global economy has in
part been built on products of bioprospecting. According to Joshua Rosenthal,
deputy director of the Division of International Training and Research at the NIH
Fogarty International Center, more than 50% of the most prescribed medicines in
the United States contain compounds derived from natural products. And an even
larger percentage of the world’s people rely on natural products for their primary
medicinal needs.”)

WALTER V. REID ET AL., BIODIVERSITY PROSPECTING: USING GENETIC RESOURCES FOR
SUSTAINABLE DEVELOPMENT 7 (1993).
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and South debate. On the other hand, it also shows the value of bioprospecting
for innovation and industry development.

Considering innovation as a key element of development, it is important
for multi-diverse countries to settle the basis to promote the construction of a
technology oriented society that can make an efficient use of resources, while
reassuring better economic conditions for its people. Promoting research and
development is a complex process that has to work with different elements in
order to create the conditions for an innovation environment. In this regard,
bioprospecting becomes an important piece within the R&D process. There-
fore, it is crucial for biodiversity rich countries to remove the ghosts surround-
ing bioprospecting. In this article, we will establish what bioprospecting is and
its differences with biopiracy. We then conclude that bioprospecting should be
considered as the cornerstone to promote innovation.

I1. Fears around Bioprospecting and the Convention of
Biological Diversity

A. Biological Resources

Traditionally biological resources were considered a “common heritage of
mankind,” which means in a broader sense that “the natural resources and vital
life-support services belong to all mankind rather than to any one country.”’
Consequently, these resources can be considered goods that are commonly
owned by the whole human race, but not by any specific group. To this respect,
John Stuart Mill suggested that “the Earth itself, its forest and water above and

below the surface. These are the inheritance of the human race, and there must

7 GARETH PORTER & JANET WELSH BROWN, GLOBAL ENVIRONMENTAL PoLiTics 13 (2d

ed. 1995).
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be regulations for the common enjoyment of it.”®

This perception meant that
biological resources where considered public goods, and consequently, freely

accessible.

For this reason, many pharmaceutical companies and botanic gardens
collected significant samples from bio-rich countries for experimental and
commercial purposes. As a result, the benefits from exploitation of biological
resources were hoarded by third parties instead of being used for the benefit
of the countries where the biological resources were found. For instance, “as
recently as the 1980s, the plant rosy periwinkle (Catharanthus roseus) gave
rise to two important drugs, vinblastine and vincristine, which are used to
treat Hodgkin’s disease and childhood leukemia, respectively. Together, the
two drugs, manufactured primarily by Eli Lilly, net $100 million dollars annu-
ally, yet the source countries have never received a penny in royalties or other

compensation.”®

8  JoHN STUART MiLL, PrRINCIPLES OF PoLITICAL ECONOMY WITH SOME OF THEIR

APPLICATIONS TO SocIAL PHiLosopny 70 (William J. Ashley ed., 7th ed 1909).

9 See Karasov, supra note 5. The rosy periwinkle case is an excellent example
of “how difficult it can be to disentangle proprietary claims originating in folk
traditions.” At the beginning this case arose a significant controversy because the
rosy periwinkle was alleged to be a native species of Madagascar. Therefore, it
was alleged that “Madagascar was unfairly denied revenues from drugs whose
discovery depend on its biodiversity and ethnomedical traditions.” However,
after revising the facts, it was stated that the Catharanthus roseus “is a resolutely
cosmopolitan species now cultivated on six continents and thoroughly integrated
into the folk healing traditions of countries as distant from one another as
England, Pakistan, Vietnam, and Dominica ... Far from being endangered species,
Catharanthus roseus is regarded, at least in the state of Florida, as an aggressive
exotic that gardeners should banish from their gardens.” In addition,”according
to the scientists working at Eli Lilly, the literature available to them identified
the rosy periwinkle as a folk treatment for diabetes, not as a cancer medicine. ...
Instead, scientists came upon alkaloids that proved effective as agents for trating
cancer. This discovery coupled with innovative extraction techniques, led to
the development of vincristine and vinblastine, drugs that have helped doctors
achieve remission rates of 90 percent or more in cases of childhood lymphocytic
leukemia.” Therefore, it is arguable to affirm that Madagascar had legitimate
rights to participate from the profits. For further discussion, see MicHaEL F.
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This kind of episode aggravated the historical friction between biological-
ly rich countries in the South and technologically rich countries in the North.
From this point of view, since colonialism, biodiversity rich countries or mega-
diverse hotspots have been the principal suppliers of raw material to industrial-
ized countries that own the technology to process and transform bioresources
into final products. Therefore, this posture suggests that countries in the South

have been exploited by developed countries in the North.

If we translate the North-South debate to the access and management of
biological resources, we would find that southern countries feel outraged over
the supposed misappropriation by northern countries of plant material and tra-
ditional knowledge for agricultural and pharmaceutical purposes. Global con-
ditions show that countries in the South are the principal source of biodiversity.
Therefore, they become undeniable fonts of genetic resources for bioprospect-
ing and product development.*

On the other hand, northern countries are the ones that hold the technol-
ogy and the knowledge necessary to economically exploit these resources.
Consequently, the knowledge, technology, and market systems maintained by
these countries allow them to concentrate the financial wealth. In addition, this

economic expansion occurred without consideration for the conservation of the

Brown, WHo Owns Native CuLture? 135-38 (2003).

10 See Susette Biber-Klemm & Danuta Szymura Berglas, Problems and Goals, in
RiGHTS TO PLANT GENETIC RESOURCES AND TRADITIONAL KNOWLEDGE: BAsiC ISSUES
AND PERSPECTIVES 3, 6 (Biber-Klemm et al eds., 2006) (“Biodiversity is distributed
unevenly over the globe. Generally speaking, there is more diversity in warmer
and wetter climates than in cooler and drier ones.”); see also EDwarRD O. WILSON,
Tue DiversiTy oF LiFe 260 (1992) (“Seventy percent of the world’s biodiversity is
found in only 12 mega-diverse countries - Colombia, Ecuador, Peru, Brazil, Zaire,
Madagascar, China, India, Malaysia, Indonesia, Australia and Mexico- which,
with the exception of Australia are all developing, non-Western nations. A wealth
of biodiversity is also found in many other countries; for instance, South Africa
contains the most biological diversity in plant species.”).
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environment; therefore, in some cases over-exploitation of natural resources
was the motor for the economic growth of industrialized nations.™

This scheme of production without consideration for the sustainability
management of biological resources; combined with the inequities derived
from the lack of compensation to local communities, which were the holders
of traditional knowledge, brought a need to change this model. As a result, the
international community reassessed the parameters of access to biological re-
sources and biodiversity management.

B. Convention of Biological Diversity

Thus, in 1992 the Convention of Biological Diversity (hereinafter CBD)
was signed. This new international legal framework states as an objectives “the
conservation of biological diversity, the sustainable use of its components and
the fair and equitable sharing of the benefits arising out of the utilization of
genetic resources, including by appropriate access to genetic resources and by
appropriate transfer of relevant technologies, taking into account all rights over
those resources and to technologies, and by appropriate funding.”** In order to
effect adequate compensation for access to genetic resources and traditional

11 See CHIDI OGUAMANAM, INTERNATIONAL LAW AND INDIGENOUS KNOWLEDGE:

INTELLECTUAL PROPERTY, PLANT BIODIVERSITY, AND TRADITIONAL MEDICINE 54 (Chidi
Oguamanam ed., 2d ed. 2006). (“An industrial approach to natural resources
facilitates overharvesting and consumption of natural resources, thereby posing
a major threat to biodiversity. The global consumption pattern of biodiversity
components supports this fact. Only 25 per cent of the global population controls
the technologies and 85 percent of the global financial wealth needed for the
deployment and consumption of natural resources. These consist mainly of the
industrialized countries of the North. The tropical countries (including China)
have 75 percent of the world’s population and only 15 per cent of the global
financial wealth. Collectively, people in developing countries use 20 per cent of
industrial energy and less of most other materials that contribute to their standard
of living, and include among their members only 6 percent of world scientists and
engineers, according to the United Nations and the World Bank.”).

12 Convention of Biological Diversity art. 1, June. 5, 1992, U.N.T.S.
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knowledge, the CBD recognizes the sovereign rights of States over their natu-
ral resources, the authority to determine access to genetic resources rests with

the national governments and is subject to national legislation.”*®

This change produced significant modifications in the management of
bioresources and biodiversity. This is because for the first time, bioprospectors
have an obligation to compensate source countries and indigenous communi-
ties that contributed their traditional knowledge. Thus, property-right mecha-
nism over biological resources has been created, and the doctrine “common

heritage of mankind” has been overturned.

Nevertheless, it has been overturned only in this field, because access to
crop genetic resources for foods and agricultures still maintains the doctrine of
“common heritage of mankind”, given the global concern about food security.
Thus, the FAO (“Food and Agricultural Organization”) Commission and In-
ternational Undertaking affirmed a resolution establishing that “plant genetic
resources are a heritage of mankind and consequently be available without

restriction.”

After the CBD came into force in 1993, it was perceived by the inter-
national community as a tool to calibrate the conditions of access to genetic
resources. Thus, it facilitates access to genetic resources and at the same time
promotes biodiversity conservation. In addition, through the establishment of
the principles of benefit and sharing, life conditions in the source countries and

indigenous communities could be improved.

In reference to the previous situation and the new conditions after the es-

13 cBDart. 15.1.

14 International Undertaking on Plant Genetic Resources art. 1, FAO CONFERENCE,
22nd Sess., U.N. Doc. C/83/REP (Nov. 23, 1983), available at http://www.fao.
org/wiews-archive/docs/Resolution_8_83.pdf.
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tablishment of the CBD, Richard S. Cahoon, vice president of the Cornell Re-
search Foundation and associate director of patents and technology marketing
at Cornell University in Ithaca, New York, says that:

This meant that there was no law or moral obligation requiring a
company that collected biological material from another country to pay
for access to that material, ... What has changed is that we’ve begun to
recognize property rights in all biota. We also recognize how bioprospect-
ing can be used to encourage economic development and conservation in
Third World countries.”

Nevertheless, despite the recognition of national sovereignty over natural
resources and the establishment of the principles of access, benefit, and shar-
ing, the South is still skeptical about facilitating access to genetic resources. As
a result, without adequate mechanisms to implement the CBD, the sovereignty
that was considered one of the biggest achievements of this Convention could

work against the objectives of this instrument. A “brute nationalism”*®

adopted
by the South resulted in a system in which sovereignty was used to restrict
access and not to facilitate it. The CBD empowers the countries of origin to
control the conditions and terms of access to genetic resources. Nevertheless,
in some cases, the lack of experience drafting contracts for access to genetic
resources and the absence of laws have caused bioprospecting projects to be

postponed.

For example, in August 2008, the Global Institute for BioExploration
(GIBEX) and Universidad San Francisco de Quito made their formal presenta-
tion to the Ministry of Environment of Ecuador in order to obtain authorization

15 See Karasov, supra note 5, at A587.
16 1t is the term used by Vogel while explaining the position of the South countries
during the negotiations of the CBD.
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to start a bioprospecting project in the following Ecuadorian regions: Maqui-
pucuna, Choco—Andean; Tiputini, Amazonas; and Gaias, Galapagos. The ob-
jective of this project was to screen biological resources in order to find active
compounds that could be used in the medical field. According to the terms of
the proposal, all screening was going to take place in Ecuador; therefore, no
sample of biological resources was going to be taken out of the country. In ad-
dition, any intellectual property right derived from the project was going to be
assigned to Ecuador. Nevertheless, the government stated that there was no lo-
cal regulation to govern the project.'’” Nowadays, Ecuador has a regulation re-
garding access, benefit and sharing, but despite the fact that now the procedure
for accessing to genetic resources is clear, there are still many grounds to work
on in order to promote innovation through the access to genetic resources.

I11. Bioprospecting Is Not Biopiracy

A. Misappropriation Approach

The fears around bioprospecting have made that some members of eco-
logical organizations still believe that bioprospecting is merely a justification to
misappropriate biological resources that belong to southern countries. To this
respect in Ecuador, Elizabeth Bravo, the President of the Institute of Ecologists
Studies of the Third World, confuses the terms bioprospecting and biopiracy.
Thus, she states that the only goal of bioprospecting is the commercialization
of products, and therefore, its objective is to obtain revenue.'® Consequently,

17 Taken from personal notes took in Ecuador, August 2008, at the Offices of
the Ministry of Environment. In this meeting, Professor Manuel Baldeon
from Universidad San Francisco de Quito and Professor Elvira de Mejia from
University of Illinois, Urbana-Champaign made the presentation of the project.
See generally Elizabeth Bravo, La Bioprospeccion en el Ecuador, in
BIoDIVERSIDAD, BioPROSPECCION Y BiosSEGURIDAD 131 (Ana Maria Varea ed.,

1997), available at http://repository.unm.edu/bitstream/handle/1928/10512/
Biodiversidad;jsessionid=

18
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it is just a mechanism to loot biological resources and traditional knowledge
from the third world. She concludes that “these facts not only constitutes a vio-
lation of the Constitutional rights but also is a mechanism to privatize the life
and the traditional knowledge that has been elaborated and used in a collective

9719

way.”” Furthermore, regarding the benefit and sharing, Bravo has stated that

the Access Benefit and Sharing (ABS) is only a way to legalize the biopiracy.”

This kind of statement reflects the lack of knowledge and the irrational
nationalism that exist on the topic of management of biological resources.
First, if it is true that the final objective of bioprospecting is to obtain a product
susceptible to commercialization, then its intrinsic purpose is to enhance hu-
man welfare. To this respect, David Kingston, a professor of bioorganic and
natural products chemistry at Virginia Polytechnic Institute and State Univer-
sity in Blacksburg, sees bioprospecting as a win-win situation for bioprospec-
tors, public health, and source countries when treaties are equitable. “The host
country has nothing to lose ... Bioprospecting is not solely driven by interest
in money,” he says. The hope that cures to cancer, AIDS, and other diseases
are hidden in some endangered habitat still fuels enthusiasm for bioprospect-
ing. Kingston believes we can’t afford to stop looking at natural products. “No
chemist could ever dream up the chemistry of Taxol,” he says, referring to the
drug for fighting breast and other cancers that is derived from the bark of the

Pacific yew tree (Taxus).”!

Moreover, it is fundamental to distinguish bioprospecting from biopi-

DAO78AB3A3E46F594B2EBCF710C160CA?sequence=1.

A

20 See generally Elizabeth Bravo, Biopirateria o “Buen Vivir”. El caso de Ecuador,
107 EspeciaL 69 (2009), available at http://www.biopirateria.org/download/
documentos/investigacion/biopirateria-casos/biopirateria-o-buen-vivir_Ecuador_
EBRAVO_.pdf.

21 See Karasov, supra note 5, at A587.
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racy. Biopiracy and bioprospecting are two completely different concepts, but
sometimes they are associated and confused. As we stated before, bioprospect-
ing has a positive connotation because it focuses on the search for genetic
resources for their elaboration into final products that improve life conditions.
Thus, even if it is true that in some ways bioprospecting has an economic and
commercial purpose, in its beginning, the principal objective is searching for
chemical compounds with useful characteristics.

On the other hand, biopiracy is defined by Dr. Vandana Shiva “as a pro-
cess by which the rights of indigenous cultures to their genetic resources and
associated traditional knowledge are replaced by monopoly rights of those

22 Others assert that biopiracy “refers to the use of

who exploit these resources.
intellectual property laws (patents, plant breeder’s rights) to gain exclusively
monopoly control over genetic resources that are based on the knowledge and

innovation of farmers and indigenous peoples.”*

Thus, biopiracy is understood as a misappropriation of genetic resources
and traditional knowledge associated through the use of intellectual property
rights. According to this perception, intellectual property regimens encour-
age biopiracy.” Nonetheless, it is an arguable point, in that sense according to
WIPO, “existing IP laws have been successfully used to protect against some
forms of misuse and misappropriation of TK, including through the laws of
patents, trademarks, geographical indications, industrial designs, and trade

22 W ANDANA SHIVA, BioPIRACY: THE PLUNDER OF NATURE AND KNOWLEDGE 31 (1997).

28 RURAL ADVANCEMENT FOUNDATION INTERNATIONAL (RAFI), 1996 BiorPirACY
UprpATE US PATENTS CLAIM ExcLUSIVELY MoNoproLy CoNTROL OF Foop CRrop,
MEDICINAL PLANTS, SoiL MICROBES AND TRADITIONAL KNOWLEDGE FROM THE SOUTH
(1996), available at http://www.etcgroup.org/sites/www.etcgroup.org/files/
publication/460/01/raficom5 1biopupdate96.pdf.

24 See generally Charles R. McManis, Fitting Traditional Knowledge Protection and
Biopiracy Claims into the Existing Intellectual Property and Unfair Competition
Framework, in INTELLECTUAL PROPERTY AND BiorLoGicaL Resources 425 (Burton
Ong ed., 2004).
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secrets.”® Biopiracy can be cataloged within the tort of misappropriation be-

cause it involves an unfair invasion of other’s property that causes a prejudice.

Carol McHugh analyzing the Board of Trade v. Dow Jones & Co.”® case makes

an interesting point about misappropriation:

In evaluating misappropriation claims, courts generally require
the plaintiff to prove both that it has suffered injury in the marketplace
and that the defendant, a direct competitor, has been unjustly enriched
through the wrongful appropriation. The competitive injury requirement,
however, has been relaxed as misappropriation has evolved as part of the

common law tort of unfair competition. ... This new test is a departure

from traditional misappropriation law, especially in its support for the

originators of intellectual property. Traditionally, some courts have de-

fined the concept of competitive injury narrowly, making it very difficult

for misappropriation plaintiffs to prevail. The Dow Jones court eliminat-

ed competitive injury from its analysis and instead stressed a balancing

approach. This approach removed the inflexibility from the lllinois misap-

propriation doctrine. Rather than treating the type of competition between

the parties as determinative, the court focused on the unjust enrichment

that would have resulted to the CBT if it were allowed to use the Dow

Jones index with impunity. This focus emphasized the broader principle

underlying the misappropriation doctrine: that property of commercial
value should be protected from another s unauthorized use for profit. ...
The Dow Jones decision correctly recognized that the misappropriation

doctrine must be flexible enough to provide courts a panoply of resources

25

26

WORLD INTELLECTUAL PROPERTY ORGANIZATION, INTELLECTUAL PROPERTY AND TRA-
DITIONAL KNOowWLEDGE 17 (2011), http://www.wipo.int/edocs/pubdocs/en/tk/920/
wipo_pub_920.pdf.

Bd. of Trade of the City of Chicago v. Dow Jones & Co., 108 Ill. App. 3d 681,
439 N.E.2d 526 (1982).
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to facilitate the eradication of enterprise piracy from the marketplace.”’

As a consequence, if we follow this approach, in some cases biopiracy
can be considered as a case of misappropriation. First of all, genetic resources
and traditional knowledge sometimes are valuable assets within the market.
Second, there is an economic detriment that genetic resources owners and
traditional knowledge holders suffer because they do not receive a fair com-
pensation for the use of these assets. Third, there is a possibility that genetic
resources and traditional knowledge can be appropriated by a third party in a
wrongful way, which means without consent and an equitable benefit-sharing

(CBD). Then, we can say that biopiracy can be one of misappropriation faces.

Therefore, understanding biopiracy as an unfair appropriation of bio-
resources and traditional knowledge, it is without any doubt a practice that
should be eliminated. For this reason, it is important to develop a strong legal
framework in which the principles of access and benefit-sharing can be applied
in an effective way. Only, with a strong, clear and enforceable framework that
effectively enforces the CBD we will achieve reasonable protection for biore-
sources and traditional knowledge.

B. Bioprospecting Approach

Biopiracy sullies the legitimacy of bioprospecting. However, it is impor-
tant to distinguish when the supposed biopiracy takes place and under which
conditions. It is relevant because the circumstances and parameters for the
management of biological resources significantly changed after the CBD. For

this reason, all the acts that occurred under the old approach, the “common

21 Carol McHugh, Separating Commercial Parroting from Pirating: Board of Trade

v. Dow Jones & Co., 33 DEPAUL L. Rev. 595, 612 (1984), http://via.library.depaul.
edu/cgi/viewcontent.cgi?article=2248&context=law-review.
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heritage of the mankind,” are difficult to reproach, because they were com-
mitted under the rules of that time. To this respect, James S. Miller from the
Missouri Botanical Garden stated that “it’s unfair to label the rosy periwinkle
discoveries or any other bioprospecting done before the CBD was signed as bi-
opiracy. It was ... just the normal way of doing things. There wasn’t anything

malicious or malevolent about it.”*

Furthermore, bioprospecting after the CBD provides an opportunity to
strengthen the national economy, to improve the life of the traditional knowl-
edge holders, to contribute with the promotion of science and inventions, and
to conserve biodiversity under a sustainability approach. It is true that all these
benefits from the CBD sound unreal and difficult to achieve. Enforcing and
applying the CBD involves a difficult and complex challenge that requires the
cooperation of the international community, the local governments, and the in-
digenous people.

However, the first step is to eliminate the fear that exists regarding bio-
prospecting. First, we have to clarify that bioprospecting is not biopiracy.
Therefore, the major part of bioprospecting projects have as a main purpose to
research and find helpful compounds to be used for the treatment of medical
diseases, nutrition, and cosmetology. Thus, the main goal of bioprospecting is
to enhance the human wellness and to become a key element of innovation.
However, in order to maximize the benefits of bioprospecting, it is important
that the contracts governing access to genetic resources and the prior informed
consent agreements® be signed under a fair and reasonable basis. For this rea-

28 See KARASOV, supra note 5, at A586.

29 Prior informed consent agreements are those contracts that have to be subscribed
by the indigenous communities that are contributing to the research with their
traditional knowledge. It is a way to ensure that they receive the equitable
remuneration if their knowledge is used to make a final product, or to recognize
their participation an collaboration if any right has to be granted.
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son, it is important to have a clear and effective regulation and to educate gov-
ernment officers and indigenous people about the issues and legal implications
that surround these instruments. In addition, the regulation should not be com-
plex or difficult; they should look for the needs of the stakeholders in order to
accurately facilitate access.

Second issue that is relevant to this topic is the fact that bioprospecting
does not imply an over-exploitation of nature. On the contrary, bioprospect-
ing involves a good opportunity to obtain resources for the conservation of
nature. Bioprospecting does not necessarily require the use of large samples
of bioresources because it generally focuses on genetic material (however, it
is important not to overexploit the resource). Thus, bioprospectors can use
small quantities to do their screening and research. This small use of biological
resources does not constitute a threat to the environmental equilibrium. How-
ever, if the bioprospecting brings favorable resources, the results can be used
for the creation of final products, and the country of origin would receive a fair

remuneration that should be used to conserve nature.®

Another fear regarding bioprospecting is the possibility that traditional
knowledge may be misappropriated, limited, or threatened. This fear raises the
possibility that bioprospectors could obtain intellectual property rights to tradi-

80 See PETER G. PAN, BIOPROSPECTING ISSUES AND PoLicy CONSIDERATION 4 (2006),

available at http://Irbhawaii.org/reports/legrpts/Irb/rpts06/biocon.pdf (“Bio-
prospecting involves searching for, identifying, and collecting appropriate bio-
specimens. In addition, bioprospecting uses various cutting-edge technologies to
process and develop genetic material from these specimens that exhibit charac-
teristics desirable in a commercial product. It is the genetic material, not the bio-
specimen itself that is of interest. Generally then, it would be inefficient, irrespon-
sible, and unnecessary for bioprospectors to collect massive volumes of plants or
animals for processing. Consequently, it is a misconception that bioprospecting
decimates an organism’s population to near extinction and denudes entire rainfor-
ests like wholesale strip-mining for gold. Bioprospecting firms or their partners or
clients generally need only a few specimens to extract the genetic material they
need.”).
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tional knowledge without recognizing the substantial participation of tradition-
al knowledge holders. In addition, in the case that those intellectual property
rights were acquired by bioprospectors in the jurisdiction in which traditional
knowledge holders live; then, indigenous people would not be able to continue
using and applying their own traditional knowledge in their territory. This
problem could bring a limitation of traditional knowledge and practices that
can undermine indigenous people’s culture. Therefore, in order to avoid any
possibility of biopiracy, it is fundamental to have a consistent legal framework
and legal instruments to secure the rights of indigenous communities. Thus,
intellectual property rights can be used as a mechanism of protection of tradi-
tional knowledge; however it is important to define the most convenient type

to safeguard the interest of indigenous people.*!

Indigenous people are not opposed to bioprospecting or to the adoption
and practice of the principles of access, benefit, and sharing stated in the CBD.
However, they have clearly stated that to continue with the application of these
principles, it is important that their culture and traditions be respected. Indig-
enous communities are willing to share their knowledge to contribute to the
good of humanity, but they do not want to be abused or exploited. Thus, during
the discussion of the CBD, indigenous people manifested their concern and
conditions regarding to the objectives of the CBD.

[K]nowledge is not merely a commodity to be traded like any other in
the market place. Our knowledge of biodiversity is indivisible from our enti-
ties and our laws, institutions, value systems and cosmovisions as Indigenous
Peoples. For generations, our peoples have been and continue to be custodians
of nature upon which we all depend. We are therefore fully committed to the

first two objectives of the Convention, that is, the conservation and sustainable

31 Jd at17-21.
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use of biodiversity. However, any discussion of the third objective that of ac-
cess and benefit sharing, must recognize our fundamental rights to control our
own knowledge, our right to be free, prior informed consent as peoples, and
our collective land and territorial security.*

Traditional knowledge can be very valuable for bioprospecting, because it
can save time and costs, which constitutes an aggregate value for researchers.
This fact puts indigenous communities in a good position to negotiate. How-
ever, it is important that bioprospectors consider that the terms of negotiation
are not limited to the economic issue, because there are social, cultural, and
spiritual values that also have to be considered. In addition, it is also important
that indigenous communities have a more realistic idea of the percentage and
value that traditional knowledge represents. The significant contribution of tra-

ditional knowledge, especially in the drug discovery field, is well evidenced.®

As a consequence, the value of traditional knowledge associated with
biological resources is not only a patrimony for indigenous people but also for
the entire human race. Therefore, the global community should take the same
position regarding biodiversity in the case of traditional knowledge. Thus, it

82 statement of the International Indigenous Forum on Biodiversity at the Ad Hoc
Open-Ended Working Group on Access and Benefit Sharing, CBD, Oct. 22-26,
2001, Bonn, Germany, reprinted in TEBTEBBA Briefing Paper No.8.

See NIRMAL SENGUPTA, EcoNoMIC STUDIES OF INDIGENOUS AND TRADITIONAL
KNowLEDGE 213 (2007) (“An evaluation study for the US Congress (1993)
concludes that the success by NCI [(National Cancer Institute)] could have
been doubled, if had they taken into account the knowledge of medicinal folk to
target testable species. Therefore, successful search processes are based on some
ground truth of finding a probability of favorable outcome. Otherwise, scientists
of Novartis and Merck could not have traveled in the wilderness of the Amazon
and Costa Rica forest in search of unique phytochemicals which cannot be
imagined to synthesize in the laboratory of combinatorial chemistry. Therefore,
one finds enough evidence that the value of benefits of bioprospecting may be
quite significant and that local’s information in the search process can significantly
enhance the strike rate of a hit.”).

33
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should be considered a common concern of mankind, because it has evolved
with biodiversity through the time, space, and change. Consequently, bio-
prospecting should be used as a practice to enhance the moral, spiritual, and
economic value of traditional knowledge in order to constitute an incentive for
new generations of indigenous people to continue and maintain their traditions.

IVV. Conclusions

In conclusion, bioprospecting is a legitimate practice that should be pro-
moted under fair and reasonable parameters. It is impossible to negate all the
benefits that bioprospecting brings to the human race, especially in the food
security and human health fields. However, it is important to establish ad-
equate legal mechanisms to allow bioprospecting within a sustainable and fair
framework. In addition, it is important to valuate bioprospecting with regard to
both its economic value and its social value. That would encourage a system
wherein all the legal instruments created to facilitate the access, benefit, and
sharing would not consider bioresources and traditional knowledge through
only an economic lens, but as holistic concepts, repreas senting the needs and
aspirations of all the parties involved.*

Legal mechanisms should be focused on facilitate access. Therefore, the
inclusion of the principles of ABS and prior informed consent are fundamental

34 See PADMASHREE GEHL SAMPATH, REGULATING BIOPROSPECTING: INSTITUTIONS FOR

DRUG RESEARCH, ACCESS, AND BENEFIT-SHARING 5 (2005) (“The bioprospecting
perspective expresses optimism that through bioprospecting, all three objectives
of the CBD —sustainable use, conservation of biological resources, and benefit-
sharing- can be met. In this perspective, bioprospecting is seen a venue of revenue
generation from potentially valuable traditional knowledge and genetic resources
situated in the South. In the presence of wee-designed laws and contracts,
bioprospecting presents a win-win situation where benefits generated can be used
for a range of purposes - improvement to livelihoods of indigenous and local
communities, biodiversity conservation programs and biotechnological capacity
building.”).
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for an adequate protection of TK and genetic resources. However, it is impor-
tant that the regulation that would be developed to regulate these principles
will facilitate access to TK and genetic resources. Extremely complex sys-
tems, as the one we have in Ecuador, discourage the development of research
and development, fact that only harm the country of origin or TK holders. It
is crucial to develop a simplified process for accessing to genetic resources
and traditional knowledge, in which the researchers have to deal only with
the national authority and not with all the other stakeholders. The national
authority should be in charge of the negotiation with the other parties, then
bioprospectors do not have to face the difficulties of dealing with institutions
or communities that have a different background that can bring obstacles in the
negotiation. Training indigenous communities and governmental authorities
in issues regarding access to genetic resources and traditional knowledge will
facilitate the development of bioprospecting projects or projects that involve
the use and application of TK/GR. The training will enhance the negotiation
capacity of the different stakeholders as well as it will allow indigenous people
to understand the other side of this topic. In addition, the government should
work on incentives to motivate bioprospectors to come to Ecuador and develop
strategic partnerships with the country. For example, tax exemptions can be a
mechanism to attract investors and researchers.

Finally, in order to use bioprospecting as a mechanism to encourage in-
novation, we need to work beyond the access, benefit and sharing. In this
regard, it is necessary that biodiversity and bioprospecting become a strate-
gic resource, not only in the law but also in the practice. In this way political
support is crucial, since it will contribute to biodiversity management and to
develop strong intellectual property systems to protect the products of innova-
tion. Moreover, biodiversity rich countries should see bioprospecting as the
cornerstone for innovation; therefore, they should work in different schemes
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and proposals to facilitate access to genetic resources and promote technology
transfer. In this regard, it is crucial to develop creative agreements, concepts,
educational campaigns to teach the community about the advantages and pros
of bioprospecting, and marketing strategies to allow bioprospectors to take
knowledge of the country, its resources and the advantages that the country
provides. For instance, the ICBG Project is a role model, because it incorpo-
rates diverse mechanisms for the protection of traditional knowledge. In this
project, prior informed consent was required for access to genetic resources
and traditional knowledge. Agreements containing the principles of access and
benefit-sharing were also signed by the parties, and existing intellectual prop-
erty rights as patents were used to protect traditional knowledge and guarantee
fair compensation to traditional knowledge holders.*

Furthermore, the construction of strategic alliances between the aca-
demia, civil society, indigenous communities and private organizations is
important in order to develop true technology incubators. A project conceived
for the public interest, but considering the needs, rights and interest of the dif-
ferent stakeholders is the only way to promote development and to build an

industry around genetic resources that can benefit the entire society.

35 See Walter H. Lewis & Veena Ramani, Ethics and Practice in Ethnobiology:
Analysis of the International Cooperative Biodiversity Group Project in Peru, in
Biopiversity anD THE Law 400-10, (Charles McManis ed., 2007).
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ABSTRACT

This Article provides detailed recommendations of re-
structuring copyright limitations and exceptions in Vietnamese
copyright law so that it can support for education by ensuring
the public can access to knowledge. Although Vietnam has
recently made significant achievements in increasing living
standards and reducing poverty, educational development
in this country Vietnam is typically slow and outdated.This
country has a large amount of unskilled people that have been
exploited by other countries for cheap labor. While Vietnam
has had economic growth in the short term, this is not truly
development in the long term and will not last. Many reasons
contribute to this problem, but the most important reason is
the shortage of advanced knowledge in textbooks and other
educational materials. Access to cultural works for education is
significantly restricted because of copyright protections. This
Article argues that copyright limitations and exceptions can
provide the possibility of accessing and using copyright works
for educational purpose with free of charge or reasonable
compensation to the copyright owner. In doing this enhance
access to knowledge for learning in this country.

This Article examines knowledge access demand for
education in Vietnam. Currently, Vietnam is confronting the
shortage of knowledge access for education, especially higher
education. This shortcoming partly stems from strict copyright
protection so that educational sector cannot afford to access on
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fresh knowledge expressed in copyright works. Reconstructing
limitations and exceptions to copyright toward enlarging their
scope are a good solution to resolve access issue in Vietnam.
This Article provides main suggestions: (1) adopting fair use;
(2) introducing licensing schemes for educational institutions;
(3) broadening the rights for libraries in serving customers
for educational purpose; and (4) raising its voice in copyright
international arguments for supporting education in developing
countries

Keywords: Vietnam copyright limitations and exceptions,
copyright and education, three-step test, fair
dealing, fair use, limitations and exceptions for
libraries.
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l. Introduction

Education, in every sense, is one of the important elements for develop-
ment. It is recognized as the key to achieving many development goals. It
empowers people to develop personal skills and behaviors, as well as a sense
of dignity." It enriches people’s knowledge and understanding of the world. It
improves the quality of their lives and benefits every individual and the soci-
ety.” Moreover, it is a human right, as well as an indispensable means to realize
other human rights, according to the United Nations.® Thus, education plays a
crucial role in promoting people’s creativity and social progress.

Education plays a central role in Vietnam culture and society. It is con-
sidered as the avenue of advancement and families routinely sacrifice much to
ensure their offspring get the required education. The government of Vietham
has constantly set education as a top priority in the country’s development both
in strategy papers and its budget allocation.* The great efforts have brought
significant achievements in education with increased enrolment and improved

teaching and learning condition.” However, Vietnam’s education, especially

1 Committee on International Covenant of Economic, Social and Cultural Rights, Dec. 16,
1966, 993 U.N.T.S No. 03.

2 |lhan Ozturk, The Role of Education in Economic Development: A Theoretical Perspec-
tive, 23 (1) J. RuraL DEv. & Apmm. 39, 39 (2001).

3 General Comments No. 13, The Right to Education (Article 13 of the Covenant), at 112-
127UN Doc. E/2000/22, Report of the Committee, Social and Cultural Rights, 21st sess.,
1999.

4 Vietnamese government has increased the expenditure for education from 13%
to approximately 20% of its State Budget. Vietnam has fallen into one of the
top countries spending for education. H. Hanh, Vietnam Is in the Top Group
Spending For Education, Tinmor NEWSPAPER, (Apr. 20, 2010, 03:43), http://www.
tinmoi.vn/Viet-Nam-thuoc-nhom-nuoc-co-ty-le-chi-cho-giao-duc-cao-nhat-the-
gi0i-01154100.html;In 2015, Vietnam maintains 20% of State Budget spending
for education. Vietnam Maintains 20% of State Budget Spending for Education in
2015, Vuro-NGo RESOURCE CENTRE, http://www.ngocentre.org.vn/news/vietnam-
maintains-20-state-budget-spending-education-2015(last visited July 17, 2016).

5 Vietnam Development Report 2014 - Skilling up Vietnam: Preparing the Workforce for a
Modern Market Economy, WorLb Bank (Nov. 2013), www-wds.worldbank.org/external/
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higher education, is still facing mismatches in meeting the needs for industri-
alization, modernization and international economic integration. This short-
coming mainly stems from out of date teaching and learning methods, limited
resourced for education and in efficient resources. It thus requires further
strengthening of education system by improving capability of knowledge ac-
cess in educational institutions including obtaining access to textbooks, journal
articles, educational computer programs and other educational materials.

Increasing access to textbooks and other educational materials requires
educational institutions to obtain permission and pay royalties as compensation
to the copyright owner under protections of copyright, thus educational insti-
tutions with modest financial budget cannot afford. Fortunately, it is possible
for educational institution to take advantages of limitations and exceptions to
copyright in order to get access and utilize copyright works without permis-
sion of copyright owners and free of charge or at a reasonable price. Copyright
limitations and exceptions encourage learning and diffusion of knowledge with
educational sector by providing privileges in favor of educational institutions
and their students accessing copyright works.

However, current Vietnamese copyright law is not really supportive for
educational access when its copyright limitations and exceptions are quite
restrictive. Although, international and regional agreements that Vietnam has
been signed, particularly Berne Convention, TRIPS Agreement contains flex-
ibilities for the country to draft limitations and exceptions to copyright for
educational purposes, Vietnam fails in implementing into its domestic law
provisions of copyright limitations and exceptions when it provides inflexible

and limited scope provision of copyright limitations and exceptions. Therefore,

default/WDSContentServer/WDSP/1B/2013/11/26/000461832_20131126115640/Ren-
dered/PDF/829400AR0P13040B0x0379879B00PUBLICO.pdf.
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this Article would like to introduce new version of copyright limitations and
exceptions in Viethnamese copyright law so that it can support for education ef-
fectively.

This Article proceeds as follows. Part | provides the scene of Vietnam
and identifies its special access need on educational materials. Part II sets forth
the theoretical role of copyright limitations and exceptions in supporting edu-
cation. Part 111 examines copyright limitations and exceptions in Vietnam. The
Part reveals that Viethamese copyright law implements international conven-
tions very quickly, but it only considers increasing rights of copyright owners,
not equally pay attention to the interest of the public through limitations and
exceptions to copyright. This has led to impede knowledge flow within the
society in general and hinder teachers and students to access to educational
works in particular. Part 1V then focus on how copyright limitations and ex-
ceptions should be re-constructed to support for education. Part V concludes

findings of the study and some further research is recommended

I1. Some Important Concepts
A. The “Limitations and Exceptions to Copyright”

This phrase has various meanings. It could be broadly applied to all limi-
tations and exceptions existing in copyright law, but could be restricted only
within the meaning of limitations and exceptions to exclusive rights of the
copyright owner. Hence, this section aims to make it clear that this term is used
in this article in the restricted meaning: limitations and exceptions that restrict
the exclusive rights of the copyright owner. The term encompasses instances
where a work may be used without permission and payment of remuneration —
so-called “uncompensated limitations and exceptions” — as well as the case of
so-called “statutory/compulsory licences”, where the use of the work does not
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require the author’s permission but a reasonable payment needs to be made.

By 1994, the term “copyright limitations and exceptions” had not ap-
peared in any jurisdiction, even in IP international treaties. By that time, it had
been occasionally stated by IP scholars. This term was formally tracked by
the establishment of the TRIPS Agreement, and then repeated in WIPO Trea-
ties, including the WIPO Performances and Phonograms Treaty 1996 (WPPT),
WIPO Copyright Treaty 1996 (WCT) and the Beijing Treaty. However, no
definition of this term has been found. Additionally, ‘there is no definition in
the international and regional instruments of the difference between a “limita-

tion” and an “exception”.’

In this article, the terms “limitation” and “exception” embody different,
but related, meanings. According to the Oxford English Dictionary, “limitation”
refers to “a limiting rule or circumstance; a restriction”;” whereas “exception”
means “a person or thing that is excluded from a general statement or does not
follow a rule”.® There is a notable difference between a limitation and an ex-
ception: one is a restriction of a rule and the other is an exemption from a rule.
Importantly, Lucie Guibault argued that “limitations” and “exceptions” are not
to be taken as equivalents. The expression “limitations”, which includes “ex-
emptions” and “exceptions”, refers to the restrictions imposed on the exercise
of copyright owners” rights. Specifically, the term “exception” is used in some
circumstances that do not follow the rule or are excluded from the application

of the law.” Put differently, limitations to copyright draws a line that restrict

ADRIAN STERLING, WORLD CoPYRIGHT Law 434 (2003).
Limitation, ONLINE OXFORD ENGLISH DICTIONARY, http://oxforddictionaries.com/definition/
english/limitation (last visited July 17, 2016).
Exception, ONLINE OXFORD ENGLISH DicTIONARY, http://oxforddictionaries.com/definition/
english/exception?q=exception (last visited July 17, 2016).

Lucie Guibault, Discussion Paper on the Question of Exceptions to and Limitations
on Copyright and Neighbour Rights in the Digital Era, at 7, INSTITUUT VOOR INFORMATI-
ERECHT (1998), http://www.ivir.nl/publications/guibault/final-report.pdf.
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exclusive rights of the copyright owner, while exceptions to copyright em-
phasizes exempted circumstances that exclude the user from infringement of
copyright. Ficsor stated that

In accordance with the ordinary meaning of the words, an “excep-
tion” means that the given acts are exempted from the application of the
right concerned, while a “limitation” means that, although the right is

applicable, it is limited in a certain way."’

Ficsor refers to compulsory licenses as “limitations” and to the use with-
out authorization and payment of remuneration as “exceptions”;" that is to say,
a “copyright exception” means that the given acts are exempted from the appli-
cation of the right concerned. There is no authorization needed and there is no
obligation to pay remuneration. Whereas, a “copyright limitation” means that,
although the right is applicable, it is limited in a certain way. For example, an
exclusive right is limited to a mere right to remuneration or to a compulsory

license.

Although copyright limitations differ from copyright exceptions, they are
both important for users to access copyright works. There is a body of cases
where the user is not liable for doing what would otherwise be an exclusive
right of the copyright owner. Starting from Article 13 of the TRIPS Agreement
and then Article 10 of WCT, limitations and exceptions have been bundled
together. WIPO states that copyright limitations and exceptions are “cases in
which protected works may be used without the authorization of the right hold-

10 Mihaly J. Ficsor, Short Paper on the Three-Step Test for the Application of Exceptions
and Limitations in the Field of Copyright, 2 (Working Paper for the Central and Eastern
European Copyright Alliance (CEECA) in the 25th session of the WIPO Standing Com-
mittee on Copyright and Related Rights (SCCR), Geneva, Nov. 19-23, 2012).

Id. MiHALY J. Ficsor, THE Law oF COPYRIGHT AND THE INTERNET — THE 1996 WIPO TrEA-
TIES, THEIR INTERPRETATION AND IMPLEMENTATION 257 (2002).

11
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er and with or without payment of compensation.” They encompass a substan-
tial use of copyright work but are exempted by special purposes, such as fair
use or fair dealing and compulsory licenses. The combination of limitations
and exceptions constitutes the bundle of users’ rights to strike the balance with
the exclusive rights of copyright owners." The concepts are treated together in
this article .

B. Fair Use

Fair use is one approach used in drafting copyright limitations and excep-
tions in national laws. The fair use doctrine was first codified in the Copyright
Act of 1976 (USA), section 107. Under this provision, the use of a copyright
work for criticism, comment, news reporting, teaching, scholarship or research
was not an infringement of copyright if it satisfies the assessment of ‘fairness’

of the use based on a balancing of four factors:

(1) The purpose and character of the use, including whether such use is of
a commercial nature or is for non-profit educational purposes. The preamble of
section 107 offers various purposes favored by fair use, namely criticism, com-
ment, news reporting, teaching, scholarship and research. However, the list in
section 107 is not exhaustive, and other non-enumerated purposes will be ex-
amined.

(2) The nature of the copyright work. According to the Supreme Court,
the major distinction in valuating this factor is whether the work is factual or
fictional. For example, “informative works, such as new reports, that readily
lend themselves to productive use by others, are less protected than creative

1713

works of entertainment.”™ Another consideration is whether the work is avail-

able to the public. Courts are less likely to find fair in the copying of an unpub-

12 STEPHEN M. STEWART, INTERNATIONAL COPYRIGHT AND NEIGHBOURING RiGHTs 79 (1989).
13 Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 496-97 (1984).
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lished work. However, the fact that “a work is unpublished shall not itself bar

a finding of fair use if such finding is made upon consideration of factors.”**

(3) The amount and substantiality of the portion used in relation to the
copyrighted work as a whole. This third factor requires the courts to consider
whether the amount of use is reasonable in both qualitative and quantitative
terms.Whether the amount used is reasonable must be determined in light of
the size of both the copyrighted work and the work in which it is used, and the
economic effect of the portion taken to both works." For example, the amount
used will be favored by fair use if it is a small quantity and likewise if the por-
tion used is not central or significant to the entire work. In contrast, it will be
rejected as a fair use if the portion used is central or the heart of the original

work."’

(4) The effect of the use upon the potential market for or value of the
copyrighted work. This factor requires the courts to consider not only the ex-
tent of harm caused by the use, but also “whether unrestricted and widespread
conduct of the sort engaged in by the defendant...would result in a substan-

tially adverse impact on the potential market for the original.”*®

It is worth noting that the assessment of the four factors in determining
fair use is not exhaustive, but the courts are required to consider the factors
together.**Should one factor fail to satisfy the fair work doctrine, then one must
look to the other factors.”’Indeed, the endless variety of situations and com-

14 17 U.S.C. §107 (2013).

15 7 U.S.C. §107(3) (2013). See also L.RaY PATTERSON & STANLEY W. LINDBERG, THE Na-
TURE OF CoPYRIGHT: A Law oF Users’ Riguts 202 (1991).

16 Jd. at 203.

17 Bill Graham Archives, LLC v. Dorling Kindersley Ltd., 448 F.3d 605 (2d Cir. 2006).

18 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 590 (1994).

19 1t was noted in H.R. Rep. N0.94-1476, at 65 (1976). It was also emphasized in Sony
Co.v. Universal City Studios, 464 U.S. 1 79 (1984).

20 PATTERSON & LINDBERG, supra note 15, at 202.
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binations of circumstances that can arise in any particular case preclude the
formulation of an exact rule.” This means that whether a particular use is a fair
use is, to a large extent, a matter of judgment.

C. Fair Dealing

Fair dealing is the other approach used in drafting copyright limitations
and exceptions in national laws. The fair dealing defense was first developed
by section 2(1)(i) of the Copyright Act 1911 (UK), which provided that “any
fair dealing with any work for the purposes of private study, research, criti-

cism, review or newspaper summary”?

would not constitute an copyright
infringement. Under fair dealing, what constitutes fairness is determined
by permitted purposes. Fair dealing, therefore, is recognized by its closed-
ended mechanism. National legislations that employ the fair dealing approach
provide a closed list of limitations and exceptions to copyright. Fair dealing
privileges for the specific purposes of criticism or review, research and study,

parody or satire, and reporting news are recognized in many countries.”

There are some positive aspects of fair dealing: they are explicit and pre-
dictable. In determining whether a use comes within the bounds of a fair deal-
ing defense, the courts apply a two-step process.*First, the use must be for one
of the specific purposes provided for in the national copyright act (or a closed-
list copyright limitations and exceptions’ provision). For example, a closed list
of copyright limitations and exceptions in Vietnamese copyright law is regu-
lated in Article 25-26 of the Law on IP 2005 (revised in 2009).In order to con-

2L Id. at 66.

22 gection 2(1)(i) of the Copyright Act 1911 (UK), an Act to Amend and Consolidate the
law Relating to Copyright.

23 Australia, for example, inserted new provisions permitting fair dealings with copyright
materials for purposes of parody or satire in the Copyright Amendment Act 2006 (Cth),
section 41A.

24 ALRC, Copyright and the Digital Economy, Discussion Paper No.79, at 133 (2013).
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clude a use as fair dealing, the Vietnamese courts must consider whether the
use is for one of the purposes such as research or teaching, criticism or review,
and so on. If the use falls into a purpose provided by the Law on IP 2005 (re-
vised in 2009), it might be a legitimate if it satisfies the second process: the use
must be fair. The question whether a particular use is fair will depend on the
circumstances of the case, subject to guidance as to fairness stipulated by leg-
islators. For example, in the fair dealing exception for the purpose of research
or teaching in Vietnamese law, matters to be considered are that only one copy
allowed is allowed and that copy must not be for a commercial purpose. Fair
dealing for the purpose of criticism or commentary must be the quotation of

. . . . . 25
‘reasonable portion without misrepresenting authors’ views.

However, the fair dealing defense has been criticized as restrictive as
it is unable to be developed by the courts. The use of the work for any other
purpose is never considered, even though it may be fair. Moreover, the fair
dealing approach is not sufficiently broad to provide an effective balance be-
tween owners and users in the digital environment. It is not flexible enough to
respond to changing circumstances caused by new technologies and uses. This
issue will be discussed further below.

I11. Special Access Needs of Vietnam to Copyright Works
For Education

With a population of approximately ninety million people, ranked the
eight-most populous Asian country, Vietnam has achieved fabulous economic
growth performance in two recent decades: more than 7% on average in

25 Article 25(1)(b) of the Law on IP 2005 (amended in 2009).
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2000s,® GNI per capita reached over $1,000 in 2010,%” and became a lower
middle-income country in 2011.% The Vietnamese government has consistent-
ly given high priority to education. As a result, Vietnam has had remarkable
progress in improving access to education with over 90% of the working-age
population is literate.”

Despite the substantial progresses, Vietnam urgently requires access to
advanced textbooks and educational materials for education in order to resolve
the shortage of skilled labor in this country that threat to spread poverty both in
urban and rural areas. Currently, the percentage of unskilled laborers has been
significantly increased. This figure of 66% of the total workforce in 2006 was
grown up to over 70% in 2009.% According to World Bank, Vietnam ranks on
the bottom half of the rankings about ASEAN labor force development.** This
is rooted from the wave of rapid shift of employment out of low productivity
agriculture into higher productivity industrial fields in recent years. The rapid
economic growth of Vietnam in the last ten years has been driven predominant-
ly by the huge size of its workforce with youth population, as a large number
of unskilled workers have been exploited by other countries for cheap labor.

26 GDP growth averaged around 9% per year from 1993 to 1997, 6.8% per year
from 1998 to 2004, 8% in 2005 and 7.8% in 2006.. This economy was evaluated
10 times in late-1980s to 2006, at $61 billion, making Vietnam the 58th largest
economy in the world in this year, up from 76th in 1986. Growth remained strong
even in the face of the late-2000 global recession, holding at 6.8% in 2010 and
5.8% in 2011. 2011 Social-Economic Statistical Data, GENERAL STATISTIC OF-
FICE OF VIETNAM, http://www.gso.gov.vn/default.aspx?tabid=622&idmid=&lte
mID=12133 (last visited July 17, 2016); The World Factbook: Vietnam, Centre
Intelligent Agency, https://www.cia.gov/library/publications/the-world-factbook/
geos/vm.html (last visited July 17, 2016).

21 GNI per capita, Atlas Method (Current US$), WorLD Bank, http://data.worldbank.
org/indicator/NY.GNP.PCAP.CD (last visited Sept. 3, 2015).

28 Overview of Vietnam, WorLD Bank, http://www.worldbank.org/en/country/vietnam/over-

view (last visited July 17, 2016).

See supra note 5.

Growing Pool of Unskilled Labour Left behind in Vietnam, THE ROCKEFELLER FOUNDA-

TIoN, http://www.searchlightcatalysts.org/node/310 (last visited July 17, 2016).

31 For example, unskilled workers are counted for 41.4% in Hanoi, 54.5% in Ho Chi Minh
city, 62.9% in Vung Tau, and 64% in Haiphong. See supra note 5.

29
30
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For long term development, Vietnam has been experiencing an unsustainable
economic development, because it cannot continue to rely on the size of its
workforce for continued success when “golden population” becomes fade.
Vietnam needs to focus on equipping its workforce with more skill-intensive
non-manual jobs in the coming decades. Future growth is highly dependent on
a high quality workforce who is better skilled and trained in modern education
and with better quality language skills.According to Vietnam Works, a biggest
Vietnam-based recruiting company, the number of skilled jobs posting in Viet-
nam increased by 23% in the first half of 2014 in compared to the same period
last year, jobs mainly in IT, software and marketing. Unfortunately, many com-
panies have not found it easy to recruit staffs due to low supply of necessary
skills such as language, cognitive, behavioral and technical skills.** Local em-
ployees are not up to date with the latest information and technology as well as
lack important knowledge in law and finance. To deal with the skilled worker
shortage, many companies in Vietnam have spent a huge amount of money
annually on retraining their employees.* This solution is not long-term effec-
tive. It must be done by renovating higher education in Vietnam, because a key
reason for the lack of skilled workers in Vietnam is outdated education system.
Although budget allocation has reserved high priority to education,* spending

82 Vietnam is in the period of “golden population structure” where fore every two people
or more working, there is only one dependent person. Population and Development,
UNFPA Viet~nawm, http://vietnam.unfpa.org/public/lang/en/pid/5571(last visited July 17,
2016); Golden Population Begins to fade, ViENam NEws, (May 28, 2014), http://vietham-
news.vn/opinion/255446/%E2%80%98golden-population-begins-to-fade.html.

33 According to recent World Bank Report, less than 15% of the labour force is competent
to English and computing skills in Hanoi. See supra note5.

84 According to Nicola Connolly, Vice Chair of the European Chamber of Commerce,
foreign companies in Vietnam are forced to spend money for retraining 40-50% of their
Vietnamese employees.SeeForeign Companies Report Labor and Skills Shortage in Viet-
nam, VIETNAM BRIEFING (July 30, 2014), http://www.vietnam-briefing.com/news/foreign-
companies-report-labor-skills-shortage-vietnam.html/.

35 Vietnam has been fallen into top countries spending governmental budget for education
in the world. Within 12 years (from 1998 to 2010), the country invested the total budget
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money for knowledge access such as buying textbooks and other educational
materials is not really noticeable by the Vietnamese government. The state
budget has been mainly spent on improving school’s infrastructure, school at-
tendance rate, and expansion in the number of universities and colleges rather
than focusing on the quality of education.® As a result, the quality of education
is yet to meet the demand and development of the country. It was reported
by VTC News that majority of textbooks used by Vietnamese universities are
imported and translated from Russia, China and East-Europe since 60s- 70s
of the last century.’” Urgently, Vietnam needs to cut off out of date curriculum
content and improving teaching and learning methods by accessing latest text-
books and other educational materials in order to help Vietnamese student to
become more effective problem-solvers, critical thinkers, better communica-
tors, and updated fresh knowledge learners.

Furthermore, accessing to copyright works for education is highly re-
quired due to the demand of acquiring knowledge for everyday self-education
of Vietnamese people. Deep influence of Confucianism values and ideals im-

ported from China,® Vietnamese people have a great love of learning. They

for education from 13% to 20%. The state budget for education has been down to 10%
from 2013, but investment for education is still a top priority in Vietnam for the purposes
of poverty reduction and industrialisation. See supra note 5.

86 High Quality Education for All Should Be Vietnam's Priority, WOoRLD Bank (Apr. 25,
2012), http://lwww.worldbank.org/en/news/feature/2012/04/25/high-quality-education-
for-all-should-be-vietnams-priority.

87 Binh Na, Textbooks Invested Millions VND Are Still Outdated, VTC Ngws (Jan. 3,

2009), http://vtc.vn/dau-tu-tien-ti-giao-trinh-van-lac-hau.2.203143.htm (translated from
Vietnamese language).

The Vietnamese people became independent from China in 938 AD and extended
geographically into Southeast Asia, throughout the Indochina Peninsula. Brief History
of Vietnam, VIET VENTURES, Www.vietventures.com/Vietnam/history_vietnam.asp (last
visited July 17, 2016); Gowming Donget al., Knowledge-Sharing Intention in Viet-
namese Organisations, 40 VINE 262, 270 (2010); Que Thi Nguyet Nguyen et al., The
Inter-Relationships between Entrepreneurial Culture, Knowledge Management and
Competitive Advantage in a Transitional Economy, http://artsonline.monash.edu.au/mai/
files/2012/07/qtnguyetnguyen.pdf (2008).
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believe that “the only way for the superior man to civilize the people and es-
tablish good customs is through education.”® For the love of learning, people
desire to obtain knowledge. As a result, the country presents a high demand
for gaining access to knowledge. It was reported by Cimigo that Vietnam has
experienced rapid growth of internet penetration over the last few years, simi-
lar to China, the Philippines, and Thailand. The most important activity of the
population on the internet is information and knowledge gathering.”” However,
the population of Vietnam is struggling with collecting fresh knowledge and
information due to barriers of languages as well as copyright protection.

IV. Copyright Limitations and Exceptions Can Support
Access to Copyright Works for Education in Vietnam

Educational activities have a strong connection to copyright. Indeed, to
catch the student’s attention and to improve their learning skills, educators
rely heavily on contemporary books, newspapers, magazines, photographs,
video, slides, sound recordings, broadcasting programs, and other media.* In
practice, schools make millions of photocopies of copyright material in Viet-
nam every year. Moreover, the performance of works, the diffusion of radio or
television broadcasts, and the communication of video or sound recordings are

particularly suitable for teaching in a classroom environment.

Copyright limitations and exceptions support education by allowing stu-

39 LN Yutang, THE WispoM oF Conructus 200 (Michael Joseph ed., 1958). This idea is
very important to support flexible and broad limitations and exceptions to copyright for
education, because this country considers education the priority. Its opinion is heavily
influenced by Confucius.

2011Vietnam NetCitizens Report: Internet Usage and Development in Vietnam, CiMIGO
(2011), http://www.cimigo.com/en/research-report/vietnam-netcitizens-report-2011-eng-
lish.

41 Educational Multimedia Fair Use Guidelines Development Committee, Fair Use Guide-

lines for Educational Multimedia, July 17, 1996, §12.
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dents, as well as educational institutions, to obtain knowledge without prior
permission from copyright owners. From the Statute of Anne 1709, the encour-
agement of learning and dissemination of knowledge as a means to enhance
the general welfare have been the chief goals behind the granting of exclusive
rights to authors.”” To implement this goal, a number of limitations and excep-
tions are established to carry out the government’s information policy of dis-
semination of knowledge and information among the members of society.®
First of all, there are limitations and exceptions for anybody to quote excerpts
of cultural expression for the purpose of learning or criticism. This helps learn-
ers to achieve knowledge and improve their skills, which are essential for their
lives. Moreover, privileges in favor of schools, universities, other educational
institutions, public libraries, archives, and handicapped persons are those limi-
tations and exceptions encouraging the spread of knowledge and information
within the educational sector. Sustained access to educational knowledge is
critical to long term improvements in productivity, preventive health care, the
empowerment of women, the reduction of backwardness, and reductions in
inequality.* More importantly, information society information is currently
converted into the raw material of economic activity in order to create wealth.
There is no doubt that access to a broad and diverse supply of information is
extremely important for the citizens of society.” Dissemination, therefore, is a

public good.* It is beneficial for both individuals and social growth. It enables

42 Preamble of the Statute of Anne 1709.

43 Within the international framework, Article 10(2) of the Berne Convention for the Pro-

tection of Literary and Artistic Works provides a provision called the “illustration for

teaching”. This provision opens potential policy space for signatory nations to mandate

access to educational materials for development needs.

Why Access to Education Is Important, CONSORTIUM FOR RESEARCH ON EDUCATIONAL Ac-

cEss, TRANSITIONS AND Equity, http://www.create-rpc.org/about/why/ (last visited July 17,

2016).

45 Peter Lyman, The Article 2B Debate and the Sociology of the Information Age, 13
BERkELEY TECH. L.J.1064, 1069 (1998).

46 Benedict Atkinson & Brian Fitzgerald, Copyright as an Instrument of Information Flow
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individuals in society to understand, learn, and express.

Additionally, copyright limitations and exceptions, to some extent, are ex-
pected to be free in reproducing works for education, which is compatible with
Vietnamese culture. As a matter of culture, Vietnamese people are in favor of
free reproduction of expression for education. Confucius stressed repetition
or memorization as the important methods of acquiring knowledge. Hence, in
Confucian-based societies such as Vietnam, “the development of the ability to
use imitation and repetition as an aid to learning is encouraged.”’ People are
encouraged to learn and reproduce other expressions accurately. For example,
at school, education is based on examination and memorisation, students are
expected to have great knowledge rather than critical thinking. As a result, in
terms of education, there is no shame if someone incorporates or uses someone
else’s work into their own works without permission. Moreover, the authors
whose works are reproduced in classes without permission are generally more
proud than hurt.It is also necessary to say that promotion of learning and re-
spect of teachers are one of the traditional values of the Vietnamese people.”
Furthermore, education has been prioritised in Vietnam for a thousand years,
and teachers are highly respected as “father” or “the engineers of the human
soul” or “being a teacher for one day, being the father for life.”* In govern-

and Dissemination: The Case of ICE TV Pty Ltd v. Nine Network Australia Pty Ltd (2008),
QueensLANDUNIVERSITYOF TECHNOLOGY, http://eprints.qut.edu.au/15208/1/1520’8.pdf.

47 Purdie Nola, Education Statistics—News Sheet, 4(6) Data MANAGEMENT UNIT, MINISTRY

oF EDUCATION3 (1995).

Education in Vietnam: Development History, Challenges and Solutions, WORLD

Bank (2005) http://siteresources.worldbank.org/EDUCATION/Resourc-

es/278200-1121703274255/1439264-1153425508901/Education_Vietnam_Develop-

ment.pdf.

49 The father of Confucianism, Confucius (551-479 BC), was a Chinese philosopher. It is
worth noting that Vietnam, throughout history, has been heavily influenced by Chinese
culture, particularly in the education sector. In the past, China was the cradle of Eastern
Philosophy, especially Confucianism, which was created in China. Vietnam was heav-
ily influenced by this school of thought. Confucianism was used as the main contents of
education through Feudal Vietnam until 1945. Despite occupation by the French from
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ment policy, education has been esteemed as the prime priority of Vietnam
and it is a foundation to promote the culture and economic development of the
country.” In short, both the public and the State recognise that education has
important social benefits and the relevant uses of copyrighted works should
be exempted from the usual legal obligations. In the other words, the use of
copyrighted works should be treated to be free for education. Provisions of
copyright limitations and exceptions for education provide educational institu-
tions with the right to access copyright work “without the consent from, and
without the payment of remuneration to, the copyright owner.”®" For instance,
copyright limitations and exceptions in many cases provide rooms for students
reproducing cultural works during studying and examination. Also, for the
purpose of education, teachers are allowed to freely reproduce works in class-
rooms in the course of teaching.

V. Copyright Limitations and Exceptions in Vietnamese
Copyright Law

Due to high demand of knowledge access for education, there is an ex-
pectation that Vietnamese copyright law should be introduced in a way that
facilitates the knowledge demand for education. Unfortunately, copyright law
in Vietnam is currently extremely restrictive, skewed towards knowledge pri-
vatisation, and pays little attention to access for education.

In the effort of joining the WTO and implementing its law in accordance

1889, two education systems existed in parallel in Vietnam, one taught Confucianism
and the other was taught by the French. To date, Confucian educational philosophy has
strongly influenced the educational policies of Vietnam. James A. Crites, Confucianism
and Its Spread to Vietnam, ANGELFIRE COMMUNICATIONS, http://www.angelfire.com/ca/bee-
keeper/cf.html (last visited July 17, 2016); Confucianism, WiKiPEDIA, http://en.wikipedia.
org/wiki/Confucianism, (last visited July 17, 2016).

50 The Education Law 2005 (amended 2010) art. 9.

51 Article 25(1) (d), (g) and 32 (1) (b) of the Law on Intellectual Property 2005.
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with the Bilateral Trade Agreement (BTA) VN-US, a separate IP law called
the Law on IP 2005 was introduced, which is stricter than ever before.* It
introduced the broad bundle of exclusive rights for copyright owners, both
economic rights (the right of making a derivative work, right of reproduction,
right of distribution, right of communication to public, right of rental, and right
of exhibition) and moral rights (right to title the work, right to attachment,
right to publication, and right of integrity). All exclusive rights of the copyright
holder extended by TRIPS are included in Vietnamese copyright law. The term
of protection is 50 years, plus the lifetime of the author; or 75 years from the
date of first publication for cinematographic works, photographic works and
works of applied art, and anonymous works. In accordance with international
convention, works of foreign authors are protected the same way as domestic
authors if the authors are citizens of countries that have agreements with Viet-
nam or are member of the same conventions that Vietnam is a party to. Ad-
ditionally, infringement of copyright in Vietnam is able to be concluded either
through civil® or criminal liability.>* International copyright obligations set out
by Berne, Rome, TRIPS, WCT and WPPT are overprotective.” They believe

52 Overview of Copyright in 2008, Copyright Office of Vietnam, http://www.cov.gov.vn/
cbgen/index.php?option=com_content&view=article&id=769&catid=49&Itemid=96(la
st visited July 17, 2016).

53 Decree 131/2013/ND-CP on Administrative Penalties for Copyright and Related Rights
Infringement, come into force Dec. 15, 2013, available at http://www.cov.gov.vn/chg/at-
tachments/article/1337/ND131.pdf.

54 The Criminal Code 2009 art. 170(1).

5 Ruth L. Okediji, The International Copyright System: Limitations, Exceptions and
Public Interest Considerations for Developing Countries2, http://unctad.org/en/docs/
iteipc200610_en.pdf (ICTSD Issue Paper No. 15, 2006); Lauren Loew, Creative Indus-
tries in Developing Countries and Intellectual Property Protection, 9(1) VANDERBILT J.
Ent. &TecH. L.171, 177 (2006); Michael J Finger, Introduction and Overview, N Poor
PropLE’ s KNOWLEDGE: PROMOTING INTELLECTUAL PROPERTY IN DEVELOPING COUNTRIES 1, 1
(2004); Marci A Hamilton, The TRIPS Agreement: Imperialistic, Outdated, and Overpro-
tective, 29 Vanb. J. TRansNaT’L L. 613, 615 (1996); Andreanne Leger, The Roles of IPRs
for Innovation: A Review of the Empirical Evidence and Implications for Developing
Countries (GERMAN INSTITUTE FOR Econ. REs. Discussion Paper No. 707, 2007); Carsten
Fink & Carlos A Primo Braga, How Stronger Protection of IPRs Affects International
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that overprotective international copyright is actually generated by developed
countries and then forced onto the developing world, which differsignificant-
lyfrom the developed world in levels of development, politics, and culture.”
Academics therefore object the view of “one size’s Western-style IPRs fit for
all”.®’

Despite overly strong protection, piracy and Intellectual Property
Rights(IPR) infringements are still widespread in Vietnam. The piracy rates
in the software industry and music industry were recorded at 84% and 90%
respectively. Book and journal publishers also suffer from uncontrolled piracy,
in the form of illegal reprints, translations, and photocopies. Approximately
90% of the English language teaching works have been disseminated without
authorization.” In terms of enforcement, despite making a lot of effort, there
has been little positive recent development. The Copyright Office of Vietnam
in its 2008 reports admitted that “the Inspectorate of the Ministry of Culture,
Sports & Tourism (MOCST) has made every effort, but is unable to meet the
requirement to establish order in the field of copyright and strictly handle the
organizations and individuals who violate copyright and related rights”.> Such
issues remain of concern to the United States, leading the Office of the US
Trade Representative to place Vietnam on its Special 301 Report “Watch List”

Trade Flows 19-22 (WorLD BANK PoL’y REs. WORKING PAPER, 2005); Rami Olwan, /n-
tellectual Property and Development: Theory and Practicel 6 (May 2011) (PhD Thesis,
Queensland University of Technology).
% 1d.
57 Loew, supra note 33, at 185; Madhavi Sunder, /P3, 59(2) Stan. L. Rev. 257, 260 (2006);
Keith E. Maskus, Intellectual Property Rights and Economic Development, 32 CASE
WESTERN J. INT’L L. 471, 473 (2000).
International Intellectual Property Alliance, Special 301 Report on Copyright Protec-
tion and Enforcement 2010, OFFICE OF THE UNITED STATES TRADE REPRESENTATIVES (2010),
http://www.ustr.gov/about-US/press-office/reports-and-publications/2010/2010-special-
301-report.
See supra note 52.
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of Nations whose IPR practices remain inadequate.® As a result,Dr. Vu Manh
Chu, General Director of the Copyright Office of Vietnam, said thatthe viola-
tions have negative effects on creative activities, the investment environment,
social and cultural development, and the nation’s integration into the world
economy.®

In seeking an answer for the rampant copyright infringement in Vietnam,
some blame ineffective enforcement.®” However, the most important reason is
that the Vietnamese copyright system is tremendously imbalanced. Too much
protection is provided for the copyright owner, while there are few workable
limitations and exceptions to copyright. Consequently, ordinary people have
had their rights to access taken away by the shortage of important limitations
and exceptions, in addition to the impractical and small scope of existing
limitations and exceptions, which forces them to seek an alternative, illegal
method.Vietnamese legislators have not paid attention to drafta proper set of
copyright limitations and exceptions that provide true rights for users to legiti-
mately access cultural expressions.

Currently, copyright limitations and exceptions in the Law on IP 2005 are
double the provisions givenpreviously. They are applied by new regimes of
either uncompensated or compensated schemes. Unfortunately, the educational
limitations and exceptions do not reflect what Vietnamese people expect, as

60 Jnternational Intellectual Property Alliance, Special 301 Report on Copyright Protec-
tion and Enforcement 2011, OFFICE OF THE UNITED STATES TRADE REPRESENTATIVES (2011),
http://www.ustr.gov/about-USE/press-office/reports-and-publications/2011/2011-special-
301-report.

Vietnam to Clamp Down on Copyright Infringement, VIETNAMNEWS.BIZ (Jan. 09, 2009)
, http://www.vietnamnews.biz/Vietnam-to-clamp-down-on-copyright-infringement_51.
html.

IIPA, for example, it has been concluded in their reports every year that the reason for
piracy in Vietnam has weak enforcement of copyright law. See more at I1PA Reports
from 2001-2014 at www.iipa.com.
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they are rather unclear, narrow in scope, and lack important provisions.

A. The Failure of Implementing the Three-Step Test

In implementing international obligations, Vietnam makes its copyright
limitations and exceptions more restrictive. As an international obligation,
drafting copyright limitations and exceptions Vietnam is bound by the three-
step test under Berne Convention and TRIPS Agreement.* Vietnamese legisla-
tors attempted to adopt international standards into its domestic law, but the
adoption is imperfect. It repeats the three-step test verbatim in the law. The
simplicity of the limitations and exceptions’ provisions not only limits the
number of applicable limitations and exceptions, but also restricts the scope of
each of the limitations and exceptions. The three-step test of Berne creates an
additional condition that specific limitations and exceptions must satisfy, as it
is inserted at the end of its closed list of limitations and exceptions.** Vietnam
limitations and exceptions are subject to double tests: one test is set up under
each particular limitations and exceptions and then has to comply with the
second test: the three-step test. In Geiger, Gervais, and Senftleben’s words,
the three-step test “serves as a further restriction imposed on national limita-
tions and exceptions”.” The Vietnamese situation is similar to theChilean IP

63 The three-step test was first set out in the Berne Convention 1971 and then adopted in
the TRIPS Agreement and other copyright agreements. Article 9(2) of Berne (approved
by the Paris Act 1971) introduced setting out the general rule, with three requirements
that must be satisfied for an exception or limitation of the reproduction to fall within the
range of circumstances envisaged by the rule. Today this rule is known as the three-step
test: It shall be a matter for legislation in the countries of the Union to permit the repro-
duction of such works in certain special cases, provided that such reproduction does not
conflict with a normal exploitation of the work and does not unreasonably prejudice the
legitimate interests of the author.

The three conditions set forth in the test are: (1) certain special cases, (2) no conflict
with a normal exploitation, and (3) no unreasonable prejudice to the legitimate interests
of the author/right holders.

64 Art. 25 (2) and 26 (2) of the Law on IP 2005.

65 Christophe Geiger et al., The Three-Step Test Revisited: How to Use The Test’s Flexibil-
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Law in 2003. The attention of implementing the three-step test was traced in
the amendment of Chilean IP Law 1970 in 2003 that brought the legislation
signed by Chile into accordance with the Agreements of the WTO,* including
the TRIPS Agreements. Chilean lawmakers added a new Article 45bis that re-
produced the treaties’ language.®” Article 45bis was criticized as “an extremely
unfair test against the very few exceptions authorised by the law.”® It requires
the courts to exercise double tests for applying any exception, which is too
strict and restricts the scope of limitations and exceptions to copyright.”” The
restriction of the application of limitations and exceptions raised by introduc-
ing the three-step test into its legislation was illustrated by the case of Dao
Thai Ton v. Nguyen Quang Tuan.” In this case, the plaintiff, Nguyen Quang
Tuan, claimed the defendant, Dao Thai Ton, had copied the full text of four
articles of the plaintiff into the defendant’s book “The Tale of Kieu — Research
and Discussion”. The plaintiff argued that the defendant illegally reproduces
his works without his permission. However, the defendant believed that the
use of Nguyen Quang Tuan’s articles did not infringe copyright because it fell
into the scope of limitations and exceptions to copyright in terms of quotation

ity in National Copyright Law, 29(3) Am. U. INT’L L. REv. 581, 583, 617-618(2014).

66 Law No. 19.912 Bringing the Legislation Signed by Chile, in Accordance With The
Agreements Of The World Trade Organization (WTO),WIPO, http://www.wipo.int/wipo-
lex/en/details.jsp?id=5321(last visited July 16, 2016).

67 Article 45bis added by the Law No. 19.912:

The exceptions established in this paragraph and in the following paragraph are lim
ited to cases that do not conflict with normal exploitation of the work and do not
cause unjustifiable damage to the legitimate interests of the copyright holder.

68 Daniel Alvarez Valenzuela, The Quest for a Normative Balance: The Recent Reforms to
Chile’s Copyright Law, ICTSD (Dec. 12, 2011), http://web.uchile.cl/archivos/derecho/
CEDI/Art%EDculos/the-quest-for-a-normative-balance-the-recent-reforms-to-chil-
ee28099s-copyright-law.pdf.

A

70 This case was initially held by the Hanoi People’s Court, following this it was appealed
and overruled by the Court of Appeal of the Supreme People’s Court. See more at Judge-
ment No. 127/2007/DSPT (June 14, 2007), http://www.ecap-project.org/sites/default/
files/ip_case law/VN_1-2-2007.pdf.
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for the purpose of criticism. When this case brought to the courts, the courts
had to follow to steps: (1) whether the use of the works fell into the closed list
provided under Article 21 (1) of the Law on IP 2005. If the first step was satis-
fied, then the court needed to examine the three-step test added at Article 25
(2) Whether the right to quote/cite of the defendant has violated the three-step
test or not. This means that limitations and exceptions for quotation have to
pass two layers of restriction: one from the provision for quotation itself, and
one from the three-step test. In this case, the courts had to pay attention to not
only find out how much citation of the work is “reasonable”,” but also to inter-
pret three-step test. That is to say, adding the three-step test into legislation is
wrong as it makes copyright limitations and exceptions more restrictive.

B. The Lack of Exception for Self-Study

The law does not cover limitations and exceptions for self-study circum-
stances, which impedes students gaining lawful access to cultural expression.”
The laws only give users the right to make one copy for their own research
and teaching without commercial purposes.” “Study”™ is not included in the

L Article 25 (1) (b).

72 Scholars in Vietnam concluded that the Law on Intellectual Property does not allow stu-
dents to reproduce the copyrighted work for self-study purpose. See Ngoc Lam Nguyen
et al., Regarding the Reproduction Right in Education Environment, 2 VIETNAMESE LEGAL
J. 39 (2007).

73 Article 25(1) (a) of the Law on IP 2005. The word “research” is defined as “scientific re-

search is the activity of discovering and inquiring into phenomena, things and laws of the

nature, society and thought, and creating solutions for practical application. Scientific re-
search includes basic research and applied research.” The Law on Science and Technol-
ogy 2000art. 2(4), available at http://www.wipo.int/clea/docs_new/pdf/en/vn/vn049en.
pdf. “Teaching” is defined as “the imparting of instruction or knowledge; the occupation
or function of a teacher.” Teaching, OxrorD ENGLISH DICTIONARY ONLINE, http://www.oed.
com/view/Entry/1983567?rskey=gjkT4p&result=1&isAdvanced=false#eid (last visited

July 17, 2016).

The word “study” is defined as “the application of mind to the acquisition of learning;
mental labour, reading and reflection directed to learning, literary composition, inven-
tion, or the like.” Study, OxrorD ENGLISH DICTIONARY ONLINE, http://www.oed.com/view/
Entry/192083?rskey=RjTTg5&result=1&isAdvanced=false#eid (last visited July 17,

74
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meaning of “research” or “teaching”. In the information age, students have a
high demand for retrieving information and knowledge for study or greater
production. However, they cannot afford to buy copyright works due to their
modest budgets. Indeed, the majority of students in Vietnam are photocopying
textbooks, articles, and lectures for their study. This has created an industry
— the photocopying industry — that produces copies of works to fulfil stu-
dents’ needs.” Such acts are obviously prohibited by the law. Therefore, many
schools and universities of Vietnam have chosen to rent out places within their
campus for the development of photocopying business, rather than provide
photocopying services for students, in order to avoid copyright infringement
issues. Moreover, some big state university libraries, such as the Vietnam Uni-
versity of Commerce and Hanoi Law University, do not allow students to take
educational materials to their premises for the purpose of photocopying, even
small parts. The unauthorized reproduction by a student of a reasonable part of
a work to illustrate a lesson is accepted in almost all countries in the world.”
Thus, without the advantage of limitations and exceptions for personal study,
students in Vietnam are struggling to gain access to their educational materials
lawfully. This is to say, Vietham should introduce an exception for self-study.
If Vietnam adopts fair use, this use should be included as fair use.

C. The Absence of Rules on Compulsory Licenses

In the absence of proper remuneration schemes for educational use, it
is hard for students and teachers to gain bulk access to educational materials.

2016).

75 1t has been reported by 11PA from 2001 up to now, that Vietnam has suffered from over-
whelming piracy, in the form of illegalreprints and photocopies. See 2001-2014 Special
301 Report — Vietnam, |IPA, http://www.iipa.com/rbc/2008/2008SPEC301VIETNAM.
pdf.

76 This issue is stipulated in §107 of the US as fair use and appears in Article 22(1) of the
Chinese Copyright Act. Similarly, Section 40 of the Australian Copyright Act 1968 con-
siders study as fair dealing.
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Like other developing countries, it is a necessity for Vietnam to have access to
educational materials at affordable prices. For the purpose of educating skilled
people, Vietnam needs to be able to access a complete book or an article to de-
liver to learners in the course of teaching. In order to do that teachers or educa-
tional institutions must seek permission from copyright owners, because none
of the limitations and exceptions of Vietnam allow them to utilize entire works
for teaching.”” Teachers are allowed to make a single copy, while students are
not permitted to reproduce works. The administration costs plus royalties for
obtaining permission are extremely high, whereas schools and universities in
Vietnam have limited financial resources and weak bargaining power to ne-
gotiate with commercial publishers. Therefore, most schools and universities
have operated in an isolated world with a modest nhumber of textbooks and
little access to scientific journals, especially international journals.”® Students
and teachers opt to pay for illegal copies made by photocopying businesses.
The photocopying business makes a huge profit from their sale, while pub-
lishers and copyright owners suffer from the practice of illegally photocopied
works. This leads to two bad outcomes: users in the educational sector incur
the risk of being sued at any time by copyright owners, and it erodes the incen-
tive of creativities. This became true in the case of First New Co. v. Australia
International English School & Vietnam Australian English Association on
February 2012.” The defendants were sued for infringement, as they deliber-

7T Article 25 (1) (b), (d) and (g) of the Law on IP 2005 permit to use part work only.

78 Stephen W. Director et al., Observes to Tertiary Education in Information Technology,
Electronics-Digital and Telecommunication Fields in Some Universities of Vietnam, THE
NAaTiONAL ACADEMIES (2006).

79 Cong Quang, The First Litigation Related to Books’ Copyright, DANTRI ONLINE NEWs-
rAaPER (Feb. 28, 2012), http://dantri.com.vn/c20/s202-569841/hoi-chuong-thuc-tinh-
viec-ton-trong-ban-quyen.htm (in Vietnamese language); HoaBinh, Australia Interna-
tional English School and Vietnam Australian English Association Were Sued, BAomol
(Feb. 22, 2012), http://www.baomoi.com/Anh-ngu-Uc-Chau-va-Anh-van-Viet-Uc-bi-
kien/107/7924917 .epi (in Vietnamese language).
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ately reproduced some parts of copyrighted books for their own collections to
use in lectures or as study materials in their classrooms. The First New Com-
pany required compensation of 380 million VND (approximately 18,000 US
dollars).* Ultimately, the case was settled by negotiation between parties: the
defendant had to compensate thehuge amount of money for their infringement
acts, plus give a public apology.* The practice of illegally photocopying works
in the educational sector has been not tolerated by copyright owners, because it
negatively affects the normal exploitations of the work, the second step of the
three-step test. This is witnessed by the reaction of the Vietnam Reproduction
Rights Organization (VIETRRO) in relation to making copies of artistic works
by students and teachers.” VIETRRO made a claim to the Ministry of Educa-
tion and Training (MOET) to ask for compensation (10,000 VND per year per
student, or 500VND and a little bit more per teacher for whatever they copied,
or asked a photocopying business to pay some levies)for photocopying made
by students and teachers.** MOET has remained silent on this issue. There is a
fear that VIETRRO will bring the case to the court for copyright infringement
in the educational sector.

D. The Out of Date of the One Copy Rule

The one copy reproduction rule for reproduction of educational materi-

80 jq.

8 Id.

82 VIETTRO was established on Mar. 29, 2010 by the Vietnam Writer Association and
approved by the Ministry of Culture, Sport and Tourism of Vietnam (MOCST) and the
Ministry of Home Affairs of Vietnam (MOHA). This organisation is working as a collec-
tive management organisation that represents copyright owners to license reproduction
rights. Currently, VIETRRO has represented more than 10,000 copyright owners. See
more at VIETRRO,http://www.vietrro.org.vn/(last visited July 17, 2016).

83 VIETRRO Will Collect 1 Million US Dollars in 5 Years, Baomor (Dec. 21, 2011), http:/
www.baomoi.com/Hiep-hoi-Quyen-sao-chep-VN-5-nam-thu-phi-sao-chep-1-trieu-
usd/59/4307513.epi.
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als for teachingis an obstacle to the educational sector.®* It challenges teachers
in the course of distributing the work to students. How can she/he do this with
only one copy in her/his hand? She can perhaps pass it to the students and the
students can enjoy the copyrighted work for a very short period and return it to
the teacher. Even this can be seen as a copyright infringement, as Vietnamese
limitations and exceptions do not mention that teachers are entitled to distrib-
ute the work to a class. In reality, teachers often make multiple copies of es-
sential materials and distribute them to their students. More professionally and
conveniently, educational institutions combine necessary materials together
and make copies to deliver to their students so that they can be used in class-
rooms. Such acts by teachers or educational institutions are absolutely liable
for copyright infringement. It is evident by the litigation between Fist New Co.
v. Australia International English School & Vietnam Australian English Asso-
ciation on February 2012.*° The defendants paid a huge amount of compensa-
tion for the use of the compilations that contained some parts of the plaintiff’s
books in their classrooms, because they infringed copyright by making more
than one copy of some excerpts of copyrighted works and distributing them in
their classrooms. This discourages schools from endeavoring to make study
material resources; and thus, impedes the overhaul of education in the country.

E. Limitations and Exceptions to Copyright Do Not Extend to
Distance Learning

Current limitations and exceptions for education do not extend to dis-
tance learning, which constrains the development of this educational model.
Recently, distance learninghas played an important role, due to the massive

84 The Law on IP 2005 (revised 2009) art. 25(1)(a). This provision was interpreted by the
Decree 100/2006/ND-CP that no more than one copy of a work is allowable.
85 See supra note 79.
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demand from not only remote areas,* but also big cities such as Hanoi and Ho
Chi Minh. The emergence of information technology, especially the internet,
has made distance education flourish and become a great monetary potential
for educational institutions and enterprises.®” *® At the same time, distance
learning brings equality for people in education, regardless of their locations
and conditions,® which is good for human development. Therefore, it needs to
be facilitated in Vietnam. Unfortunately, this educational model is impeded by
inappropriate limitations and exceptions because Vietnamese limitations and
exceptions treat distance learning the same as face-to-face learning. Today’s

86 Distance learning is defined as “a form of education in which students are separated
from their instructors by time and/or space” SeeReport on Copyright and Digital Dis-
tance Education ii, US CopyRrIGHT OFrIcE (May 1999), http://www.copyright.gov/reports/
de_rprt.pdf.

87 It was recorded in 1998-1999 that approximately 800,000 learners participated in cours-
es of distance education. 4 Country Report on Open and Distance Learning in Vietnam,
GroBaL Distance LEARNING NETwoRrk (2001), http://gdenet.idIn.or.id/country/ar_vietnam/
CRVietnam.htm; Doung et al., Distance Education Policy and Public Awareness in Cam-
bodia, Laos and Vietnam, DisTANCE EpucartioN 28, 163-177 (2d ed. 2007), http://search.
proquest.com/docview/217779057?accountid=13380.

8 Distance learning has been undertaken in Vietnam since 1993, when the government
created two Open Universities to help the development of distance education in Hanoi
and Ho Chi Minh cities. Distance learning is reaching wider audiences, covering all seg-
ments of the population. The college audience is increasing rapidly due to responsive-
ness to the needs of an older, non-traditional student population. Students also include
professionals engaging in professional development or training, and retirees. To date, 17
universities have provided distance learning programmes and covered 63 cities and prov-
inces in Vietnam. Approximately 160 thousand students have graduated and around 233
thousand students are studying such programmes. Distance education in Vietnam is the
most utilised form of higher education. Before the spread of the internet, distance learn-
ing was conducted via audio or visual audio broadcasts, tapes, CDs, VCDs. Thanks to
the development of the internet, educational materials are now digitalised and transmit-
ted to learners via the internet. See Vi Thuy, Develop Distance Learning — an Indispens-
able Trend, Epucation anp Epoct oNLINE NEwspaper (NoV. 2, 2009), http://www.gdtd.vn/
channel/2741/200911/Phat-trien-giao-duc-tu-xa-Xu-the-tat-yeu-cua-thoi-dai-1913519/.

89 Distance education helps students overcome such barriers as full-time work commit-
ments, geographic inaccessibility, and the difficulty of obtaining child or elder care, and
physical disabilities. It can also provide the advantage of convenience and flexibility.
With digital technologies enabling courses to reach and appeal to wider audiences, in-
cluding rural, busy, impaired, and retired people.



FACILITATING ACCESS TO KNOWLEDGE FOR EDUCATION IN VIETNAM THROUGH RE-
CONSTRUCTING APPROPRIATE LIMITATIONS AND EXCEPTIONS TO COPYRIGHT 59

distance education courses use digital technologies such as email, shared appli-
cations, streaming video/audio, video/audio file sharing, links, interactive CD-
ROMs and DVD-ROMs” for various purposes and in numerous ways. These
uses during the conduct of distance education make it different from face-to-
face instruction. In virtual life, a teacher using a work to teach her class will
invariably exercise one or more of the copyright owner’s exclusive rights. She
reproduces it and displays it to her limited students. In this situation, the one-
copy reproduction rule can be workable. Unlike face-to face teaching,” if a
teacher wants to display a copyrighted work to students she/he must transmit
it over a digital network. The transmission over a digital network will gener-
ally constitute an exercise of the reproduction right and possibly the distribu-
tion right.* The digital transmission involves the automatic creation of copies
during the transmission process. Particularly, when material is transmitted to
a distant location over a computer network, temporary RAM copies are made
in the computers through which it passes, by virtue of the technological pro-
cess of transmission. In the other words, RAM copies implicate the copyright
owner’s reproduction right.** The copy of the work that arrives on the recipi-
ent’s computer is the ultimate copy in this process. This means that it is pos-
sible to create numerous copies of the work using digital transmission. This
kind of digital transmission constitutes the communication right to the public
via a computer network. Therefore, it does not enable educators to digitize and
transmit copyright materials to remote students,as this process definitely cre-

ates multiple copies instead of one copy.

90 Formore detail about these technologies, see supra note 86.

91 This is the rule established in Article 25(1)(a) and 32 (1)(b) of the Law on Intellectual
Property 2005 that allows users to reproduce only one copy of a work for teaching pur-
poses.

92 See supra note 86.

98 MAI Sys.Corp. v. Peak Computer, Inc., 991 F. 2d 511 (9th Cir. 1993); Stenograph L.L.C.
v. Bossard Assocs., 144 F. 3d 96, 101-102 (D.C. Cir. 1998).
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F. The Ignorance of Rules for Access to Educational
Materials for Ethnic Groups

Access to educational materials of minority ethnic groups is extremely re-
stricted because the copyright law removed the limitations and exceptions for
translation of works from Vietnamese language to minority languages. Vietnam
is a culturally diverse country, with 54 different ethnic groups and 90 different
languages. Although King people (or Viets) account for approximately 86% of
Vietnam’s total population,* the Vietnamese Constitution explicitly declares
that “every nationality group lives equally, co-operates, and helps each other.
Each ethnic group has the right to preserve and use their own language.”®
Currently, many ethnic groups, such as Tay, Thai, Muong, H’Mong, Dao, and
Khmer, use their own languages in conjunction with the national Vietnamese
language. It is worth noting that members of 53 ethnic minority groups in
Vietnam occupy up to 14% of the country’s population, but they account for
more than half of the country’s poor people. The Vietnamese government has
attributed a lot of effort to exercising favourable policies to such groups. One
such effort is to provide education and give them opportunities to absorb cul-
tural and artistic activities from outside their communities.”® Unfortunately, the
privilege of translation and distribution of works from Vietnamese languages
to minority ethnic languages that used to exist under Article 761(f) of the Civil
Code 1995, was removed by the Law on IP 2005. Therefore, these translations
and distributions infringe copyright, if they are done without authorisation and

94 Cu Hoa Van, The Nationality Issue and the Implementation of Nationality Policy in Viet-
nam: Facts and Solutions, NATIONALASSEMBLY OF VIETNAM (2009), http://www.na.gov.
vn/sach_gh/chinhsachpl/phand/p4_iv_6.html; Vietnam Demographic 2012, INDEXMUNDI,
http://www.indexmundi.com/vietnam/demographics_profile.html(last visited July 16,
2016).

95 Article 34 of Constitution 1992 of Vietnam.

9 Bert Maetern, Challenges of Poverty’s Reduction in Vietnam, OxFaM IN VIETNAM (Mar.
05, 2012), http://oxfaminvietnam.wordpress.com/2012/03/05/the-challenges-of-poverty-
reduction-in-vietnam/.
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payment of royalties. This results in a shortage of textbooks, newspapers, and
books translated from the national Vietnamese language into ethnic languag-
es.”” It explains why numerous people of minority ethnic groups are living
in poverty and are uneducated. Therefore, it is worthwhile that Vietham adds
limitations and exceptions for translation and distribution of works to minority
ethnic languages for educational purposes.

G. The Lack of Important Access Rights for Libraries

Inappropriate copyright limitations and exceptions for libraries have
blocked the knowledge flow within the society, thus it hinders the capability
of learning of Vietnamese citizens. Libraries play an important role in soci-
ety. They contribute greatly to promoting learning, and spreading and sharing
knowledge among members of society, in furtherance of a common good.*
They are the public’s access points to knowledge for the public to accomplish
research, teaching and learning. More importantly, these access points are
free of charge;” thereby, they have immense value for the people who lack re-
sources elsewhere, like many in Vietnam. In exercising their function, libraries
become deeply involved in access to cultural works when they make reproduc-
tions of the works for purposes of preservation, distribute works for research,
private study, and teaching, and send or receive works under the name of in-
terlibrary loans. Vietnam copyright law provides privileges for libraries to ac-

97 Thong Ta Van, Preservation Languages of Minority Ethnic Group in Vietnam, THE PEo-
pLE (July 12 2014), http://www.nhandan.com.vn/khoahoc/khoa-hoc/item/23754202-bao-
ton-ngon-ngu-cac-dan-toc-thieu-so-o-viet-nam.html.

GuaN H TaANG, COPYRIGHT AND THE PUBLIC INTEREST IN CHINA 167 (2011); Juan Carlos
Fernandez-Molina & José Augusto Chaves Guimaraes, Library Exceptions in the Copy-
right Laws of Ibero-American Countries, 26(3) INFo. DEVELOPMENT 214, 215(2010);
Shalini R Urs, Copyright, Academic Research and Libraries:Balancing the Rights of
Stakeholders in the Digital Age, 38(3) PRoGRAM: ELECTRONIC LIBRARY & INFO. SYSTEM
201, 201 (2004).

99 See Ordinance of Libraries 2001 of Vietnam, article 6(2).

98
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cess cultural expression; however, this privilege is extremely limited, therefore
libraries are struggling to provide adequate resources, to create friendly, ac-
cessible environments, as well as extending their service to different groups of
the community. Firstly, there is the fact that collections of Vietnamese libraries
are modest and insufficient to meet the demands of the public. Many reasons
have been determined, such as the lack of funding to import collections from
overseas, the development of collections mainly depending on donations, the
limited number of works published in Vietnamese, or untrained libraries in ar-

chiving works.'®

The restricted scope of limitations and exceptions for librar-
ies partly contributes to this issue. Libraries are permitted to reproduce cultural
works for preservation under Article 25(1)(d) of the Law on IP 2005."* How-

ever, only one copy can be made.*”

This rule challenges librarians, because
original works, especially printed works, have been damaged, lost, or stolen. If
this happens, and there is only one copy left, this will also be at risk of being
damaged, lost or stolen. However, librarians are not allowed to make multiple
copies or digitalise them for safe preservation. Therefore, they are suffering the
loss of cultural works from libraries’ collections. This negatively impacts on
human development, as it shrinks the range of cultural works that human be-
ings can learn from. Moreover, libraries are confronting difficulties in exercis-
ing their function of dissemination of knowledge to the public as “libraries are
not allowed to reproduce and disseminate copies of works to the public, even
digital copies.” Article 25(1)(d) of the Law on IP 2005 refers to the right of

libraries to reproduce one copy for research. In connection to the provision

100 See generally Barbro Thomas, Development of Public Library Performance in Laos and
Vietnam13, (NATIONAL LiBRARY OF SWEDEN FiNaL ReporT, 2009), http://www.kb.se/Doku-
ment/Bibliotek/utredn_rapporter/2009/Laos_Vietnam_Final_Report_2009-04-07.pdf.

101 Article 25(1)(d) of the Law on IP 2005.

102 Article 25(2) of the Decree 100/2006/ND-CP (Sept. 21, 2006) Detailing and Guiding the
Implementation of A Number of Articles of the Civil Code and the Intellectual Property
Regarding the Copyright and Related Right.

103 1d



FACILITATING ACCESS TO KNOWLEDGE FOR EDUCATION IN VIETNAM THROUGH RE-
CONSTRUCTING APPROPRIATE LIMITATIONS AND EXCEPTIONS TO COPYRIGHT 63

that prohibits libraries from reproducing and disseminating copies of works to
the public, it is likely that the libraries are only entitled to copy one copy for
themselves to serve their own research, not for research purpose of the public.
This means that libraries are not allowed to reproduce and supply copies of
articles or books to their patrons, which is the public, as well as to other librar-
ies through inter-library systems. Prohibiting the supply of copies of works to
patrons definitely creates obstacles to the dissemination of knowledge in pub-
lic, as libraries can only provide materials to enjoy on their premises, without
allowing any copying of materials. Currently, if the patrons want to make a
copy for their legitimate purposes of research or teaching, they must borrow
copyrighted works and take them somewhere else to reproduce them, rather
than order libraries’ officers to do so. This not only creates huge profits for the
photocopying industry, but also makes libraries less helpful and discourages
patrons from retrieving resources from libraries. This explains why Vietnam’s
citizens have a longstanding passion for reading,"™ public libraries are wide-
spread throughout the country,'® but only a very small portion of the popula-
tion take advantages of public libraries.'” Furthermore, the development of
interlibrary lending in Vietnam is impeded because copyright law does not
allow libraries to reproduce works to the public. Within academic libraries, in-
terlibrary loans have been seen as the effective way of supplementing the lim-
ited resources currently available. This becomes more important in Vietnam, as

104 Over 90 percent of the Vietnamese population are literate.Every corner of streets or
parks shows people reading books, newspapers, or magazines. In addition, over 25 mil-
lion people access websites via internet daily for the love of reading. See DinhKieuN-
hung, Unlocking the Potential of Vietnam's Libraries, THE Asia Founpation (Sept.7,
2011), http://asiafoundation.org/in-asia/2011/09/07/unlocking-the-potential-of-vietnams-
libraries/.

105 4. There are nearly 2,000 commune-level libraries, 613 district libraries, 63 provincial
libraries and a national library..

106 Recent surveys indicated that only 2 or 3 percent of the population have used a libraries’
services. This figure is around 60 percent of the population in the world. Barbro Thomas,
supra note 100, at 17.
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most libraries do not have sufficient resources to meet their own needs. Addi-
tionally, Vietnamese limitations and exceptions exclude libraries from the right
of dissemination of copies of works in digital forms; it concedes the dead of
distance/digital libraries. Thanks to digital technologies, people can digitalize
copyrighted works into digital forms so that they can be enjoyed online and
transmitted through the internet. This has resulted in the dramatic growth of
distance/digital libraries around the world in the past two decades.”®’ Libraries
nowadays can serve patrons both from inside their premises and from a dis-
tance by sending digital copies to patrons. Unfortunately, library staffs are con-
fronted with the challenge of addressing copyright issues related to distribut-
ing work in digital forms; due to Vietnamese copyright law treating this act as
copyright infringement. Therefore, libraries’ distance services via digital forms
have been far reached to special target groups that suffer disadvantages of lo-
cations or abilities. In short, libraries in Vietham “are unattractive and under-
resourced to meet the tremendous demand for study and research.”*® People

in remote areas are not able to reach fresh knowledge.'”

Those shortcomings
stem from the lack of proper privileges for libraries. In her article, Thu Hang
complained that “libraries open every day just doing a simple things, lend-
ing books from limited resources.” ™ This is true, because librarians are not
allowed to provide various services for the public. For example, interlibrary

transfer is impossible, so if a library patron cannot find a book in a library, he/

107 Oded Nov & Chen Ye, Users’ Personality and Perceived Ease of use of Digital Librar-
ies: The Case for Resistance to Change, 59(5) J. AM. SOCIETY FOR INFO. SCIENCE & TECH.
845 (2008).

108 Thu Hang, Outdated Libraries Put Damper on Learning, VIETNAMNEws (July 27, 2010),
http://vietnamnews.vn/in-bai/201919/outdated-libraries-put-damper-on-learning-.html.

109 Anh Tuyet, Improving the Spread of Scientific and Technology Knowledge for People in
Remote Areas, Hanoimor NEwspaPER (May 29, 2015), http://hanoimoi.com.vn/Tin-tuc/
Khoa-hoc/757788/nang-cao-vai-tro-pho-bien-kien-thuc-khoa-hoc-cong-nghe (translated
from Vietnamese languages).

10 Thu Hang, supra note 108.
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she must go to another library.***

This discourages the public from going to
libraries. Moreover, the lack of educational material encoded for people with
disabilities has become common in Vietnam," as copyright protection pushes

the price up, while limitations and exceptions to copyright are limited.

V1. Recommendations of Reconstructing Copyright
Limitations and Exceptions to Facilitate Access to
Knowledge For Education

A. Remove the Three-Step Test from Legislation

As a requirement of international law, a country needs to unpack the
three-step test to form its own limitations and exceptions. The three-step test
draws a baseline for nations to introduce their own limitations and exception,
so it should be regarded as a guiding principle to dictate that member nations

3 This means the test

write their legislation, rather than used as a strict rule.
needs to be examined by lawmakers before introducing certain limitations and
exceptions, not users, copyright holders, or courts. As a general principle or
packed guide, the three-step test must be unpacked by domestic legislation. In
implementing the test, each country has its own method. The three-step test is
impliedly addressed in the 8107 of the US Copyright Act of fair use with four

factors: (1) the purpose and character of the use, including whether such use is

11 Thu Hang, supra note 108. In this article, the author said she often has to run between
libraries to find a book she needs.

Y12 The Shortage of Books for Visually Impaired People, HaNol DISABLE ASSOCIATION, http:/
dphanoi.org.vn/index.php?option=com_content&task=view&id=2718&Itemid=808
(last visited July 17, 2016) (translated from Vietnamese language). The article stated that
books for visually impaired people only satisfied 60% of the demand. Sexual educational
and entertainment books for such people are extremely rare.

113 Okediji, supra note 55, at 32; Declaration on a Balanced Interpretation of the Three-
Step Test in Copyright Law, MAX PLANCK INSTITUTE FOR INTELLECTUAL PROPERTY, COMPETI-
TION AND TAx Law, http://www.ip.mpg.de/shared/data/pdf/declaration_three_step_pdf.
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of a commercial nature or is for non-profit educational purposes; (2) the nature
of the copyrighted work; (3) the amount and substantiality of the portion used
in relation to the copyrighted work as a whole: and (4) the effect of the use
upon the potential market for, or value of, the copyrighted work. Other specific
limitations and exceptions of the US have been introduced consistent with the
three-step test, although their laws do not mention the test at all. Similarly,
Chi*** and Brazil"®created their own exhaustive lists of limitations and excep-
tions without referring to the three-step test, as the test was carefully examined
by lawmakers before introducing such limitations and exceptions.

The three-step test has not been properly unpacked in Vietnam. Vietnam
simply reproduces the treaties’ language into its domestic law"'°as below:

Article 25 (2): Organizations and individuals that use works defined
in Clause 1 of this Article may neither affect the normal utilization of
these works nor prejudice the rights of the authors or copyright holders;
and shall indicate the authors" names, and sources and origins of these

works.

Article 26 (2): Organizations and individuals that use works under

Clause 1 of this Article must neither affect the normal utilization of these

114 The 2010 IP Law of Chile under Article 71 Q introduced the fair dealing provision that
implemented the three step test as below:

The incidental and exceptional use of a protected work is hereby deemed law-
ful, for purposes of criticism, commentary, caricature, teaching, scholarship, or
research, pro vided that said use does not constitute a covert exploitation of the
protected work. The exception established by this article is not application to au-
diovisual works of a doc umentary nature.

15 pedro Nicoletti Mizukami et al., said that the three-step test “was not itself turned into
law in Brazil”. Brazilian copyright law has no provision directly referring to the three-
step test. See Pedro Nicoletti Mizukami et al., Exception and Limitations to Copyright
in Brazil: A Call for Reform, in Access To KNOWLEDGE IN BRAZIL: NEW RESEARCH ON 1P,
InNovaTioN aAND DEVELOPMENT 50 n.10, (Lea Shaver ed., 2010).

116 See Article 25, 26 of the Law on IP 2005.
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works nor prejudice the rights of the authors or copyright holders: and

shall indicate the authors’ names, and sources and origins of the works.

The way to implement the three-step test makes the law unworkable,
because its meaning is too general. Take the case of Section 200AB of theAus-
tralian Copyright Act 1968 as an example. The Copyright Amendment Act
2006 of Australian was intended to create a flexible exception toward open-
ended fair use to enable copyright material to be used for certain socially use-
ful purposes. Section 200AB allows libraries, archives, galleries, and museums
to use copyright materials, provided they are compliant with the three-step

test."™” In practice, this section has not really worked, as it creates confusion

118 119

and uncertainty,” and thus, is not reliable.”™ The use of the treaties’ language
undermines the objectives of Section 200AB in creating flexible dealing ex-

ceptions."

That is to say, the three-step test works as a legislative guidance in draft-
ing limitations and exceptions, not as a restriction to be directly adopted in
legislation. Therefore, it restricts the application of limitations and exceptions
if lawmakers introduce it directly into their legislation. It becomes a burden
for both users and courts in exercising limitations and exceptions in practice.
Thus, it should be removed from legislation.

7 The Australian Copyright Act 1968 (Cth.), Section 200AB(1)

118 see Nicolas Suzoret al., Digital Copyright and Disability Discrimination: From Braille
Books to Bookshare, 13 Mepia &ArTs L.REV.1,8, 13 (2008). It was argued that there
is no guidance about what is likely to constitute a “special case”, which makes the
law uncertain; See also Anne Fitzgerald &Kylie Pappalardo, Copyright Law and IP’
Report on the Government 2.0 Taskforce: Project 4, 50 (2009), http://eprints.qut.edu.
au/29416/1/29416.pdf. It is argued that Section 200AB provides insufficient certainty
about the meaning of “special case”.

119 Fitzgerald & Pappalardo, supra note 119. They argued that it is unreliable and this stems
from the uncertainty inherited from Berne.

120 1d.; Suzor et al., supra note 118.
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B. Adopting US Fair Use Approach Instead of Fair Dealing

In drafting limitations and exceptions to copyright, Vietnam follows fair

dealing approach by providing closed-list of copyright limitations and excep-
tions under Articles 25(1) and 26(1) of the Law on IP 2005(amended in 2009):

Article 25. Cases of use of published works in which permission

and payment of royalties or remunerations are not required

1. Cases of use of published works in which permission or payment

of royalties or remunerations is not required include:

a/ Duplication of works for personal scientific research or teaching

purpose;

b/ Reasonable recitation of works without misrepresenting the au-

thors' views for commentary or illustrative purpose;

¢/ Recitation of works without misrepresenting the authors™® views

in articles published in newspapers or periodicals, in radio or television

broadcasts, or documentaries;

d/ Recitation of works in schools for lecturing purpose without mis-

representing the authors" views and not for commercial purpose:

¢/ Reprographic reproduction of works by libraries for archival and

research purpose;

f/ Performance of dramatic works or other performing-art works in

mass cultural, communication or mobilization activities without collect-

ing any charges in any form:
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g/ Audiovisual recording of performances for the purpose of repot-

ting current events or for teaching purpose;

h/ Photographing or televising of plastic art, architectural, photo-
graphic, applied-art works displayed at public places for the purpose of

presenting images of these works:

i/ Transcription of works into Braille or characters of other lan-

guages for the blind:
Jj/ Importation of copies of others' works for personal use.

3. The provisions of Points a and e. Clause 1 of this Article are not

applicable to architectural works, plastic works and computer programs.

Article 26. Cases of use of published works in which permission is

not required but the payment of royalties or remunerations is required

1. Broadcasting organizations that use published works in making
their broadcasts, which are sponsored, advertised or charged in what-
ever form, are not required to obtain permission but have to pay royal-
ties or remunerations to copyright holders from the date of use. Levels of
royalties, remunerations or other material benefits and modes of payment
shall be agreed upon by involved parlies. If no agreement is reached,
involved parties shall comply with regulations of the Government or in-

stitute lawsuits at court under law.

Broadcasting organizations that use published works in making
their broadcasts, which are not sponsored, advertised or charged in
whatever form, are not required to obtain permission but have to pay
royalties or remunerations to copyright holders from the date of use un-

der regulations of the Government.
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3. The use of works in the cases specified in Clause 1 of this Article

does not apply to cinematographic works.

It can be seen from the aforementioned legal provisions, Vietnam pro-
vides closed lists of copyright limitations and exceptions which refers to fair
dealing approach. This approach is a fix set of limitations and exceptions, so
it does not allow courts to enlarge the scope of limitations and exceptions if
necessary. Therefore, it is too restrictive, rigid, and unadaptable in the digital
economy. Therefore, it is not suitable for Vietnam, a knowledge seeker, to im-
prove education.Fair dealing is recognized by the closed-ended mechanism,
which is inflexible and restrictive, because it provides courts with less flexibil-

ity in dealing with new circumstances.”

Under fair dealing, what constitutes
fairness is determined by permitted purposes. The use for any other purpose is
never considered, even though it may be fair. Australia’s fair dealing, for ex-
ample, requires that the dealing must be carried out for one of five specific pur-
poses.'” Similarly, Vietnam'? provides fair dealing privileges for specific pur-
poses of criticism, commentary, caricature, teaching, scholarship, or research.
The specificity of the fair dealing provisions hinders the courts when dealing
with new circumstances that have emerged in the digital economy. Specific

circumstances identified by the list leave no room for the court to consider the

development of copyright law, especially regarding digital technologies and

121 paula Baron, The Moebius Strip: Private Right and Public Use in Copyright Law, 70
ArBany L.REv. 1227, 1232 (2007); Fred Von Lohmann, Fair Use and Digital Right
Management: Preliminary Thoughts on the (Irreconcilable?) Tension Between Them,
ELECTRONIC FRONTIER FOUNDATIONI, 5-6 (2002), https://www.eff.org/files/cfp fair use
and_drm_0.pdf.

122 Research or study, criticism or review, reporting news, professional advice given by a
legal practitioner or attorney, and parody or satire. Section 40-42, 103A-103C of the
Copyright Act (Cth) 1968.

123 Article 25 (1) of the Law on IP 2005.
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the internet. The scope of Vietnamese copyright limitations and exceptions has
remained unchanged since enacted in 2005, while cultural, social, and tech-
nological changes happen constantly. As a result, the limited fair dealing ap-
proach is too scant to embrace the new circumstances that have occurred due
to recent technological and social changes. For example, while it is popular
that teachers send over lectures and other educational materials via internet for
students in distance learning, and that everyone is making a copy of works for
self-study, the closed-list of copyright limitations and exceptions in Vietnam
does not account to those circumstances, therefore if any case is brought to
the Vietnamese court relating to the use of educational materials for distance
learning, or self-study, the court would have to conclude that such uses consti-
tute copyright infringement. No way for the courts to judge such uses lawfully,
as such uses were outside of the permitted purposes’ categories clarified by the
Law on IP 2005.

Moreover, closed-list limitations and exceptions cannot create a way for
users to legally access computer software source codes for study purposes
(reverse engineering), which has occurred in recent years, this might therefore
impede innovation in this field. Vietnam’s software development industry has
been booming in the last five years. Companies like Intel, Samsung, and LG
have invested billions in the country’s electronics manufacturing industry."
The information technology sector was expected to contribute 8-10 percent of
GDP by 2020."* This plan will become true if 250,000 information technology
workers study cutting-edge technologies.”® In the computer software indus-
tries, workers need to absorb ideas created around the world and then develop
them into new software. Moreover, computer software products quickly be-

124 Hawkins Pham, Computer Science in Vietnam: Counting Down to The Hour of Cod,
Forees (Dec. 18, 2014), http://www.forbes.com/sites/techonomy/2014/12/18/4560/.

125 14,

126 14,
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come obsolete; thus, competitive preference is only achieved by someone who
quickly develops them. Time delays occur if developers are prohibited from
learning about existing software. This restrains the development of follow-
up innovation or inter-operating applications through reverse engineering.
Therefore, if Vietnam’s limitations and exceptions extend to the making of
a reproduction of a computer program for the purpose of studying the ideas
behind the program, and the way in which it functions, it will help to educate
thousands IT workers and thus facilitate competition and growth in the com-
puter software industry. Unfortunately, the restricted fair dealing approach will
not allow for these limitations and exceptions unless a change is made to the
legislation.*”’

Unlike strict fair dealing, which is confined to prescribed purposes or
types of use, fair use is flexible because it provides general fairness factors to
determine which use is fair. These factors include the purpose and character
of the use and any harm that might be done to a rights holder’s interests by
the use.” It is broadly applicable to all kinds and uses of copyrighted work,
regardless of any specific purposes, as long as such uses satisfy four general
factors. The list of the specific examples of fair use, such as criticism, com-
ment, news reporting, teaching, scholarship, or research, is non-exclusive.
The list has been broadened over time by the courts. Take the case of reverse

engineering of computer programs as an example. Reverse engineering al-

127 1t is different from the fair use approach of the US reverse engineering was allowable
on the grounds of fair use from 1992 by judgements of the court in the case Atari Games
Corp. v. Nintendo of America, Inc,. 975 F.2d 832 (Fed. Cir. 1992) the court held that
“reverse engineering object codes to discern the unprotectable ideas in a computer pro-
gram is a fair use.” In the Sega Enterprises Ltd. V. Accolade, Inc. 977 F. 2d 1510 (9th
Cir. 1992) the court reached a similar conclusion that making intermediate copies of
software’s code to study and understand the code was fair use’. See Robert H. Lande &
Sturgis M. Sobin, Reverse Engineering of Computer Software and the US Antitrust Law,
9(2) Harv. J.L. & TecH. 237, 245 (1996).

128 section 107 of the US Copyright Act.
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ways requires deconstructing the original program’s literal code. In doing so,
it can create compatible and interoperable programs that may contain code
from the original program. Therefore, to some extent it may constitute copy-
right infringement. However, thanks to the flexible and broad meaning of
fair use, reverse engineering had been defended."”® Moreover, fair use is only
limited to those uses that the court has previously affirmed and new uses can-
not evolve." Hence, under the general and flexible terms of fair use, a creator
may dare to make some use of another’s work that he/she believes to be fair. If
the copyright owner agrees, the use continues, otherwise she/he can call on the
courts to intervene and rule on the case.”** Additionally, flexible fair use leaves
the courts’ ultimate discretion in application by imposing only four general
factors, which makes the law easily adaptable to new circumstances without
legislation. Fair use was a judicial doctrine codified by the Congress merely “to
restate the present judicial doctrine of fair use, not to change, narrow, or en-
large it in anyway”.** This means that by the time of its codification, Congress
intended to leave it to the courts’ discretion to decide fair use based on facts of
each case. Each case raising the question of fair use has to be decided based
on its own facts. Fair use doctrine, thus, is regarded as an embodiment of “law

129 Currently, the reverse engineering exception is covered by s. 1201(f) of the US Copy-
right Act, introduced by the Digital Millennium Copyright Act 1998. However, before
codifying this provision, the US courts had held it as a finding of fair use. For example,
the cases of Sega Enterprises Ltd v. Accolade, Inc., 977 F2d 1510 (9th Cir. 1992); Atari
Games Corp v.Nintendo of America, Inc., 975 F2d 832 (Fed.Cir. 1992); Suny Handa,
Reverse Engineering Computer Programs under Canadian Copyright Law, 40 McGiLL
L.J. 621, 684 (1995).

130 \on Lohmann, supra note 121.

131 1n US, it can be illustrated by Sony Corp. of America v. Universal City Studios, Inc., 464
U.S. 417 (1984) case. In the belief of fair use, in 1975 Sony produced and released a
recording tool called the Betamax VCR for home taping of television programs for later
viewing (time-shifting). In 1976, some copyright owners, such as Universal City Studios
and the Walt Disney Company, sued Sony for providing a tool of piracy. The Supreme
Court ruled in 1984 that time-shifting constituted fair use. That is to say, flexible fair use
operates as a ‘safety valve’ mediation between copyright and new technologies.

132 4 R.Rep. N0.94-1476, 94th Cong., 2d Sess.86, 66 (1976).
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and fact”."* It enables the courts to apply an endless variety of cases and can

be adapted to new situations through case by case development.

Fair use is a great provision in the rapid technological changes, as it of-
fers a flexible standard for courts to actively adapt the copyright law to major

changes in technology.™

As new technologies develop, courts generally have
the first opportunity to apply copyright law to them, with Congress lagging be-
hind. With its discretion, the court is able to interpret fairness factors based on
their own facts. It has been witnessed by the US practice that the court enables,
among other things, the use of thumbnail images in internet search results,"®
caching of web pages by a search engine, a digital plagiarism detection ser-
vice, and time-shifting of over the air-broadcasting programmingby the privi-
lege of the fair use defence in the US."* By doing this, a legislative solution of

Congress for new technologies is only the final word after the court ruling.

Vietnam has been confronted with a shortage of knowledge for educa-
tion, so Vietnam requires broad and inexpensive knowledge access. However,
overly strong copyright protection in Vietnam is creating obstacles for innova-
tion and development. It creates a copyright imbalance, increases the price of
access and takes away the capability of the public to access cultural knowl-
edge for education. Current Vietnamese limitations and exceptions are criti-
cally strict; therefore, the country needs to extend their scope to rebalance the
copyright system and cope with the rapid change in digital technologies and
social needs. To achieve this, fair use seems to be the best option for Vietham

133 Harper and Row Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 560 (1985).

134 Fair Use and Other Copyright Exceptions: An Examination of Fair Use, Fair
Dealing and Other Exceptions in the Digital Age, THE DEPARTMENT OF THE AT-
TORNEY GENERAL (2005), http://www.copyright.org.au/admin/cms-accl/_
images/144741021851b6a62aab6b2.pdf.

135 Kelly v. Arriba Soft Corp., 336 F.3d 811, 815-16 (9th Cir. 2003); Perfect 10, Inc. v. Ama-
zon.com, Inc., 508 F.3d 1146, 1163-68 (9th Cir. 2007).

136 AV, v. Iparadigms, LLC, 562 F.3d 630, 637-45 (4th Cir. 2009).
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in extending the scope of limitations and exceptions, as it more flexible, adapt-
able, and adequately predictable than fair dealing. The above arguments have
led to the conclusion that the fair dealing approach is too rigid and restrictive;
hence, it will never be comprehensive in its coverage and may therefore pre-
vent digital technology improvement and the dynamism of the information
society in Vietnam. Innovation and development in Vietham may be restrained
if the laws remain frozen and outdated, and allow copyright holders to block

important new technologies."’

Moreover, fair dealing is expected to provide
certainty; however, what it has presented in practice shows that fair dealing has
not been more certain than fair use. In contrast, fair use is fairly flexible and
easily adaptable in the new circumstances that constantly occur in the daily life
of the digital economy. It ensures its law avoids instant revisions of inserting
new limitations and exceptions into its legislation in order to keep pace with
rapid technological changes of the digital age. In terms of certainty or predict-
ability, recent empirical studieshave concluded that fair use was actually not
incoherent, uncertain, or unpredictable as had been assumed.™® Statistics from
case law showed that fair use outcomes were certain and predictable. In addi-
tion, by using the fair use clause, the transaction cost for use of a work may be
considerably decreased, as if it is a permitted use under the fair use defence it

139

will gain free access without permission.” Moreover, when the statutory law

leaves much to be desired,* fair use can offer a flexible standard to the courts

137 Matthew Sag, Predicting Fair Use, 73 (1) Onio State L.J.47, 50 (2012).

138 Barton Beebe, An Empirical Study of US Copyright Fair Use Opinions, 1978-2005, 156
(3) U. Pa. L. Rev. 549 (2008); Pamela Samuelson, Unbundling Fair Use, 77 FORDHAM
L. Rev. 2537, 2547 (2009); Matthew Sag, The Pre-History of Fair Use, 76 Brook. L.
Rev.1371 (2011).

139 Glynn S. Lunney, Jt., Fair Use and Market Failure: Sony Revisited, 82B.U. L.
REV.975(2002); Wendy Gordon, Excuse and Justification in the Law of Fair Use: Com-
modification and Market Perspectives, in THE COMMODIFICATION OF INFORMATION (EIKin-
Koren & Netanel eds., 2002).

140 The Vietnamese legal system has maintained various defects. Its law still contains nu-
merous loopholes that contradict each other. See Dang The Duc, Overhaul of Intellectual



76

BEENR S 118 $5—H

to fill the gap. At present, by adopting the fair use defence, the use of computer
software for reverse engineering, the use of work for self-study, and the use of
work in term of distance learning will be included into the fair use doctrine.
Moreover, life is made up of multiple facets; hence, the law should be flexible
to be applicable into many circumstances. No law can be written in a way that
embraces and covers all circumstances of reality and society at all times. The
legal system is often out of date with real life, because the moment the law is
enacted or amended, life goes on and naturally continues to incorporate new
facets and aspects. However, if a law is drafted based on a general principle,
it can have a wide reach. Modern law is characterised by its generality rather
than having a number of factual circumstances as its subject matter. This gen-
erality and flexibility allows the law to respond and adapt to new circumstanc-
es through its interpretation without requiring legislative interference. The law
still remains as written, although its meaning can be adapted to changes of
social life and the evolution of society. It contains the capacity to adapt and en-
hance the law without changing the way it was written. Furthermore, general
limitations and exceptions should be described using fair use in order to make
them easy to understand. In addition, it is important to note that there are indi-
cations that Vietnam tried to shift to fair use in the Civil Code 1995 by intro-
ducing fair use like provisions in Article 760.*" This reflects that Vietnamese
copyright law paid attention to fair use and it might be considered as a founda-

Property System in Vietnam, INTELLECTUAL PROPERTY MAGAZINE (2000), http://www.intel-
lectualpropertymagazine.com/ipwo/doc/view.htm?id=49&searchCode=P&channellID=c
opyright; Pham & Associates, Vietnam Moves to Fill IP System Gaps, Mopaq (July 12,
2000), http://www.mondag.com/article.asp?articleid=8872; Abbott Philip et al., Trade
and Development: Lessons from Vietnam's Past Trade Agreement, 37(2) WORLD DEVEL-
OPMENT 342, 346 (2009); GLOBAL INVESTMENT AND BUSINESS CENTRE USA, VIETNAM Busi-
NEss Law HanpBook 24 (2007).

141 1t said above that the Civil Code 1995 Art. 760 introduced a general provision for limita-
tions and exceptions to copyright and Art. 761 were examples of limitations and excep-
tions.
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tion for the establishment of fair use in this country.'*

C. Introducing Statutory Licensing Schemes for Educational
Purpose

To deal with the issue of illegally bulk copy of copyright works, Viet-
namese copyright law should introduce compulsory licensing schemes for
such uses. This scheme has been in force in many countries such as Australia,
US, UK, Thailand and Malaysia. In Australia, for example, apart from free use
exceptions for educational use under the fair dealing doctrine for research or
study, and Section 200AB,*** *** educational sectors are able to rely on com-
pulsory licensing schemes to obtain access to entire educational materials
subject to reasonable payment to copyright owners via the collecting society
under Part VA & VB of the Copyright Act 1968. In the Vietnam situation,
compulsory license should be a good choice for the use of entire works for
education, because it is can ensure the interest of the copyright owner and fa-
cilitate legitimate uses of copyright works in educational sectors at the same
time. Some people can argue that it is not necessary to introduce compulsory
licence scheme in Vietnam when educational institutions can go to publish-
ers to negotiate voluntarily. Currently, it is difficult for authors/publishers
and educational sector to reach an agreement in using educational materials,
especially in books an text books imported from overseas. Authors are expect-
ing a high rate of royalties while educational sector wishes for free access to
educational materials. For example, in case of school text books, VIETTRO
on Sept. 24, 2014 submitted a claim to the Copyright Office of Vietnam to
require a the amount of 23.7 billion Vietnamdong royalties, approximately 1

142 There might be some worries about the adoption of fair use into Vietnamese copyright
law. As the limit scope of this article, this topic cannot be solved, it will be resolved by
another article of the author.

143 Section 40-42 and 103A-C, The Copyright Act (Cth) 1968.

144 The Copyright Act (Cth) 1968.
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million USD, for the use of copyright works in school textbooks (from grade
1 to 12) in 2014.* This is disproportionately high in compare to the selling
price of school textbooks. In development policy, Vietnam put the first priority
on education, so the government has tried to ensure that every student going to
school can afford to buy school textbooks. Hence, school textbook are sold un-
der manufactured price and the government has to cover publishers’ losses."*
Moreover, as Vietnamese culture, free reproduction of works for education is
favored off, so educational institutions are often not willing to pay royalties for
the use of copyright works. Publishers of school textbooks have not paid roy-
alties for the authors of the works for many years. Up to now, licensing fee for
using copyright works in school textbooks has not been finalized yet. While
waiting for final agreement, copyright owners are losing their licensing fee.
That is to say, voluntary licensing scheme is economically inefficient in Viet-
nam. It is better this country sets out compulsory licensing scheme, in which
the government will set out a reasonable fixed royalty for the use of the work
for education. In doing so, users including teachers, students, and educational
institutions are happy to pay a small amount of royalties to the copyright own-
ers or a collecting society such as VIETTRO while the copyright owners are
also happy because their interests are protected. This scheme will bring down
licensing price. At the same time, it forces educational institutions to pay re-
muneration when using copyright works immediately.

145 Anh Khoa, Shock with the Number of 1 million USD if Paid for Textbook Copyright
Royalties, DANTRI NEWSPAPER (Sept. 26, 2014), http://dantri.com.vn/giao-duc-khuyen-hoc/
choang-voi-con-so-1-trieu-usd-neu-tra-tien-ban-quyen-sach-giao-khoa-1412248941.htm
(translated from Vietnamese language).

146 |n Vietnam, publishing school textbooks is not for commercial purpose because publish-
ers suffer loss of income from publishing them. Vietnamese government has to cover
publishers’ losses. See Nguyen Minh Thuyet, The Public Will Suffer Losses Because
School Textbooks’ Price Is Increased by Copyright Royalties, DANTRT NEWSPAPER (OCt.
4, 2014), http://dantri.com.vn/giao-duc-khuyen-hoc/cong-chung-se-thiet-neu-sach-giao-
khoa-bi-doi-gia-vi-tac-quyen-1412965281.htm (translated from Vietnamese language).



FACILITATING ACCESS TO KNOWLEDGE FOR EDUCATION IN VIETNAM THROUGH RE-
CONSTRUCTING APPROPRIATE LIMITATIONS AND EXCEPTIONS TO COPYRIGHT 79

It is worthy noted that when teachers or educational institutions use en-
tire works they have to pay an equitable remuneration by a set royalty under
compulsory license. It is deemed to not unreasonably prejudice the interests of
copyright owner, because a requirement to pay remuneration under compul-
sory license can recover the losses of the copyright owner by the interpretation
of Main Committee | quoted below:*"’

A rather large number of copies for use in industrial undertakings...may
not unreasonably prejudice the legitimate interests of the author, provided that,
according to national legislation, an equitable remuneration is paid. If a small
number of copies are made, photocopying maybe permitted without payment,

particularly for individual or scientific use."*®

As such, if educational institutions transmit a small amount of the work
under fair dealing provisions, such use is fair and cause small harm to the
copyright owners. If they transmit whole works under licensing schemes, they
have to pay royalties to copyright owners. Moreover, suggestion of introduc-
ing compulsory licensing for education is not only to provide the opportunity
for students/teachers to legally obtain bulk access to copyright works, but also
create more money for the copyright owner by collecting royalties via collect-
ing societies. That is to say, providing more access for education can help Viet-
namese people improve their working skills, knowledge and enjoyment but do
not harm to the interest of the copyright owner. New reform still keeps balance
between interests of copyright owners and users.

D. Providing More Privileges for Libraries

Copyright exceptions for libraries and archives should be updated to

147 1
148 Records 1967, Vol. 11, at 1145-1146. Professor Ulmer’s comments appear at 883.
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better enable preservation and other legitimate use in accordance with rapid
technological change. Copyright law should: (1) remove the one copy rule for
preservation or replacement and enable to some extent reproduction of copies
of copyright materials for preservation and security (2) allow libraries to re-
produce and disseminate single copies of small portions of all types of works,
regardless of format, for legitimate purposes such as scholarship, research,
study, or upon the request of users or other libraries, and digitalize works and
communicate with users and other libraries in digital forms (3) extend these
privileges to other public archiving organizations, such as museums and pub-
lic galleries; (4) search and preserve collections of publicly available online
content based on the needs and interests of local communities and make them
available to users; (5) convert the format of works when the equipment for
perceiving the work is obsolete and the copyright owner has not distributed the
work in the newer format.

Next, Vietnamese copyright law should extend the compulsory licensing
scheme to libraries so that libraries are more active in serving the public and
the rights of copyright owners are guaranteed by compulsory royalties under
this scheme. The free reproduction and communication of the works for users
can be justified where libraries or archives are doing at reasonable portion of
copyright works subject to the requests of individual students or researchers
under the use for research or study. In this case, libraries or archives are doing
on the behalf of users for research or study, and such uses are deemed to be fair
or not unreasonable prejudice the interests of the copyright owners.** How-
ever, the reproduction and communication of the whole or more than reason-
able portions of works for users possibly harm for the copyright owner,because
users would otherwise be possible to seek a license from the copyright owner

149 7 justified this argument in section ITI.G.
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to make the reproduction.”® Sam Ricketson thus asserted that a free use of the
making of reproductions of the whole or more than a reasonable portion of
copyright works for the purposes of individual users in the requesting library
may be well be a disproportionate prejudice in the absence of a requirement
to pay remuneration.” Similarly, in term of interlibrary lending, the making
of the reproduction of work to supply to other libraries or archives is unrea-
sonable prejudice to the economic interest of authors, in the sense of being
disproportionate (as required by the third-step of the Berne Convention to as-
sess the balance between copyright owners and users).” Even in the case of
reproduction and communication of works for preservation, it is possible that
the copyright owners still suffers from losses, on the basis that they could au-
thorise libraries or archives to do. Therefore, to balance interests of both sides,
it is suggested that a requirement to pay remuneration may be help to void the

disproportionate.”

It means that libraries must pay remuneration to the copy-
right owners either by voluntary licensing or compulsory licensing schemes.
Voluntary licences for libraries are possible but not greatly appreciated because
it might be difficult for libraries to negotiate with copyright owners to obtain
licences. In many cases, according to Jane Ginsburg, transaction costs may be
subdued by voluntary collective licensing.”* Libraries in Vietnam are today
in poor conditions and tight budgets allocated from government cannot afford
voluntary licensing fees which are “very often higher than the royalties reason-

ably payable in respect of the reproduction of the work.”** It is a good idea to

150 sam Ricketson, WIPO Study on Limitations and Exceptions of Copyright and Related
Rights in the Digital Environment (WORLD INTELLECTUAL PROPERTY ORGANIZATION NO.
SCCR/9/7, 2003).

151 4. at 120-21.

152 14, at 120.

153 14 at 40, Reports 1967 the discussion of Main Committee I.

154 Jane Ginsburg, Creation and Commercial Value: Copyright Protection of Works for In-
Jformation, 90 CoLum. L. Rev. 1865, 1926 (1990).

155 Report on Reprographic Reproduction, AUSTRALIAN CopYRIGHT Law CommITTEE (1976)
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apply the compulsory licensing scheme for libraries, so that they are able to
access copyright works without permission but reasonable payment must be
made. It is necessary to repeat the words of Jan Ginsburg that “the real purpose
of a compulsory license is to reduce the extent to which copyright ownership
of the work conveys monopoly power, so that the copyright owner must make

the work available to all who wish to access and exploit it”.**°

E. Actively Raising Its Voice in International Arguments to Ask
More Support for Education in Developing Countries

In order to get practical privileges for developing countries to improve
education, it needs to collaborate with other developing countries such as Bra-
zil or Chile to put pressure on the international community. Brazil is leading a
movement within WIPO to take into account constructing limitations and ex-
ceptions to copyright for innovation and development by asking WIPO for new
agreements for the benefit of developing world. This nation has, along with

" submitted a Pro-

other countries in the group of “Friends of Development
posal for a Development Agenda in 2004. The Development Agenda was then
adopted by the General Assembly of WIPO in September 2007, including 45
recommendations towards development-oriented approaches to IP that would
allow equal access to copyright works.* In 2005, Brazil made a proposal call-
ing for a general public interest clause, broad copyright limitations and excep-

tions, and a minimum list of exceptions to be present in a future treaty.”*Chile,

(Franki Committee Report).

156 Ginshurg, supra note 155, at 1926.

157 The “Friends of Development” group includes Brazil, Argentina, Bolivia, Cuba, the Do-
minican Republic, Ecuador, Egypt, Iran, Kenya, Peru, Sierra Leone, South Africa, Tan-
zania, and Venezuela.

158 WIPO Gen. Assemb. Report, Doc. No. WO/GA/32/13 (Nov.12, 2015).

159 proposal by Brazil on the Protection of Broadcasting Organization — Corrigendum,
WIPO Doc. No.SCCR/13/3(Nov.21, 2005), http://www.wipo.int/meetings/en/doc_de-
tails.jsp?doc_id=53241.
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in November 2004, for instance, asked WIPO to include limitations and ex-
ceptions to copyright for the purposes of education, libraries and archives,
and disabled persons on the WIPQ’s Standing Committee on Copyright and
Related Rights in order “to strengthen international understanding of the need
to have adequate limitations, learn from existing models, and move towards
agreement on exceptions and limitations for public interest purposes, which,
like minimum standards, were to be envisaged in all legislation for the benefit
of the international community”.*®® Following this, in 2005 Chile composed
another Proposal concerning the protection of broadcasting organisationsthat
recommended some exceptions to copyright in the case of broadcast.'®" ** A
few days later, Chile submitted another Proposal on the Analysis of Exceptions
and Limitations that requires the recognition of minimum limitations and ex-
ceptions at the international level."”® Next, Chile, along with Brazil and others,
proposed a Proposal to Standing Committee on Copyright and Limited Rights
for Limitations and Exceptions in 2008."* Currently, Chile, along with Viet-
nam and other developing countries, is negotiating with developed countries
including Australia and the US on the Agreement of Trans Pacific Partnership
(TPP). This Agreement contains provisions of copyright limitations and excep-
tions. Chile is actively protesting provisions that create more restrictive limi-
tations and exceptions. Vietnam should join the active developing countries’

180 proposal by Chile on the subject Exceptions and Limitations to Copyright and Related
Rights (Chile’s 2005 submission), WIPO Doc. No. SCCR/12/3(Nov. 17-19, 2004), http://
www.wipo.int/edocs/mdocs/copyright/en/sccr_12/sccr_12_3.pdf.

181 proposal by Chile Concerning the Treaty for the Protection of Broadcasting Or-
ganisation, WIPO Doc. No. SCCR/13/4 (Nov. 21-23, 2005), http://www.wipo.int/
edocs/mdocs/copyright/en/sccr_13/sccr_13_4.pdf.

162 14, at section 111

163 proposal by Chile on the Analysis of Exceptions and Limitations, WIPO Doc. No .SCCR
13/5 (Nov. 22, 2005), http://www.wipo.int/edocs/mdocs/copyright/en/sccr_13/sccr_13 5.
pdf.

184 proposal by Brazil, Chile, Nicaragua and Uruguay for Work Related Limitations and
Exceptions, WIPO Doc. No. SCCR/16 (July 17, 2008), http://www.wipo.int/meetings/en/
doc_details.jsp?doc_id=10771.
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group of Chile, Malaysia, Brunei, and other developing countries to raise its
voice in international discussions in order to obtain practical limitations and
exceptions for the interest of developing countries.

VI1I. Conclusion

It is undeniable that Vietnam is today confronting to the shortage of
knowledge access for education, especially higher education. This shortcom-
ing partly stems from strict copyright protection so that educational sector
cannot afford to access on fresh knowledge expressed in copyright works.
Reconstructing limitations and exceptions to copyright toward enlarging their
scope are a good solution to resolve access issue in Vietnam. It is high time
for Vietnam to: (1) remove the three-step test from legislation; (2) adopt fair
use; (3) introduce licensing schemes for educational institutions; (3) broaden
the rights for libraries in serving customers for educational purpose; and (4)
raise its voice in copyright international arguments for supporting education in
developing countries. In doing so makes more access to copyright works for
educational purpose, thus, it can not only resolve the shortage of skilled labour
in this country that threat to spread poverty both in urban and rural areas, but
also satisfy knowledge demand of Vietnamese citizens for self-education and
the love of learning.
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STUuDY OF DOMESTIC INDUSTRY REQUIREMENT OF
SECTION 337 INVESTIGATIONS -FOCUSING ON SUB-
STANTIAL INVESTMENT IN PATENT LICENSING

Po-Ching Lee”, Tsai-Yang Chang™

ABSTRACT

Section 337 investigations by the United States
International Trade Commission (ITC) requires that the
complainant demonstrates the existence of an industry in
the United States or that such an industry is in the process
of being established, i.e., the domestic industry requirement.
The domestic industry requirement consists of an economic
prong and a technical prong. The economic prong is satisfied
by meeting the criteria of any of the three subsections listed
in 19 U.S.C. 8 1337(a)(3)(A)-(C). This research studies the
fulfillment of the economic prong of the domestic industry
requirement by focusing on the recent judicial applications
of 19 U.S.C. 8§ 1337(a)(3)(C) at the Court of Appeals for
the Federal Circuit (CAFC), including Mezzalingua Assocs.
v. ITC, InterDigital Communications, LLC v. ITC and
Motiva, LLC v. ITC. These cases are related to the issue of
“substantial investment in exploitation of the patent through
licensing.” In early ITC determinations, the subsections (A)
and (B) in 19 U.S.C. 8 1337(a)(3) have been relied on in
finding the existence of a domestic industry. However, these
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two subsections require actual production of the article in the
Unites States. In 1988, Congress relaxed the domestic industry
requirement to include certain non-manufacturing activities by
adding the third factor that now found in subsection (C). The
recent CAFC rulings illustrate the application of economic
prong has tended to be rigid. Establishing licensing-based
domestic industry under 19 U.S.C. 8 1337(a)(3)(C), one must
prove that substantial investment is related to the article protect
by the asserted patent, i.e., the “articles requirement;” it does
not require that the article protected by the patent be made in
the US. While a complainant shows the substantial investment
in the exploitation of the patent based on a patent infringement
litigation, the purpose of the litigation must be related to
“licensing,” but not for permanent injunction. Moreover, to
claim the litigation is a means to urge a license agreement, the
merit of the license agreement must be “production-driven.”

Keywords: United States International Trade Commission,
ITC, Section 337 investigations, domestic
industry requirement, economic prong,
patent licensing, substantial investment, articles
requirement
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1 19 U.S.C. §1337(a)(1)(A) (2006).
2 19 U.S.C. 8§1337(a)(1)(B)~(E) (2006).
Section 337 Investigation at the U.S. International Trade Commssion: Answers to Frequent-
ly Asked Questions, UNITED STATES INTERNATIONAL TRADE ComMISSION, 1 (2009), available
. at http://www.usitc.gov/intellectual_property/documents/337_faqgs.pdf.
1d.
MicHAEL G. McMaNus & RopNEy R. SWEeTLAND, 111, SECTION337INVESTIGATION: UNFAIR
TrADE PrAcTICE LiTIGATION BEFORETHE ITC 32 (2014).
6 19U.S.C. §1337(b)(1) (2006).
See supra note 3, at 20, n.16.
8 FHF WA Y ALAIBTAEITESE 2012447 £ B £ A T AR
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19 U.S.C. 81337(a)(2) (2006) (“Subparagraphs (B), (C), (D), and (E) of paragraph (1)
apply only if an industry in the United States, relating to the articles protected by the pat-
ent, copyright, trademark, mask work, or design concerned, exists or is in the process of
being established.”)

19 U.S.C. 8§ 1337(a)(3) (2006) (“For purposes of paragraph (2), an industry in the Unit-
ed States shall be considered to exist if there is in the United States, with respect to the
articles protected by the patent, copyright, trademark, mask work, or design concerned
- (A) significant investment in plant and equipment; (B) significant employment of la-
bor or capital; or (C) substantial investment in its exploitation, including engineering,
research and development, or licensing.”)

Taras M. Czebiniak, When Congress Gives Two Hats, Which Do You Wear? Choosing
between Domestic Industry Protection and IP Enforcement in Sec. 337 Investigations, 26
BerkeLEY TeCH. L.J. 93, 109 n.110 (2011), citing Certain Ammonium Octamolybdate
Isomers, Inv. No. 337-TA-477, Comm’n Op. at 55 (Jan. 5, 2004) (“Typically, the domes-
tic industry requirement of section 337 is viewed as consisting of two prongs: the eco-
nomic prong and the technical prong.”); Colleen V. Chien, Protecting Domestic Industries
at the ITC, 28 SaNTA CLARA HiGH TecH. L. 169, 180 n.63 (2011), citing Certain CD-
ROM Controllers and Products Containing the Same-Il, Inv. N0.337-TA-409, Comm’n
Op. at 37 (Oct. 18, 1999) (“The statutory domestic industry requirement has two prongs:
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the technical prong and the economic prong.”). See also, Certain Coaxial Cable Con-

nectors and Components Thereof and Products Containing Same, Inv. No. 337-TA-650,

Comm’n Op. at 38 (“The Commission has divided the domestic industry requirement

into an economic prong (which requires certain activities) and a technical prong (which

requires that these activities relate to the intellectual property being protected).”) [herein-

after Coaxial Cable Connectors].

See E.g., Bryan A. Schwartz, Where the Patent Trials Are: How the U.S. International

Trade Commission Hit the Big Time as a Patent Litigation Forum, 20(2) INTELL. Prop. L.

NEwsL., 1 (2002); Thomas A. Broughan, 1, Modernizing 8 337’s Domestic Industry Re-

quirement for the Global Economy, 19 Fep. Cir. B.J. 41, 78 (2009).

13 ZFA#F > ArdsEg -

YA GHBA Y RXEABTAEI T EAR ——RmBANE LR F
EM & 0 10428 0 A73-132 > 2013514 -

15 Rl H73: > H83-92°

18 Facts And Trends Regarding USITC Section 337 Investigations, UNITED STATES INTERNA-
TIONAL TRADE ComMmissION (Apr. 15, 2013), available at https://www.usitc.gov/press_
room/documents/featured_news/sec337factsupdate.pdf.

17 547483214 > A7 ©
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18 Jay H. Reiziss, The Distinctive Characteristics of Section 337, 8 J. MARSHALL Rev. INTELL.

Prop. L. 231, 231 (2009); see also Certain Welded Stainless Steel Pipe and Tube, USITC

Pub. 863, Inv. No. 337-TA-29 (Feb. 1978) 1978 WL 50692, Op. of Comm’rs Minchew,

Moore and Alberger, at 11-13 (discussing the ITC’s in rem / subject matter jurisdiction is

limited to the unfair acts listed in 19 U.S.C. 8 1337(a))

S. Alex Lasher, The Evolution of the Domestic Industry Requirement in Section 337 Inves-

tigations Before the United States International Trade Commission, 18 U. BALT. INTELL.

Prop. L.J. 157, 157 (2010).

20 19. U.S.C. 81337(a)(2) (2006).
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Trade and Competitiveness Act) » #71H7 19 U.S.C. § 1337(a)(3) LUk FE
AEELE (non-manufacturing) 1 Z#TESEAIRE > WAL & IEAE BT FRRET
BRRUZE 56 % o (b — 30 ] R o AL 5 (3R [ e R 1) 2 IR S S 1) 2 e B v )
IREBES - B A E BN ER RS AR E B A EPR RS - 19
U.S.C. §1337(a)(3) Ji7E :

FBE (19 US.C. 81337(a)(2)) ATfB.ZZESE » WHERBIHRNELLT
EE: R Ha BB R P EANE - ZERE - ol - PEREF L2t
BRI EE T TR 2 Y A B o T E AL R B N A B R
IEAEEEATH -

(A) BEE A PRUF B -

(B) BE NI EEA ¢ 5L

22 See Smoot-Hawley Tariff Act of 1930, ch. 497, § 337, 46 Stat. 703 (Subsection (a) of
the statute prohibits [u]nfair methods of competition and unfair acts in the importation of
articles...the effect or tendency of which is to destroy or substantially injure an industry,
efficiently and economically operated, in the United States, or to prevent the establish-
ment of such an industry, or to restrain or monopolize trade and commerce in the United
States ....). See also John Mezzalingua Assocs. v. ITC, 660 F.3d 1322, 1327 (Fed. Cir.
Oct. 4, 2011) [ hereinafterJohn Mezzalingual.

28 |asher, supra note 19, at 163-64.

24 Id. at 165.

25 Id. at 166.

26 1d. at 167-68.

27 Id. at 168.
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C) HERERRFERNZFN - w17 TR -~ fFyeidpd % - oz
fE= -

HE L 1TC R EFH (A) 7K~ (B) ik RS BT 75 18 B L
PEESEENT > PRIM » GRS (A) #KEK (B) 2K » KB R PR E MR & 1E
KA L EEEEH - B R B ESE < A AIMNS - IR
FEHSEEET o ELZE 1988 FETEMTHY (C) KA = JEAS NG E) - HAUMER
TR P FEE B 2 PR - R ORGSR TR E e G 2 AR ) >
LAIKI e LA A2 3 15 E S SR IR o B 3 H T E S HEPR A 26
255 1A BRSPS RE A 1TC RO Bl » RaREdES ITC EfaRGH
185 P R R o5 7 SRR AN RIS R, » RIS A T CE B Y SR B D B R 58 A
AR ER R/ VL2 LU 1TC SR I ROA RS 2 & 1%« (C) HUE RS
KREFAE NAE B B A FER A BB R SR ™ - (ETRED AR A
BHEBREERT B Z0EE ™ o 1 - BB REA SRTHER ML
RAEERFENYIL RN - TERE T RBIIRREELE - G
BN HERE N AL - —iRS - BIPNEREZ TR EEE S

28 19 U.S.C. §1337(a)(3) (2006).

29 Omnibus Trade and Competitiveness Act of 1988, Pub. L. No. 100-418, 102 Stat. 1107
(1988) (codified as amended at 19 U.S.C. & 1337 (2006), cited in Reiziss, supra note 18,
at 238 n.45; see also Certain Dynamic Sequential Gradient Compression Devices and
Component Parts Thereof, Inv. No. 337-TA-335, USITC Pub. 2575, Initial Determina-
tion 59 (Nov. 1992) [hereinafter Compression Devices](discussing 8 1337(a)(3)(C) rep-
resents Congress’ intent to define certain appropriate non-manufacturing activities as a
domestic industry.)

30 99 Cong. Rec. 2904 (1986), cited in InterDigital Communications, LLC v. ITC, 707 F.3d
1295 (Fed. Cir. 2013); Broughan, I, supra note 12, at 62-64, 69.

81 Certain Digital Processors and Digital Processing Systems, Components Thereof and
Prods. Containing Same, Inv. No. 337-TA-559, Initial Determination 89 (June 21, 2007)
(quoting 132 Cong. Rec. H1783 (daily ed. Apr. 10, 1986) (statement of Rep. Kastenmei-
er)), cited in Reiziss, supra note 18, at 238 n.46.

32 Tom M. Schaumberg, A LawyEer’s GUIDE To SECTION 337 INVESTIGATIONS BEFORE THE U.S.
INTERNATIONAL TRADE CommissIoN, 1-2 (2d ed. 2012).

33 'S, REP. No. 100-71, at 129 (1987); H.R. REP. NO. 100-40, at 157 (1987), cited in
Reiziss, supra note 18, at 239 n.48.

% Id
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TR RHY - BN B 58 B (7 (R g5 BRI I+ R T RE T e 3% B *°

— - RiNEHREEERA

B F o \ITC S AR R R — B N A 2
T P S B s THUAT () B TR ) % AR 337 f&
AT NNVERSE TR Y TSRS
(—) &

P BB B N LVEB e EG R PEAZEETE S - BE A
HESHEBI NESE THIF (exploit) | RFEFM - fragf] i Eat
SRS A E I T R P EAA—EEE R I o a0 P 3% iy
REEN 720 —H3ERE » HPIE < L% 7 PS5 56 LS
JIEARE EAHE P -

() IEEY

B TP EZE ) WEHTERIMNIGETE © KBRS
BE M EBIAEFA RN EES BT DUREEAEEEER .2
Bl 4t o R EARVB IR A IS 19 U.S.C. 8 1337(a)(3)(A) E (C) =3k “ » &
i AW e = FR BT o

35 Reiziss, supra note 18, at 236. See also Schwartz, supra note 12; Broughan, I, supra
note 12, at 78.

36 Lasher, supra note 19, at 171.

87 Czebiniak, supra note 11, at 109; Chien, supra note 11, at 180.

38 Chien, supra note 11, at 180.

39 Jd., citing Alloc, Inc. v. ITC, 342 F.3d 1361, 1375 (Fed. Cir. 2003) (“The test for satisfy-
ing the “technical prong” of the industry requirement is essentially same as that for in-
fringement, i.e., a comparison of domestic products to the asserted claims.”); Czebiniak,
supra note 11, at 109, citing Coaxial Cable Connectors, Inv. No. 337-TA-650, ALJ Initial
Determination, at 103 (The ITC analyzes infringement under the same standard used to
prove infringement in the federal courts. ). 4 #74#%3214 » £99-100 °

40" Colleen V. Chien, Patently Protectionist? An Empirical Analysis of Patent Cases at the In-
ternational Trade Commission, 50 WM. & Mary L. Rev. 63, 87 (2008).

4l H.R. REP. No. 100-40, pt. 1, at 157 (1987), cited in Chien, supra note 11, at 177 n.42.

42 19 U.S.C. 8§1337(a)(3) (2006).
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> 1988 fERHFIEMEIERT » B - PIETE Py g B R L - A
NHBHEAEBE N E PR ~ A S] ~ BARZHE TR EESZ S
FHFGRE YT - BERABE N TAERE ~ R E R G ER
FEED o Al T8 (significant) | 8% T'EE (substantial) | » &
B EHIZ SRR - R AER - S EERBEEEERE " U
REBBEIIE - S HEE—MESIEFEANS > 3l A) &K
T 7 3t i 2 B & LI B N S R M T B o Tl N AR S A O
¢+ HIZHPIE R 7 3t i B & rh B R FELRI B G RAEAE 7% » TRENA
ST P BTGB SR S ER IR - DU 450 e 1B s 2 A - 8P
(B) AT ~ BARZILEINR » WAPIEHE G SR FEF RN o

BT TRpEE L - Z B i air LR (C) KA EEKRER
FIIF R 5 S5 2 Bl B ZR G R O 0 - AT v 3 B £ 5 (A) B (B)
FFTHI o L BT - ZH R R B S RS B2« Mi=E3R (C)
A2 KEPRE R » AISHGEHI R 2 © o SR > SRR A
R N\ S ZH R Rl B PR R ) o ke B N EE S BT - R A2l 2 DU T i
H CAFC AR TEHERERRFHA B PRI -

2. AlEE SRR I ERGE L RREB IR
KROCBE# 2011 5% CAFC W Je TR ZME) > LHEZRPD TEE
BEPRFEHNZEWE ) ZEH A > A5 John Mezzalingua Assocs. V.

43 SCHAUMBERG, supra note 32, at 2.

44 Id. See also Certain Dynamic Random Access Memories, Components Thereof and Prod-
ucts Containing Same, Inv. No. 337-TA-242, Comm’n Op. at 61 (1987)(“The scope of
the domestic industry in patent-based investigations has been determined on a case by
case basis in light of the realities of the marketplace...”); Certain Multimedia Display and
Navigation Devices and Systems, Components Thereof, andProducts Containing Same,
Inv. No. 337-TA-694 Comm’n Op. at 15 (Aug. 8, 2011) [hereinafter Navigation Devices]
(“The type of efforts that are considered a “substantial investment” under section 337(a)
(3)(C) will vary depending on the nature of the industry and the resources of the com-
plainant.”)

45 Chien, supra note 11, at 182-83.
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ITC® (John Mezzalingua % ) ~ InterDigital Communications, LLC v. ITCY
(InterDigital I & AR PIVEE InterDigital 11 X EZEELME E ) B Motiva,
LLC v. ITC® (Motiva &) FEZIMLEEE » LT AR IEZE ITCHRERE
CAFC P& LI E B EEE B R R Z IRk -
— ~John Mezzalingua Assocs. v. ITC
(—) XBE=R
FEFI A PPC® B —HME BB o EE oy sy > HF5R
Arris International, Inc. ( ™8 Arris) ATt T ~ B T80 6 K T8 A
MY EE [E B H B2 %S (coaxial cable connectors) {53 HTUIEEF] » [
ITC B3 337 RFGRE ™ - RPEFIEEE DA40,539 HREIELF] (T3 '539

HF) K5 6,559,194 BREF] (NFE 194 EHF]) o Hrh 194 R YR
08/910,509 HEELFIHEE (N '509 HHAEER ) ZIEME ™ -

PPC AR 2001 FEAE i ELE T e Arris 275 £ "539 BF]—
ZUEBEERMGE RS (TR RS - ER 2002 FAHRE
WEREE - PPC FRIE(E 135 B £ yu 2 I HEFRBERIS - MEERESR - FF
PPC AR vk b 2 Hibe 25 Arris Z AL $H7 International Communications
Manufacturing, Inc. {3 H 539 A ( TR 2 %) - 2003 4 PPC
P T R = PRI E A5 Arris (R L 7194 ] (TRREITREZ)
S EIRPIAZHEREE * - 75 2004 FE[H » FORERLZ ZAARPIREERT > FN
3 TG 1 R B 5 B R A T R o SR A A R R > M F2 A Arris

46 John Mezzalingua, 660 F.3d at 1322.

47 InterDigital Communications, LLC v. ITC, 690 F.3d 1318 (Fed. Cir. Aug 1, 2012) [here-
inafter InterDigital I];InterDigital Communications, LLC v. ITC, 707 F.3d 1295 (Fed.
Cir. January 10, 2013) [hereinafter InterDigital I1].

48 Motiva, LLC v. ITC, 716 F.3d 596 (Fed. Cir. May 13, 2013) [hereinafter Motiva].

49 PPC (Production Products Company) £ John Mezzalingua Associates, Inc.7f T2 3¢
Mo AR RAECE SRR MERLREAITREEER -

50 Coaxial Cable Connectors, Fep. ReG. 31145 (May 30, 2008).

51 John Mezzalingua, 660 F.3d at 1324.

52 Id. at 1325,
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fiti "509 FHEE R .2 HTHIATE HF] - W& 525 '539 HFITER * - PPC L3k
RERD IR 2004 FERRHERE » RILEREA S H ERE 05 S 52 1
EE 2B > -
(Z)ITCRE

FTBUE B W R E R E PPC S A ikt A G B L &
BRERLPER M - WEREH A SR 3% "539 B2
ARAA S H T 2 D R AT RE AR I BRI B2 R R s - TEWE LS
VS EN R E - R B Py 2 T > o

ZEGRRTBITBUEE 2 E W R EHF (reversed) * - REEE
i1 19 U.S.C. §1337(a)(3)(C) HHlE < TZhE) » HEFRAER TEFART
PR R FER S LT R 2 S e TR SHEEREN
L ETRE RS 2 M - BERGFIRE R R T BRI 2 3Ra0
AR E B N o] Z RN EE 27 Y ARE B Gl R '539 EFHH
FRERAL 2 2 MBS mas A & TR DR ss I
B o PPCUARTEHEFEI* - ZEG I AT A
B A BAERAL S (HRE RS BB P A S A > AU TR 5 B PR R AR
RERAREAREA M S » BN EEEAEFAER > EMESEZET Y
B S R PR A R m AL -

REE > FTEUE B BB PPC BUSIIME —— TR S G
— &y B "530 BRI RE » ] 3% HI MR 530 BRI T Peia T = o s
BT B A REUE M TEY *° o TTBUA B REE PPC Z i BT Bt

53 Id

5 I

55 Id

56 Jd See Coaxial Cable Connectors, Notice, at 2 (Dec. 2009).
57 Coaxial Cable Connectors, at 50.

58 Id at55.

59 John Mezzalingua, 660 F.3d at 1326.
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R R A ZE 4 LIS ik 2R - IRIIEPIRE PPC HURRAR S H B2 MG Bl
TRl - HATMIREG IR E IR E - ZAGFETEAECE
B RAE LU R RE

(=) CAFC ¥I®

CAFC®™ 8 ITC ZEAFE » WiFslRIRE 337 fREKLIENYEE » FRi
1988 AL HI TGS 1TC B Py 28 2 BLAR 08 B B - (EEH
Fi 19 U.S.C. §1337(a)(3)(A) ~ (B) #X _JEGH) » [RIIIEET (C) A5
ZAFIEE) > FUFFREGEIAA B B S IR AR A TR B 2 RER A TR & [
NEZERM » DIREREERR Z RG] > ARG IER BB E
fh2EH > R gHERMZEGAE LE— Mg ok » Mk T
B EMEE ) o WEGE RN AGEME SR A 2 ] A B GA #h
RERFRH AT - HE I (C) FKIBSUIRERART TR T BRI RERT LB Z il
S RE IS I Y S (A A 2 3 2 o

IRBEEEEHRARZEM - ZE SR THAEERATGE
Bl BB P S B A TP ATAUE N B R B R FENZ AR S
5 R R TR IB Py E SE MR 2 B - DIBORUE Rl A% - 1B
BE— MR PR S R »

CAFC [ #f ELRIER AR A B BIVES FIl Y SR — M I B AT R 2 B 2R
o BB | PPC IRAREREIHRRGL S i BFZ HE i ak ] < BRI > ARIB 7R

60 Coaxial Cable Connectors, at 53-54 (“PPC provided little if any evidence that it was
seeking a license from [...] rather than the permanent injunction it actually sought and
received from the district court.”). See also John Mezzalingua, 660 F.3d at 1329 (“As the
Commission recognized, that delay suggests that PPC’s purpose in litigating was not
to obtain a license but, rather, was to stop Arris from manufacturing infringing connec-
tors.”).

61 John Mezzalingua, 660 F.3d 1322. A LA Z S A FI R MU ER S HERLIHERER
B i ATHAMBCAFCH AR ERL A TR ZLAAMEAZMEY 25, -

62 Jd at 1327, citing H.R. Rep. No. 100-40, at 157.

63 Jd at 1328.

64 KR X AR & LEAL1988F 0915 ik & G337 R T A AR kA B M A M Fok 2k
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L3 A AR EAS SRR PPC TESREEARARAT - REHI Arris 1 H B HE 1)
AR > R PPC A A B S KSR AIEAURE R - BRI
PPC TS AaAMET TH & BRI Bk a5 M - 85T PPC RAERE DI AaRn
HIRE S E B RS BIRURIE % E ™ - ZE GBR MR EEZE T PPC
FORRARTRE ]G JE RS2 it » TR R 2 1k Arris A AE (R AR HRR A5
M2 BFARZ M S e 2 BB TR IR R 5 S AT TE BRI AREL S HI AR
R BT 5% A 53 7) » CAFC Scksit— R - Lt » CAFC JREEA
SN A R AT E B IRRAR S AN 38 RE e R 18 B [A] — B R hask ) 7%
B o i E RIUE IR ARG SR T2 B — 52 M ek - U5 NI R IL AR R RS AR AL
Z B R R A * -

— ~ InterDigital Communications, LLC v. ITC
(—) B¥BHER

f# %] A InterDigital Communications, LLC }% InterDigital Technology
Corporation ( N InterDigital ) % — (S Fili el #8rd - $EH % HE
#% (Code Division Multiple Access * i CDMA ) Z 3G B {SEHER T -
InterDigital £ 5% Nokia Inc. 5 Nokia Corporation ( 7 Nokia) A3 [
T CDMA B %7 i = & H £ (35 7,190,966 HREF (1 "966 HFI])
K55 7,286,847 HREA] (THE 847 HA) - [ 2007 4E[A] ITC #aF 337 fik
KA o

B 9 7 2E E A2 F 5 0 Nokia EFE InterDigital Sifi fEAE T 3254
FEFREZYIHN ) MBI NESE > WiiE LS B A £ 0w e

o ERA B AW AR LA HOHAT Z A M > AR TR T H Bh kAL A
BAL s MATHRFI TR FHREFDTREFAAZHAITHLE © 1d at
1339-41 (Reyna, J., dissenting).

65 Jd at 1328 (majority opinion).

66 1d. at 1329.

67 Certain 3g Mobile Handsets & Thereof, Inv. No. 337-TA-613, 72 Fed. Reg. 51838 (Sept.
11, 2007) [hereinafter 3g Mobile Handsets].
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337 fERAR AT RE AR N A SE L © o InterDigital HIER Hi H A2 % 57 B I
R MR AR R AR 2R 7E L s B A 2 SRR ™ -

(Z)ITCRE

FTBUE'E 2 W5 R E R InterDigital 5 E'E & E 2 FEHH| 2 B2
) - AFEHE 19 U.S.C. 8 1337(a)(3)(C) BHRERE R HETE B I BLIR I F5 8
NEEEFAL 2RI - AR ZRIERER (B2 HARE 2V ) AR
B A - HEFTEOE B 215 InterDigital #15: 250H Nokia FEHEEE » &
B A E I PIE Nokia AAZHRE » M A5 B P9 7 E BRI ARRET 7
InterDigital fEFJ_F3%% CAFC °

(=) InterDigital | 2 (CAFC L&F¥IR)

CAFC™ #5Hi 1988 B &1 3] 19 U.S.C. 8§1337(a)(3)(C) * El@r T
BILZE g R EAR TS B AR N E T 28R
HI 7 kg RN EE R R T HEREHA B &S LELNE
B EREBRA - BEPEBREARSEERAZNGERM ) - Jit
CAFC A TBUE B #7E InterDigital 2 #3 FE 15 8l & DURE 5 B Py #5718 7 3
ZIRRE o RZEK CAFC W EZ B & it EEE RIEMEE a3 > MR
P i #S (Al B 7 o Nokia $1%] InterDigital 1432 M 15 B ] i 5k 2 Py s 3 2
TR ZEAR » 1711 CAFC fEHI B EAE (petition for rehearing) °

(P9) InterDigital 1l 2 (CAFC EEROHE)
1 HEREHZ ZREA RS 25 E W

68  InterDigital I, 690 F.3d at 1318.

89 InterDigital II, 707 F.3d at 1295.

70 3¢ Mobile Handsets, at 3.

71 InterDigital I, 690 F.3d 1318.

"2 Id. at 1329, citing Omnibus Trade and Competitiveness Act of 1988, Pub. L. No. 100-
418, §1342(a), 102 Stat. 1212-13.

73 S, Rep. No. 100-71, at 129 (1987); H.R. Rep. No. 100-40, at 157 (1987), cited in Inter-
Digital I, 690 F.3d at 1329-30; see also John Mezzalingua, 660 F.3d at 1327-28.

"4 InterDigital I, 690 F.3d at 1320.



114

BEENR S 118 $5—H

CAFCP $EHIAZ 1 K 19 U.S.C. 8 1337(a)(3)(C) it FH Z A8 HL Z2 441
IRISEE ISR A B InterDigital £ —BEEBUR 2 AFSIT/AF » —EEE
{5 CDMA ~ [T # % 25 WCDMA (Wideband CDMA » E#E /M5 %
HERE ) Blr 2 R B MG Bl - BB RN A 3G B
InterDigital 7574 46 355 /3 FHRHE &2 8038 - (HH S EE B HFAP T E
7B ER L FEMERT 98 K B2 HE o InterDigital 5% & T 760 B2 0 AEEH
e ELA T R FERE 2 P2 EvE Y - WE B R T EATE N ER S
P HE RIS 1 T8 eSO > Hr a5
BFE A - TEOEEAIE A EMEUR G . TEERE) > WH
FERRIEL P AR 2 B E B G T R R HAZE R ™  EFIRMRELLL
BN -

CAFC B AZRME—FEER InterDigital ff FAEFIFH 2 FEHF 2 &
BREERH 2 2P HEFIRE YIS AER (with respect to the articles
protected by the patent) J 2 EREINE S EF AR IRIERIE A H R HE
FAHIME 2 7 T LU B HERR (23 2 A (the products that it has licensed
and that it is attempting to exclude) = » (Kt AT 3ERAFH R 5 HF 1V EE
& TERFHEARE YIS AR) 7 -

CAFC i 532 19 U.S.C. 81337(a)(3)(C) iz TH&HE ) BNEakat sk
1 1TC (REEM AR B R R ERFEMES ~ (HE{MAGIELIAERF
BRI M2 G A ° InterDigital )2 BIER| FH A 24 TH € AL IR P HE -
H 5 R FEF] - 18 S S B AR 2E 18 1Y+ 28L& RS - 401 Samsung
LG ~ Matsushita ~ Apple ~ RIM %5 K2 521 o InterDigital B[1/E Hfd A &
WRAEAZE ~ BEt N SELUEE R FEAEL 2EE A il iEE8AmR
TIRFENZREN T o

S InterDigital II, 707 F.3d 1295.

76 InterDigital 11, 707 F.3d at 1298-99.

" Id. at 1299.

8 |4 RETF & RLZAInterDigital £ B A AL & A2 F LA 5% 0 FRERBETERN
EEAE > AREARAZHEZIANEEAY Nokia BZBRANEERBEWR > L
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2. 1988 - BEEMAFIH A FEHA < HHIE

CAFC FiillRlFE 337 ik 2 B4 5 K B - FRHITE 1988 HEILHT -
ITC REEREH IR N EEFELHEMBENEEZBE " KA
BRI 3 @t SECRREIRE AL B N E PR 4 & > (HR(E
W TG R E 2 B A - NI - REIZE8 8 Lautenberg 21 1
&R 337 Rk KU i [B < L R - WyRe B3] siiR B Ny ZE ZE 244 - LA
PRIFMEGE B AL > A TR ~ T3S st L 2 T 2 A £ 18
FEZEY  HIsHIE Rl & 2 A Re R LG e R - RS
BRI A > BN FEROEEE ™ -

[EIFE > 1B Er A [ e 2 MBR B A 2 36 B R AR AT © 2R > o2
TBREL BN TC 2 BN T Fh ke ) i Ty itz -
ilf7 {0 B 5 (3 0 B R M ) [ G R R AR BE I ITC 35 SRR ™ » Bt
FEBHIZKiR B Kastenmeier HIfE HH—r R 7% » HERRE BN EEES
MERARETR T T2 A RE 2 R BIR N E ) FER LB - TRED
MBEINEESRE > EHBEHAEERER L - sk > Al
BN AR

B 7T Nokia 7Bl SN A& B & LR 04T 5 > Rm s § 6 AR HE 7 9 219885 M AL
FASITRAE I T XA A © Id. at 1304 (Newman, J., dissenting).

79 See Certain Miniature, Battery-Operated, All-Terrain, Wheeled Vehicles, Inv. No. 337-
TA-122, USITC Pub. 1300, at 41-42 (Oct. 1982), aff’d, Schaper Mfg. Co. v. ITC, 717
F.2d 1368, 1371-72 (Fed. Cir. 1983) [hereinafter Schaper](discussing the legislative his-
tory shows that the provision was intended to protect production activities in the United
States.), cited ininter Digital II, 707 F.3d at 1300.

80 JnterDigital II, 707 F.3d at 1300.

81 99 Cong. Rec. 2904 (1986), cited in InterDigital II, 707 F.3d at 1300-01.

82 See Intellectual Property and Trade: Hearings before the Subcomm. on Courts, Civil Lib-
erties, and the Administration of Justice of the H. Comm. on the Judiciary, 99th Cong. 6,
23, 470-72 (1986) (statements of Paula Stern, Chairwoman, Int’l Trade Comm’n); Intel-
lectual Property Rights: Hearings before the Subcomm. on Int’l Trade of the S. Finance
Comm. 99th Cong. 57, 65 (1986) (statements of Paula Stern, Chairwoman, Int’l Trade
Comm’n), cited in InterDigital 11,707 F.3d 1295, 1301.

8 InterDigital IT, 707 F.3d 1295, 1301-02. 7 FFl & L A2 & B G5 3TRER T X B 89 5
ML XFEFAESRIBEALE > MEAMGENLEZHEARBBESE XS
o InterDigital 11, 707 F.3d 1295, 1305 (Newman, J., dissenting).



116

BEENR S 118 $5—H

Bekd o [BIErERIE B RE B Kastenmeier FT$@ 2 TR 5% - BIEREY
5 1 7 5 A USRI Bt S B S B U SR RN, » MO TR R A
(HAERESE T s R E ) MRBIESR (=i TR
BRI AER By SRR AE R A L) SR IEORFE Bt ™ » LUK 337 16
AL AT o SRl ) 23t 2 B S T HE Y 337 ek BaT BRUTE
FERRALRRTR B e R M) G R R s BigE T » B 1 B ZH REEHA AT
FHRHEYI TS B S G IREH S HIE ™ SO TN ELT -
FH DA B 5 [ fHE i < RE R AT P 337 MRl ROty » i F ARt SE B
S ALEE R ™ o

K CAFC 3855 » 12 1988 FEBEE B T » HEEE N A HE K
FEEFRIA > Q0FE R T2 ~ WFCEp 2 - st > AT IHELE R
HFIFTORAERE M ~ AR EHMBE AR G R R EA R 0 N
N LIGERAR] R Fr BRI BB & e 13 Py e S B > i HARPERR 2
WA P E R » BRI 15 337 a2 Rul & - imeteikbefit 746
TREFIRTE °

= ~ Motiva, LLC v. ITC
(—) RBE=R

R A Motiva, LLC (N8 Motiva) i 2008 [ 3 B {E N B [ b /5
b (FERTE SR 22 LR FERE Py R /51552 ) F5E Nintendo Co., Ltd.
Nintendo of America, Inc. ( T~ Nintendo) [ Wii ZEENI7ELR KT Bz 2475 28

(THE Wii) FEEFTEZH 7,292,151 9%EF| (7§ *151 BLf]) - [F4F
9 H > Motiva 7] ITC B35 337 {67 * » 34K Nintendo 1% Wii FJE T ~

84 InterDigital I, 707 F.3d 1295, 1300, citing S. Rep. No. 100-71, at 129 (1987) [hereinafter
Senate Report]; H.R. Rep. No. 100-40, at 157 (1987) [hereinafter House Report].

85 Jd at 1302, citing House Report at 155; Senate Report at 128.

86 Jd at 1302, citing House Report at 157; Senate Report at 129.

87 InterDigital II, 707 F.3d at 1303-04.

88 Certain Video Game Sys., No. 337-TA-743, 75 Fed Reg. 68379 (Nov. 5, 2010) [hereinaf-
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A T 86 B B SR E TR R EH AT A 2 *151 BF| K 5 7,492,268 H B F|
(T8 268 A1) » HiE 337 FREKHUE o

Nintendo £5Rk Motiva ilfi it 5 B SR BRI RE R (L E M - HHA#R
BN Py SR — 7 U S — AR R R AR 2 1F - 3 ERARAR
S A A R R AR 2 BE S E R E - NI e B
FE P KRB G Sk e 285 (motion for summary determina-
tion) -

Motiva HI[fEt Wii 2 [ i EE Motiva FEffif A5 [ 58 i SRt 2 F
SR Bty 2 IR PRI Wi 2 HERE BT 5 052 % e SN il o B

75 %f Nintendo IR R FEHF| ZZHEFIL ® -
(Z)ITCRRE

FIBUEE 505 5 (summary initial determination) #I%E Motiva
e — 75 B 12 7 = AL R 57 B R 2 3 B0 BT 7] Niintendo FT$@ i A — 11 51
FIMZREFRAD o 1THBOEE 385 3% ARl S 157 0 15 Bl &[] 7 28 7 73 1 422 O I
W > H#EI Motiva (€ A E ST BZREMHRRATG B » SR e B A
fF° o Motiva fEf&MZ B &#E HF (petition for review) ©

Z B {ERIfE 2 w) 20 e M BT BOE E BT A (vacate and re-
mand) - MFEHERESEIC HRER TEE SR G DUE 2 F BRI
Bffr 2 B IEH 1 > MiRERECRELFIME N 2 IR & ~ B &E < ey -
IS Al ERa v 1 00 B B2 RE YR B 7 40 B *2 o [KTTTO B I 81 1 5 o 5L A
Z BN RIGEEETHERAZBERNE LB R FHANEMe L CE

ter Video Game Sys].
89 Video Game Sys, Comm’n Op. at 2.
0 Jd at 3.
Ol Id. at4.
92" Motiva, 716 F.3d at 598.
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M E ) <R - BB R R EAN (LR S B A D TH

Bt %o

Motiva ZZ7:[7] Nintendo Fff £ 8 .2 Bf 70 B HE OR S M 52 1 2 b B F
B BRI wii 8 51 5 2 Bl 5% 32 HE rTRETE © Motiva #88—H.
Nintendo #2571t s B BHFERA 15 > i35 CANBE S FE R HERE
B FEAZ 12 HE o Motiva il 7855 H M) Nintendo FTHERFER < S H BIVES 38 ARG 7%
T EEREHE > -

RATBOE E EEF AL > AE Motiva FEERIE 337 IEREKFTALE M
PNEESR B RSN JRIRATT -

1. Motiva F5RE A Nintendo FTE#E 2 FFiA (e E R & 2 LB F
B WATBOA BB IRIAA 5 B RS B M 7 /3 Bl (°268 EA1]
FEZARGIEHIBEERAA R EIR) - K Motiva Wi JEHARHE SR
LIRS & s iz iR & > 1M 6RE1 Nintendo [EUSEERGHE 4L
Ffgz1 * s

2. Motiva EIRHFTEE 2R B EERE 285 - EITBIEE
PIERZERAL L e TEE ) - &R Motiva £ % 1
{EERAEH GFRIRAREEEARTEL () » NILEHRAKRE
ThHE THH) 7 - ZREAEEE TIEEPFRLAIIREH AL
17,000 3E7C > NAJGHEAE ©

3. Motiva F5k# Nintendo 7 it i i 2 5lii 32 SRR HITRE (2 T3
G B R - M TBOE B R R S E R B (RIS

9% Video Game Sys., Comm’n Op. at 11.

9 Motiva, 716 F.3d at 599.

% Id

9 Jd. at 599-600.

9 Id at 600./RA% 37812 %] & (Contingency Fee Arrangement) > 2% 3EMotiva® B 77
A AR > BIRE IAHEATE A o

% Id. at 600.
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WEBREL > TiAsE MYk 2R REGSTE R
3 BT * o P ERIBE R e 2 AT
Al > REA SR BER TR - I B GRS ()
PRI L -

ZEGHRITBCE B HIERF TR RERE - REFCBINERE
PRRSHEE © L9 - RE AR OIS NG 337 i & 2 H -
(RPN E R E S L B H ) ZHE RN ™ FoR s -

(=) CAFC ¥5®

CAFC 5 B B Py s 3E BAF 2 f B 5 A B R E R -
AREEFEREREHAGEERIBCHF A - WAl ITC HIRMSRE T
BHBAT SR ™ o A BT R P EN R AR S
AFRREL R IE R4 - IR R i A DURI B P & B T BB GE A M &
TERALR - HHILATEE Motiva FTE& < aFaR /LA BRI e 7% HHY » IR (8%
FEFHIMEM o 2 Motiva AR T EREF S 4 - MRS =4
ZJIEIA 1 TC BaFHd >

R85 John Mezzalingua 282 3R R » BIMERIFRAN M A& IS — 1%
T BERAL A B BB R GBI EE % E » MifEE Mo-
tiva £+ % Nintendo (R HIUFER T i B HE DUHE AR 2 A 2 o

9 Id. at 599, 601.

100 /4. at 599-600.

101 Bally/Midway Mfg. v. ITC, 714 F.2d 1117, 1120 (Fed. Cir. 1983) (“...the proper date for
determining whether Bally’s Rally-X game constituted an “industry” entitled to protec-
tion under section 337 was the date on which the complaint was filed rather than the date
on which the Commission rendered its decision.”), cited in Motiva, 716 F.3d at 601.

192 Motiva, 716 F.3d at 600-01.

103 /4. at 601.

104 John Mezzalingua, 660 F.3d at 1328 (discussing how litigation expenses should not auto-
matically be considered a substantial investment in licensing, even where litigation leads
to a license.), cited in Motiva, 716 F.3d at 601.
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i 2 %& o TR > 148 InterDigital Z6:2 JRBJF A '™ > FHEFZHE iR
FIEE I ERREN TEEZE NSz Em ) H AR e R Ts Bl
FEHERE © fi e ITC IRIBRERE BRIV /ramad - AIE Motiva JE {5 HIPE
WERFITR » BISRES RIE T 2 B SR & DU THEF R A
LS o HAE RS AT REE T o

B~ B
— BT REERNERRPEN ZZETEMEERNEXEEN <
(—) EBEER

337 KR 1988 FEEBINT A 2 FiHL AN ITC EHHRIE L&
P A B P M AR TG B B2 E A AREE 19 U.S.C. 81337(a)(3)(C) FiRE M &
EEE - (EEFIABR R R HA CHHEEERE - mEEEHE
PR o TARIBE (A) #XEK (B) 2K AR B Py s S TR0 » ZE AR e+
firgitE > DURSRE HR R EFHER @ - Gind e R (A) ek

105 See InterDigital 11, 707 F.3d at 1299 (Clarifying that efforts directed toward licensing a
patent can satisfy the domestic industry requirement where they would result in the pro-
duction of “goods practicing the patents™), cited in Motiva, 716 F.3d at 601.

106 Motiva, 716 F.3d at 601.

107 Chien, supra note 11, at 182-83; see also Certain Short-Wavelength Light Emitting Di-

odes, Laser Diodes and Products Containing Same, Inv. No. 337-TA-640, at 60 (Feb

19, 2008) (“Professor Rothschild does not need to make the additional showing that the

technical prong of the domestic industry requirement has been satisfied because she is

relying on her substantial investment in enforcement and licensing of the 499 patent to
satisfy the requirements of the economic prong of the domestic industry requirement.”);

Schaumberg, supra note 32, at 64; see also Certain Semiconductor Chips with Mini-

mized Chip Package Size and Products Containing Same, Inv. No 337-TA-432, Initial

Determination 11(Jan. 24, 2001) (“[A] complainant is not required to show that it or one

of its licensees practices a patent-in-suit on order to find that a domestic industry exist

pursuant to 19 U.S.C. 8§ 1337(a)(3)(C), which pertain to licensing.”).

Chien, supra note 11, at 181-82; see also Certain Variable Speed Wind Turbines and

Components Thereof, Inv. No. 337-TA-641, at 43 (Mar. 2010) (“GE was found not to

practice the patent, and therefore, to lack a domestic industry.”) and Certain Gel-Filled

Writs Rests and Products Containing Same, Inv. No. 337-TA-456, at 12 (Jan. 2003) (“We

affirm the ALJ’s finding that complainants do not practice the *544 patent, and that the

domestic industry requirement of section 337 is therefore not met in this investigation.”)

108
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(B) # 2B A » IEAIE IR AR (C) k2 Bl N BB RIS B
219 T H B E 5 & 2 AIET IR E A T RR Ao B & B AR A AG#E 92 1 TC
P R il 2 R e B I R R g T 2 IETE R B B

(Z) InterDigital ED#HT
1. 1988 {E Z AR RS H E B A R FEA 2 EHA

InterDigital %< > 1Y% 1TC TRE J& InterDigital 1 %¢ CAFC RLi# » 1£
19 U.S.C. §81337(a)(3)(C) ZHUE T » S FIHBZHE i B AR 5 B P EE S A7 AE
RS HANEORIERES BT E A 2 V) ~ BIE R 2 R BN
EE T o TAREEERS 1988 AR G (C) AAYE R HERI AT E B
B a8 N T B USRS B B 7 B P SR R oz LR - TR Bt R e e

AR BRI 2 o

I InterDigital 11 42 FEFELRIEE T » Eb HFEFB iR AL 1988 &
FEEFEER o MEINERNEE REEE 1988 M EBETIVEIITER 1t
TR A PSR L A B P9 7 3 2 Rl B A AT » S ot Sf e 1) oy
ZBINAE  TGFER S TR RS TBINAE ) ZELIAI5 T
—aAIK > TR LB G A SRR T o AR 2 BUE LA 1988 ERAFIAE
B] 337 R Z e A EE AR BN A (AEETE ~ IH#
B ) 2 RER NREESROE » MUHESKRE BTHRERFERNES > IR
I R AT B Pe s 1 AR S © CAFC FEFEHIEIT 19 U.S.C. §1337(a)
(3) MERE R TR BB N A AT B o (DLT RS B SO = HUE FE S E A
(A) #K I (B) BN AESE B 2 BERMAE AR (C) #k ™ - HERFH
FITE 25 AR HERR 2 2 AP (the patent covers the article that is the sub-

109 Chien, supra note 11, at 177, 183.

110 /4. at 183.

m InterDigital I, 690 F.3d at 1329.

112 74 at 1329-30.

U3 InterDigital II, 707 F.3d at 1305 (Newman, J., dissenting).
114 14 at 1303 (majority opinion).
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ject of the exclusion proceeding) > [FIRF TSR E EHKE P ZFIH
FERI KB 0K 337 kRl 2wtk i ™ o

InterDigital II £ » CAFC H # InterDigital 2~ E & &R IEHRE » FT &
BEENEN o 1hBEFR InterDigital S FEEAUE 2 3 > i G KR FEHF]
TS BRI A RCE TR B FE > B rEFARPFHEA 2 EE
BLIZHEARR 1% P BRI E A B B O 2 e i - PRSI R 1
BB A FEFIMHRE o HLIt > InterDigital £} 52 5 A FHRH < BTG B 7
HHIET 760 E3ETT » W E R FEFIEANZ EFMH A REREE 1 T8
FEot > HUEIGR R RS R R E A B R S Y B L s AT
EERREERE 1 o VB J5HRIZ InterDigital 2 2 7915 B 58 B 111 22 i 1 ok
B 38 B[H] 2 e o Bile - DRI L ERAM S 1988 - BRfA BIERE AR A Z
RO o

2. HAZHEE R E LR ARG 2 AR - T EE

ZiRH

{& InterDigital 1 %¢ CAFC 1538 » BLAFZHEv] B I F B I3 Py e 3E 71
IR HANERZ HR R 2 AR B N A > 38 IR E] InterDigital 11
Z CAFC EH » HEREHHEENLAFEN LA (FBHIRE - s
) BRI S BN R B M o InterDigital IT 0 » EBRG IF B AGAR
i% 19 U.S.C. 81337(a)(3) & (C) #KF ME/HFE I T Eflr &1 - (i tufi
BRSPS G TR YA o LN ASTEZE TY)

fmEE M (articles requirement) ™ o

#7801 19 U.S.C. §1337(a)(2) K (3) HIP I Ay S B AF 2 BLAE » T2 19
U.S.C. 81337(a)(2) HF#iE L2 HF|{RFE 2 Vit H B (relating to the
articles protected by the patent) | » /* 19 U.S.C. §1337(a)(3) Z Hi & M

115 /4. at 1303-04.

116 14 at 1298-99.

U7 InterDigital I1 % > FH R BBECAFCHARMREZ [Hhe) ZRTEH R
st AR o See infra note 130.
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T TELZ R 2 W) E R (with respect to the articles protected by the
patent) J 19 U.S.C. §1337(a)(3) HATY! = ZRA8BGSE) - H [E L HF
PREE 2P AR > WERERCTIBINEE B o B InterDigital 222 %% RNREE
FIH] > CAFC X2 By BRI &GS A ] LU USSR R B e S A
(BN IEAT A B RES BB AT BT - e i 2 BB 5% & L H LR FER (R
W& 2PN AR o 1 CARC fRillP it ZAHHY /7 202 7B InterDigital 2%
FEHFE BRI R Rz 2 25 DU R E e 2 SR s b - [’

3.19 U.S.C. 81337(a)(3)(C) Z B & & P H3 Hihs

EEmE LREZE (C) s NP A B BB LB HE - BE
& 2 PIBTERE QL SRR A G B i (B A R IG5 1TC 2 A e
Ghkli 2 R R B I EE R EE T - CAFC HEE A FTEIE - CAFC
2 John Mezzalingua %€ . InterDigital ZX32) 6 1 1 1988 fFEE15RF » (8 &P
MERRENITC AE L7 THENERE ) - MR ITC B8 MHEMELZE] -
DRI AT SR OR 8 B P S S0 > TR A (C) R P 91T IR I Bl DU B [ 1
EET 2 > H B AR R i E R IR AR ARG 2 AP 8
MFERS 1 5e 2 MR B P2 S S e 2R R IR o B e i i IR 1B Ay
SEEEZHE - BIRSHERS: B S (5 JHE B ik o HE AN AT RO » DA 25
KBS 2 B b

FHH] » CAFC #f% InterDigital G2 FHA Z BN EIHHBLE
BHE B R L BENE - 3ET) - R EREERSE RS
K% M & PIE S E N H# i o 38E GRS B 2 /L B H0i
FLERHNES 1988 T RRAMIIAIEILR ARG AL Z BB ET R - WH] CAFC 1E#1ET
BEEEME FUMAERR - HHEZENE » # 5 InterDigital 2L T EHE
RMERE » CAFC B — S HR L (C) #k R B 7 2 3 T & B3 A
DIHEEIAY) B > LIRS B A LR R EARE 2 AR 0
AT R CAFC ¥ (C) 3R .28 F BB Jh B> B
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CAFC i 2013 FAERL InterDigital 1 #7€ 2 » [FIFEF Microsoft Cor-
poration v. ITC & ™ (T8 Microsoft &) W51 InterDigital Il Z Y554+ »
Microsoft Z [FIt% F ik 19 U.S.C. 8§ 1337(a)(3) Z (C) #X 8 H 5 Bl » {HAEF
A Microsoft /& TR A M IR ERE o CAFC fEH » tRIB InterDigi-
tal 1 .2 JFFRIEH] » DL 19 U.S.C. §1337(a)(2) F (3) FrREIAMAEEET
A I H BOK 2 R FEARE IR T RBIFRAEE ) > MEEEEEEIK
BHANEE CEHERE (WHaEE)) HE [ 2AFHANRE LY B
A o IR ERER A Microsoft [RIfEIE SR H1AZ 2 T R IRE 2 W0kt » B0
RAEFEE HAT R M 2V E iR FEA] » BORRERRE P i B 11 B
FRBR S TR 2 o ] . CAFC %15 (C) FilB i ik 8 E 2 HEFE -

L4+ » CAFC f* 2015 4 LSI Corporation v. ITC Z " 1 » Audiovisual
Components & 2 (SER ) 2B EE A LS KL I I 57 5% S BRI
PRFE 2 V) T \TC PIRE M A4 B Py S 220 > LSI AR B3R 2
CAFC™ » Mff H g1 ¥} Py e S B 1F 2 iR {E R 1TC #% Computer Periph-
eral Devices & (F1EmA 1. ) 15 2014 T ATHE & A RY)THEE 2 A TE
S5 A% [0 W 38 A > Audiovisual Components %6 2013 - 2 G5 #5 2% FH » CAFC
ARES LSI Bk Z 5 HEE B — S R £ L RE - #ORLIRN LSI 2 BaRE
5 0 ¥ ITC #IE H ML AR T B Z BN E R IRE R X

j 126
(=) EBREHER ITC RERE
fi% InterDigital Z< {F tH AT > H1A5 & & £2 A [ 5010 22 7 2 2R B

118 Microsoft Corporation v. ITC, 731 F.3d 1354 (Fed. Cir. 2013) [hereinafter Microsoft].
119 4. at 1361-62.

120 Id

121 | S| Corporation v. ITC, 604 Fed. Appx. 924 (Fed, Cir. 2015)[hereinafter LSI].

122 gudiovisual Components, see infra note 133.

123 1,51 604 Fed. Appx. at 925.

124 Computer Peripheral Devices, infra note 131.

125 1,51, 604 Fed. Appx. at 927.

126 4. at 925.
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730 [ 19 U.S.C. §1337(a)(2) F (3) LM U2k Hta#k ¥ » HHf® 19 U.S.C.
§1337(a)(2) K (3) ATHiE ZBINAEZE » WiFELL TEMIEEARE ) SR
5o MR LL THl 3 RIS B ) AP E SE R AIRRE 28 o T e 377
TEBIETEIENT T ) 2R SCEGT ST Fir B 2 BOR B AT > $2 (It T &3 H
Gk RS o BT B2 BRI 38 B R T B R - Y
AT o DR B R (L G SR A B 2 L - BIVRE R p R AE A B
B 2 (REREAER N PRI S ) -

A EEE RN > BHITC RER FIRE NI HEE 2 EiE
NEBIAE 2R T EFRE 2P FAE ™ > # 2013 IF InterDigitalll J%. Mi-
crosofi ¥ A EAE 19 U.S.C. 81337(a)(3)(C) Z B & # & Y
FoRH R 0 2014 FAEFAIE A 1TC P EEIEIL— A - 2014 FE 1 H >
Computer Peripheral Devices & *** .2 |TC R E T » & E @48 H InterDig-
ital I1 22 #Eam RFE LL 19 U.S.C. § 1337(a)(3)(C) £ W15 Ay 7 2 B A1
SEIHY BRI PP 2E 7 - 2014 4F 3 H 0 Audiovisual Compo-
nents & '* 2 ITC BEIETN » ZEGIRNE Computer Peripheral Devices
ESE SO T

127 Chien, supra note 11, at 183-84.

128 Id

129 Id.

130 Daniel Muino & Jessica Roberts, Show Me the Article: The “Articles” Requirement for
Domestic Industry Based on Licensing, MOTO@ITC (Sept. 11, 2015), http://mofoatitc.
mofo.com/domestic-industry/show-methe-article-the-articles-requirement-for-domestic-
industry-based-on-licensing/.

131 Certain Components and Computer Peripheral Devices, and Components Thereof, and
Products Containing Same, Inv. No. 337-TA-841 (Jan. 9, 2014) [hereinafter Computer
Peripheral Devices].

132 Computer Peripheral Devices, Comm’n Op. at 27-28 (“the only plausible interpretation
of the opinion is to impose an ‘article’ requirement for subparagraph (C) domestic indus-
tries, including licensing-based domestic industries.”)

133 Certain Audiovisual Components and Products Containing the Same, Inv. No. 337-TA-
837 (Mar. 26, 2014) [hereinafter Audiovisual Components).

134 dudiovisual Components, Comm’n Op. at 32 (The Commission now “impose[s] an ‘ar-
ticles’ requirement for subparagraph (C) domestic industries, including licensing-based
domestic industries.”). See Computer Peripheral Devices, Comm’n Op. at 32.
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DL F#2#ER R DL 19 U.S.C. 81337(a)(3)(C) £ iR B vy & 2 B %
HHA 2 % FEARE 2V F L BB THE R WL E] InterDigital % 5%
Microsoft ZEF R EA RS B 2 AERE BELE FH 77 S — R > Wit BEAE HE RN
T TC H 2 EARAIE ] .

— - AR OBERAREERERRFENCERE -
(—) BEE=R

1988 1 337 IRk B IL K » RO (RAEE AT 36 BIfE = A 7 R
FEHA Y ZERA > EAREREBIEE R EE - (HERRELE - i
R RE A SE R MER A o KRB ITC 2014 MR & 2 4G
2006 - 7 2011 47 [ JE H A E fiti H #5 (Non-Practicing Entities » NPEs)
RS NIA ITC B RO L RIARUE % ©° » MRS AR 19 US.C.
§ 1337(a)(3)(C) ATFAE < THZhfG®Ey ) IR B Py 2 22 B 4268 337 {5k
A T ETELE G LIS SR AR o LRI 1TC B S — 1
ERERINERE 0 A8 ITC fRE 5 Fas ~ Bl R EZBITRET -

135 Muino & Roberts, supra note 130; Charles Sanders, Domestic Industry Continued To
Evolve At ITC In 2014, Law360 (Jan. 08, 2015, 1:15PM), http://www.goodwinprocter.
com/~/media/Files/Publications/Attorney%20Articles/2015/Domestic%20Industry%20
Continued%20To%20Evolve%20At%201TC%20In%202014.pdf; Chenwei Wang, Dan-
iel Muino&Lynn Levine, LSI Corp. v. ITC: Federal Circuit Affirms “Articles”  Require-
ment For Domestic Industry, MOFO@ITC (April 3, 2015), http://mofoatitc.mofo.com/
federal-circuit-decisions-re-itc/federal-circuit-releases-Isi-corp-v-itc-opinion/. Hl7+45 =
B 5 Interdigital 1IE % Computer Peripheral Devices%¥H AR &L » AW =% %
Bl & L R Ao it 4 Bl IR R4 > 4-AT493221 > A68-75 ~ 107-09 ~ 136-49 ~ 171-
72

186 USITC Section 337 Investigations - Facts And Trends Regarding Caseload And Parties, 4
(figure: Commission Investigations Instituted 5/16/2006 - Q1 2014), UNITED STATES IN-
TERNATIONAL TRADE CommissioN (June. 10, 2014 Update), available at https://www.usitc.
gov/press_room/documents/featured_news/337facts.pdf. ITCL 4R & » A kA5
2006F £ Bl & & & eBay#| A X 24 AT HEE  FEATHRTRALES
ITCH KPR 4 o

137 Id. at 3; Weit Wang, Non-practicing Complainants at the ITC: Domestic Industry or Not?,
27 BerkeLEY TECH. L.J. 409, 409 (2012).

138 Broughan, 11, supra note 12, at 73-75. Broughan, 11132 & NPEs & i% # I TCZ 3 k414
MR FFAEBRERGARTR > ATAPMBENIEAE S KESBAEAASF
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BT BOE R M S IR R B A 5
I e 26 B FEBAIN T 32 ZIBRTE -

g\rl{

AN SR A AT

(=) John Mezzalingua 27

AZEF PR 19 U.S.C. 81337(a)(3)(C) HHiE 2 M5hE | i »
EIS R R H R ST B2 BN AR TERiN S PREEGHE
b2 IEE M o

B ITC ZEARTE » CAFC HFE ITC ¥/ 1988 H-FTHEET 19 U.S.C.
§ 1337(a)(3)(C) L ik R FE M (BILETE T Z MR  f i (C) AK{B S > Wi fie
HA SO E BRI AR S R {80 8 P9 SE R AE 2 38 > 2R ITC Wi FER
PEET RS E RSB LIt 2 A R A Z K RERR > e shailE THE
1 TIRATHERGR FERZFI - BIA0E &g \Reid & B TR F A
Z BEHRERR A E B 2 AF30 S HH B TS B A PRIy -

[z > FHIEKE —FNIRERAR R A (R i S AIEHRR
ecatan s iRy TIRIBSEIHIEERE ) - BEFED 337 Rk R RERE
B SEHUNLIE N A > ERANIE TR T » AT FE U B S B R Y
P I~ AR RARAS PR TR 1 58 T S B FR 7 L S IR 85 il | o
(PR FIRE N o 18 221 - 3 HAR (K 1TC B s o ) tHRH R i F ¢
KIEC AT 5 ITC B CAFC 3lfi FE BRAH [ P9 72 S8 BT < @ B 5 - T2 @15
337 RN - M BT RE N E I e B 2 il -

(=) Motiva =D

AREFHA PR AT i HURRER BLUR T N 2 TR R 5 e o0
Rl LA R N RS B © REEIRTE John Mezzalingua % DI R InterDigi-

P A #7 69NPEsHn 3% 18 25 4] & Bk ik A4F B R A 5 BOX B R &4 H] & 49NPEs °
Also e.g., Wang, supra note 137, at 421-22; Chien, supra note 11, at 177-78; 4 #7483z
14- A92°

139 John Mezzalingua, 660 F.3d at 1322.



128

BEENR S 118 $5—H

tal 115 ZERTHIFTERAG - LN K RERE 2 AE - SEHERE T
% - T ELH Moriva ZZRTHIITC YUEH » AIE HEE K E R R FEA
B PG H RS 2 B IRIRAS - BT -

J* Coaxial Cable Connector 25 *** 1 » Z& B &g MG ST A LB
I THEA Re e R B E F B S LR RS B L IGRERERIGR
FHEFZFIH - [[Z _E3RZE CAFC Hll John Mezzalingua % » FPRAE RS
FiZB g2 W EBURFEER TREBIE T 1 EAE R TTRERE
BEERLFHFZAH -

11 Navigation Devices %& ' ™t » & B & 1 H I HE LR /3 3 Al
S~ BRSNS (EEEN) REERR LS (s
i) o DIPIETE A i S - Z B arfia i 19 U.S.C. 81337(a)(3)(C)
RURE T AT AT 52 P Bl - PRI AR AP £k Z IR R M e R B 1
WIS - INB B & AR B o) < L gm - N E
[ 2 B g adie T AR AR ™ o M Motiva 2 1TC HREH » JREES
Navigation Devices 5.2 551

s

J* Motiva 21 » CAFC 38 5 B E 38 #5 8/~ Motiva [ Nintendo 11z
REFRANIEBS TR P EF S EHER (EEEr) 1 - MER
B TR EEGESEAS (W8 ) 1 o AR e A
2 B IE A A /3 Bk - B 19 U.S.C. §1337(a)(3)(C) AR IRiEHztli L
FER—2 -

(M) SFENERSRRERE RE 2 HEN TS

140 InterDigital I, 707 F.3d at 1295.

141 Coaxial Cable Connectors, Comm’n Op. at 49. See Chien, supra note 11, at 180.

142 \Wang, supra note 137. See also Navigation Devices, Comm’n Op. at 435 (“Pioneer’s ac-
tivities, on the whole, reflect a revenue-driven licensing model targeting existing produc-
tion rather than the industry-creating, production-driven licensing activity that Congress
meant to encourage...Although our statute requires us to consider all “licensing” activi-
ties, we give Pioneer’s revenue-driven licensing activities less weight.”)

143 4. A48 314 - B111-12 »
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£ John Mezzalingua ¥1 Motiva — Z¢ ™ » CAFC #f ¥ i A 2 iFiL H
W B TS 2 Frak B 1L » LGB 337 IRak PRI /Y /e 3 2 Fa 1 e
1988 FEEEMIGIAMERIE < VLT » MERF ITC 5 TR PNERE ) ZAE - 1M
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THE EvoLUTION OF SITE BLOCKING INJUNCTION
IN EurorPe: FroMm UK CDPA 1988, DEA 2010,
To CJEU CASE

Ya-Chi Chiang”™

ABSTRACT

Along with the technology developments, the central
debate of tacking copyright infringement in the digital
environment has moved from direct liabilities by users to
possible indirect liabilities by Internet Service Providers (ISP).
Therefore, how to balance the copyright protection, internet
users’ freedom of expression and ISP’s rights to carry out
commercial activities, has been one of the most challenging
tasks to copyright reforms.

In regard of ISP liabilities for internet users’ copyright
infringements, copyright holders used to urge ISP set up a
self-regulatory model to educate users, preventing users from
violating copyright laws. Nonetheless, in recent years, there
is a trend to pen down ISP liabilities into statutory laws.
Taking Taiwan for example, in 2009 it added a new chapter
to introduce ISP safe harbor rules into its copyright act. The
new chapter follows the DMCA model in the US, requesting

" Assistant Professor, Graduate Institute of Intellectual Property, National Taipei
University of Technology.
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ISP to take down disputed content after they receive notices
from copyright holders in order to be immune from possible
infringement liabilities in the future.

Yet the copyright infringements methods advance along
with the technology, some may begin to wonder whether the
aforementioned “Notice and Take Down” has become not
only a safe harbor for ISP but also for copyright infringers.
At the other side of the Atlantic Ocean, some countries of
Europe started to think whether there are more options to
regulate ISP to enhance copyright protection. Leaning against
this background, this article focuses on one of most debated
measure against ISP: site blocking injunction which aimed
at ordering ISP to block disputed websites and prohibit users
from accessing them. The author takes UK for example
to introduce the firstsite blocking injunction rule added in
Copyright, Design and Patent Act in 2003,followinga more
comprehensive technical obligations against ISP pushed
forward by Digital Economy Act in 2010. Subsequently,
this article analyzes the technical efficiency of site blocking
injunction and further examines the legal justification of it
with the CJEU case in 2014. In the conclusion, the author
looks at the current ISP chapter in Taiwan Copyright Act and
renders suggestions by summarizing the previous analysis and
examination on site blocking injunction practice.

Keywords: Copyright, Infringement, Injunction,
Site blocking, Internet service providers
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(Injunctions against service providers) | " ° #fEEE—TEME « &R
PR EHEEAE (actual knowledge) i A E{E I EL AR IR EZ1ERE - &
FEGE A R RS IR B E W RERRE ZBE 3 o 1 BT E IR 2
e TREERNE ) - AR —HERIERTES & T IIER ¢ () IRps et
HRAEWEER > (b) BAINA S : ZHEEHE A RE ~ DU R
TT RIS o

IS 26 97A fRFTRE R 2 & iR IR G2 7> - 5 DA TR (B
TTRAIE L - JRBN TRRET TR A AE ) FRREe - BECE T A BRARS I -
BIRA ] REFE A AR TR HE « SEEAIBUSIE BRI & B E S - it
A KBS T K ENE » F2K - K5 97TA T » R EIFIRRE 2 i /3 E e
S MRECFHERAR - NI - St M AIIETIE 0 < #EEE 4 -

2010 fF- 4 H ° > HEE— DR (B8 E)  (Digital Economy
Act 2010 > LUTfifif DEA 2010) ° > Hrfg B JEk (S 21 TR s
oy BEARER ARSI TS ST R - P Wk
HMEERUE T B TR IR R I — ERURHE S (tech-
nical obligation) ° FrAERHTZEH; » £ B HIFEMERE IR A B & B & 2R 1T

6 Directive 2001/29, of the European Parliament and of The Council of 22 May 2001 on
the Harmonization of Certain Aspects of Copyright andRelated Rights in the Information
Society, 2001 O.J. (L 167) 18, article 8.3: “Member States shall ensure that rightholders
are in a position to apply for an injunction against intermediaries whose services are used
by a third party to infringe a copyright or related right.”

7 Section 97A of CDPA 1988, available at http://www.legislation.gov.uk/ukpga/1988/48/
section/97A (last visited July 24, 2016).

8 A& EE (EAZRFE L) P EBIRAFRAE F R RN A A & A 0 A

5K 0 80 0 A187-212 0 20125121 ©

Digital Economy Act 2010 * available at http://www.legislation.gov.uk/ukpga/2010/24/

notes/contents (last visited May 31, 2016).
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e PR L EC (50 P s AR5 A e ™

MremL » BXEH 3 RES 18 RIIBSHEHR LR EZVERE T 2 HH
(Online Copyright Infringements) ° & 5% » S %H{E RS AR 2 2 (L F B AR
WEME A U255 > BEAR 3 (R P £ & WA\ IR URERE Tt
% ] (Office of Communication, Ofcom) A& (P &EHma)  (Initial
Obligation Code) ™ » fi>ir 7y FH ZE R A BE HR S S 16 25 o e 12 VR AT AR
15 B 2 R RS s AL - 56 4 16 HIFERE (W)
A EB ) A BRI IR R L S E ERER KBRS > JEAC HIE i
ZHEITR IR (R EN S ) -

COIP Epsanay) & BRI ARops b (1t 0 o 1 & Bl PR AR
IS HIFRES o A BHE— 25 BORMERS ARps e (1 FRAH (8 5 (50 P A s A 5
RS RS - RIREAEEAOES o fe ©° » BZIREE —IHUE & 1138 TR
(technical obligation) » fEHUEHIEEARFS TR & 15 1 Rk Do e i 2
VERERUIR & » EHE BRI THAEERHEH i (technical measure) 1% 318
AR ARSI - mT RS (1) BRGIRZ 6 A A e AR AR A5 1
JESAR | (2) B L% & B s I s e e s ~ SURTIEEA
(3) 'E 1 R%IE I E MR RS ; (4) HABRRGIRS (8 A s IR /7 =0« i
RXES 10 16658 1 THAEUE - IAEBURAE Ofcom #EE— e HUFFE T2 8
Wt - 15 Lhan iR AR ps e (& B FERTPRAURH RS -

b 7 MBI R EAGR — EHREE R ~ F & —EHNEE BT 2

10 DEA 2010% 10542”2287 & [Obligations to limit internet access) » [l %9k ¥ it
7| T WA R AL R F RS 69 R 56 o

11 DEA 2010 § 3, available at http://www.legislation.gov.uk/ukpga/2010/24/section/3 (last
visited July 24, 2016).

12 DEA 20108 4, available at http://www.legislation.gov.uk/ukpga/2010/24/section/4 (last
visited July 24, 2016).

13 DEA 20108 9, available at http:/iwww.legislation.gov.uk/ukpga/2010/24/section/9 (last
visited July 24, 2016).

14 DEA 20108 10, available at http://www.legislation.gov.uk/ukpga/2010/24/section/10
(last visited July 24, 2016).
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T o 15 Dl Fr A BB T B HE S AR TR R 288 - Bkt
HE— B AT LA AR SRIEBE G 55 1 (o & B2 MR = MEAM ik A 2 e
BIREIRFERZ /> (Power to make provision about injunctions preventing access
to locations on the internet) > LA T f&fE TETRFE 88 531 (blocking
injunction) 25 17 %5 1 EBUEFEHT T UM v] DISAE R BT IR B S8 73
Z PEBRRLED > BUE A A b A B A EHAR AL (a location on the inter-
net) IEAEBCFIRETEIMEZFEIFREGEI < H » AIRERT (K3 & B IR
PR T T o

MEERRIRE » 95 17 1850 1 AR EEERUE » e B G BB
R E R ETR - FEGE =EHIRE « TRRIERT S MY =1 8
BUN ST T AT 2 3105 ¢+ (1) B @i DUR & E EHEZ AT RS
PIFRBGAE S GREN N REE ; (2) AL KE A R B
I Q) AALE NG BBIR L2 ~ SULTRRIEI - |

FEMG M S > DEA2010 575 3 5RBL5T 4 15 » MRS Tl e Mt AR s P (4t
AL E ~ FIHIBELUR R & BRI B a4  MiZ8 9 BRAIES 10
fok - RIS AU a7 i s e 13t & R A (50 P =& (8 P s A e e 3 5
VEIR o RRESS 17 16 - URSMEBUR LA (EHE A A& ik e s s
AR IINIIE RS o KL - DEA 2010 [URI# > £ ZUE & T BUR L
R =18 ISP B AERKIE » 18 LE B ARAR SRR IE R PRS- 73 Bl 5 & Al

15 DEA2010817(1),
“The Secretary of State may by regulations make provision about the granting by
a court of a blocking injunction in respect of a location on the internet which the
court is satisfied has been, is being or is likely to be used for or in connection with
an activity that infringes copyright.”
16 DEA 2010 8 17(3),
“The Secretary of State may not make regulations under this section unless satis-
fied that—
(a) The use of the internet for activities that infringe copyright is having a serious
adverse effect on businesses or consumers,
(b) Making the regulations is a proportionate way to address that effect, and
(c) Making the regulations would not prejudice national security or the prevention
or detection of crime.”
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RHELHS ~ BRAE 6 FH 2 (0 P s 225 ~ DURARIE e i 0 B Ir A SR 7 1
FEALHEAIE L -

il CDPA 1988 [ %€ fH# » DEA 2010 $2{It 1 55 B H. &1z (IR Y
B > EEE SR MEGER A SR o MR FRE B L
GEE ERERRERE S (Injunction) [ » fH# CDPA 1988 » DEA 2010 [J%E
HBCERR > WARLL THRBS R RI1E ) BEAE - ML TEuh 245
Wl TR MEI TR ) BEST - {38 DEA 2010 25 17 BREURLE - E1FHE
MNIRA S TR ATRERE 2RI TR ) A5 K EHRHREZ &7 -

HEHESREL » DEA 2010 HIRLE 2 PR P2 VERE L ~ T A i AR 55 2
HRTWENEE Y - MmE ZFIIRER - HIEE DEA 2010 25 17 &
e VIR FRHMKIE SR 17 T 2 1235 nl {&2k CDPA 1988 & 6 F 26
1 ERLE (JRENES 97A RARFE=AR ) BLAHBRARIIEBRUE - #8152 > i
CDPA 1988 #; 97A fiRE DEA 2010 5 17 15356 RRER] A& 3E 1L e & s
IRFEHS SR AR &L - {H— H DEA 2010 fUSTIE5E R, » HTTIGER
CDPA 1988 [J%5 97A {5 » 2/ » DEA 2010 il CDPA # 97A i {7 » &
BT ISP F 1T - 2 HLH] CDPA % 97A K E I £ 885 7> ~ DEA 2010 17 1§
(P88 KRR BT e 5 B8R > ((HfARATIE ) LUK DEA 2010 %6 9 AR #
AL [EAH ARG o R B BANE » HA% DEA B 17 {615 2015 4F
Wb o K > B Al B 8 B I 25 88 5% 4375 LL CDEPA1988 £ 97A fi¢
BUERTE -

— ~ 20108 E (DEA 2010) SE1718 (EFHIHED) 29

17 Daithi Mac Sithigh, The Fragmentation of Intermediary Liabilityin the UK, 8(7) J.INTELL.
Prop. L. & Prac. 521, 522 (2013).
18 DEA2010817(8),
“The regulations may—
(a) modify Chapter 6 of Part 1 of the Copyright, Designs and Patents Act1988, and
(b) make consequential provision modifying Acts and subordinatelegislation.”
19 Sjthigh, supra note 17 at 552.
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A& BRI > DEA 2010 HE 17 16 » R REBUR VL% ~ BEEVERE N
A AR FREE I R T SRR 0 UL ORURE > RIB IR A6 - BURTvT LIAT A $R it
T B BA IR o 2 FHRH R - BUE R L e 38 R A B AR A7 [ (a loca-
tion on the internet) TEAEBL AT RE(E MR E & (FREGEI < H » AREFEATK
RS TR SR S P

TERAIRE » 55 17 {5 —HHEN IR E R A e R R n] 3 i T80
B sy MM BEMERG S B BUR U il /8 A AR ERTR » HANRIRS Z AT & Al
BARHR 28RS v] LUdn T > ANGRES 11 38 > BORBUR AT B A AR B FERAN .
ARSI EriR i * o SN HARER E BURHRIIR P $2 U AERA 2% ~ 37
ENEEARL -5 > b RO EE R EOK ISP K2 SRR MR b i 7> 37
TR RENR o R R PR AR O ST WS 3 3 Nk MR > DU A
— AR 17 REIBUE A

2517 15655 3 HEAIMUE - TERIEFT G MY =HEM - BURAMSETA
fRFTiEHE 2 3% + (1) (E IS ERR DUR & E E 2 AT R B e e EOH E
HBEINREE ; (2 ALERHNIE A R EIEE 750 3) AL
BRI e A ~ SRR -

IR 4 AP s IBURRINLIE P ERERRIER RN - SR =
HEFFEIRF BT 70 < B ¢ (1) ICRERS AZEER A A B RE A AR E
IRHENE ; (2) ILAERS(LHE A BT REfR HE R BRI | (3) LIS AL
ik TEAE BT RE P AR F 25 (0 B AT Sl R T Y i >

20 DEA 2010 §17(1).
21 DEA2010817(11),
“A statutory instrument containing regulations under this section may not be made
unless—
(a) the Secretary of State has complied with section 18, and
(b) a draft of the instrument has been laid before and approved by aresolution of
each House of Parliament.”
22 DEA 2010 §17(3).
23 DEA2010817(4),
“The regulations must provide that a court may not grant an injunction unless sat-

149



150

BEENR S 118 $5—H

5 5 IR HBUM LA TP ERUE - BB a3 e Ry B 81 73 15 - [T
THMERSIAFRE + (1)ISP B bl 2 PRI TBINT 1L AR P T Ra a2 |
(2) EVERER A Bt i A e (i S A I A IURE ; 3) BUNE AME
L (4) BREE R AN G LIRS B s 6) SimBEH ™ -

£ 6 ZE TR HBUR YLk T ERUE TR bR RS B 58 o3 o - FE B TE R
th (1)ISP &4 ke (2) Mtk 2 & JERT TR RIE 2 ~ Al T Bt T3 881 T
%250

B 7 bRy TESLERIERIE ) - 55 17 65 7 AR HBUR AL
e TISHUERIERIE Y o BFE © (1) BURE SRS (7 1L (T IRF WA % 1 FH 2R ()
BB — (EHE) Ak (2) BEERIRE SRR /3 v] ik A B B AR
HEE R 3) BRI ISP 2 E BIEE A - DU R H AL BRI At

isfied that the location is—

(a) a location from which a substantial amount of material has been, isbeing or is
likely to be obtained in infringement of copyright,

(b) a location at which a substantial amount of material has been, is beingor is
likely to be made available in infringement of copyright, or

(c) a location which has been, is being or is likely to be used to facilitate access to
a location within paragraph (a) or (b).”

24 DEA 20108 17(5),

“The regulations must provide that, in determining whether to grant an injunction,

the court must take account of —
(a) any evidence presented of steps taken by the service provider, or by anoperator
of the location, to prevent infringement of copyright in thequalifying material,
(b) any evidence presented of steps taken by the copyright owner, or by alicensee
of copyright in the qualifying material, to facilitate lawfulaccess to the qualifying
material,

(c) any representations made by a Minister of the Crown,

(d) whether the injunction would be likely to have a disproportionate effect on any
person’s legitimate interests, and

(e) the importance of freedom of expression.”

25 DEA 20108 17(6),

“The regulations must provide that a court may not grant an injunction unless no-

tice of the application for the injunction has been given, in such form and by such

means as is specified in the regulations, to—

(a) the service provider, and

(b) operators of the location.”
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NLERUESE % o 55 18 IR HIFEARRE » BURT Y775 Bl T TR vl L [
VAR 7 0 DU - $REH - DEA 2010 25 17 {8 KIE L E CDPA
1988 &5 97A {68 & BT I £ SR S (B - (H A PEMEBURT LIRS FH S R
TSR T 2RI - MR ARIRIINL LR PE -

= EIFEEE (DEA 2010) BYISPRIRERFBZEIBEEK

CHAAGERE ) 26 3 IR 255 18 fRPAE » LIT B B2 T2 -
BEMEBUR 15 LA g BOR RS s fe & 26 A BRI — e R B i ~ &
PE— TR R BHINE - BB ISP & AN - ANABNFRER R E E
BT FEBHH Pl CBUATROERE ) BRI BAR E SEME BT i
S AR L Pl & BRI B ey ~ OB LRI R BUR e PR TR B
BNy EiRE R E SR (R R E R )~ (BT EE
far) o~ CERREREY) HE5m E HERIIREERL - [RIRE S 2R
BB EA MR IR B2 EITEE - LR IRBS R A
JE B R R B R O & B R TR S A » SR = Sk Be AR 2011
4 A A ERIPIR ™ -

iy

cEf

26 DEA 20108 17(7),
“The regulations may, in particular—
(a) make provision about when a location is, or is not, to be treated as being used
to facilitate access to another location,
(b) provide that notice of an application for an injunction may be given to opera
tors of a location by being published in accordance with the regulations,
(c) provide that a court may not make an order for costs against the service pro
vider,
(d) make different provision for different purposes, and
(e) make incidental, supplementary, consequential, transitional, transitoryor saving
provision.”
DEA 2010 818, available at http://lexisweb.co.uk/acts/2010/digital-economy-act-
2010-2010-c-24/18-consultation-and-parliamentary-scrutiny(last visited June 4, 2016).
Julia Hornle, Premature or Stillborn? — The Recent Challenge to the Digital EconomyAct,
28(1) Computer L.& Skc. Rev. 83, 87-88 (2012).
Online Infringement of Copyright: Implementation of the Online Infiringement of Copyright
(Initial Obligations) (Sharing of Costs) Order 2012, Orcom (June 22, 2012), http://stake-
holders.ofcom.org.uk/binaries/consultations/onlinecopyright/summary/condoc.pdf.
On the Application of British Telecommunications Plc&Talktalk Telecom Group

27

28

29

30
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ML > EARZHR S (i AR5 1 i # 5 B EE 5 /2 W] B TalkTalk
BEAF) PR HEH > et H5E 4 RGBS - 56 o ki
55 10 A TEHE F FIRTTRIHE 2 1) REAEE > HIEESm
M o B ALIEAD R B BUR M R ALIEII R 17 6 - 5 % 0 R &2 1H DEA
2010 FIRHEFE TSR A AT SR (RHZAEHEFSTr)  (Technical Standard
Directive) * FUBUE » KIEZIE T 2K & BB EHtATHURHAEEE » [
HEE e » (HiEEHIFEH - DEA 2010 (#2520 8RS H Edh 5
DEA 2010 A B lfi AR EAT IR IE - SR D RE R 2 5
Jil 2 201 DEA 2010 B 708 AR B R (it & R MR IR F IS B E AT 8 KT
B (FEFHEF5IES)  (E-Commerce Directive) » 3484745 12 16 &/
% AR s PR (A 2 A (R IR BT MR 18 8 - AN B A B P i &
HE R, M5 15 16655 1 HHIHUE RIS ARG R U5 N & — iR
PEFZFS (no general obligation to monitor principle) ° iEFERIFEH » B
DEA 2010 2R ey > M AR PR (2 45 RSB T i T FTALE 1 28755 i g
ARIEAE - WIHFHEE - (& AR B (L2 Fr B PE T &5 AN28 5519 25%
B > IEEEREE IS > SO AR E 5 12 RAURLE - 1A - iR
eI RS 4R 148 727 (58 2 W B P B A VR R R T A e o5 ez T (e 2
A EEEPEIIE R » BULIRAERER 15 RITHUE -

B REBIARSAEEREN AZHT - T LS LU HE AR
FEAZHE (1P Address) 38 BRI CERHR#EES)  (Data Protection
Directive) » BRILIEBZHIZES ¥ ILIENIT&IEREE 7 1655 3 THELE 5 1

Plc v. The Secretary of State for Business, Innovation and Skills [2011] EWHC
1021 (Admin) (UK).

3L 1d., 1 71.

32 1d., 1 84.

33 Hornle, supra note 28, at 87-88.

34 Directive 1995/46/EC, of the European Parliament and of the Council of 24
October 1995 on the Protection of Individuals with Regard to the Process-
ing of Personal Data and on the Free Movement of Such Data, 1995 O.J. (L
281) 40, articles 7(c) and (e), available at http://www.dataprotection.ro/serviet/
ViewDocument?id=177 (last visited July 24, 2016).
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PREE RS TR LT - a2t - iR -

% o R DEA 2010 FURZHERLE » #F (1) Mg AR $e (i 2 K
MFSEE (EEA) $ROLESEHRESTIHER] ; (2) M AR fR (i 2 RS RLPERE |
(3) MRS AR50 F 1 S A B I RERFR 1 » SR & FERIRCRL *° o B 555
EGCHIERE » HC P ARy BB E T IEH R EZH - fUE
HAENRBORERIINLE » AREFEE ARz Mg N o RS TEER
TNEREE > BB ——BE] o 5 0 EREET RS DEA 2010 UAZE HIZ
HAIEEWEN  HEEEE B EERER A LB TR A -
B REERIAHEEKERREERAA » AEEBIMNE T H
s~ HEIFS BB HIEE R A TEAHEL > DEA 2010 FIRLE REA R
ANIERIBEE TR o B5=» [R5 F£3R DEA 2010 FURERE » S HER ST
2 o RE—2 - BTG 37% [T S R B 2 3 5E s (1
{8 T DEA 2010 FEHI#IE ) - —ARME TR A rTeEER
PR s i 3 B o ARG RIFR R EE R 37% » RIS S R ST
BMEEREENY - U FEF5R - DEA 2010 TR ARB RIS U2
75 TRE S AR RN (R ) R R =AY
EHEIR T - KB EAMAFSH B CAER S TR R R
TG R R o AN > IEBERIFE Y R AES0E IR 7 & e 2
¥ SRR VAR » BB Y - B R IR G R R
T » FERARE S E BB g E © « 8 G ERMAE
FAMERE IR RSBk B 2 RS > REEFC AMARR » ATREH BIFS EERR—
(&5 B ~ SEERL ~ E G ERER LR KILER LS - b

35 Hornle, supra note 28.

36 British Telecommunications Plc & Anor, R (on the application of) v. The Secretary of
- State for Business, Innovation and Skills [2011] EWHC 1021 (Admin) (UK).

o i

39 Id.

40 1d.

41 d,
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HIFEH - AR TEREARAIRUE & S E B R 125 (R A RIRERI B L
HAla - ERBEIGHTIE - MG & AR LHE (A T PRy
B NEEARFEE IR * -

MEEEEAIE - #ESR DEA 2010 @3# T AN EESRE » (HHE PSR
IR 17 6 o EBEPIR R TR AR BRI AL
LA ~ MRP PR B G238 o (H 2010 4 56 5] {5 £ 2 BB
Ofcom fifi{tf DEA 2010 $fTH@aT ey “ > WSCHEEE] > DEA 2010 -+
TBRAIHRLRE i A RE A R 5 (A AT BB Pl ~ SR AR IR > R
K@ MR T, - e m—R - el FHEAFLIRES
FOBGAE SRR 43 ~ W A ADREAL - TENGE DEA 2010 55 17 BRAYEHAE
C#Z CDPA 1988 [MHLE E5% - (AR 2 AR S P FE - 2
% BB E S DEA 2010 H 17 fREERES 58 17 R\ LR IE
%5 18 1R MHER - 55 2 » FZREBUR AL IE FIERE T BTSSRI S HLE |
£ 2015 FAKHE 2015 £ L) (Deregulation Act 2015) 55 56 fiR.2
BUE MR *© o (HEAEEIRY - 12/2 DEA 2010 & 9 R IYIERHL 25
SRUTEE = (1) FRAHIEZ0 A & M AR IR R B A i 5 (2) 25 IR

B IR BT e N 2 ~ BRI ; (3) IR F & (Ui
AR5 5 (4) FoAMFRHIE% 068 A 2 s IRs ity 7 =X o REASSREE - B A& TERER]
ATT3EH CDPA 1988 (R ERE KB IR HET T @ W RHIRREIE 73 > IR

42 Id.

B .

44 “Site Blocking” to Reduce Online Copyright Infringement: A Review of Sections 17 & 18 of
the Digital Economy Act, Orcom (May 27, 2010), http://stakeholders.ofcom.org.uk/bina-
ries/internet/site-blocking.pdf.

45 Id. at 49.

46 Deregulation Act 2015, § 56,

“In the Digital Economy Act 2010, omit sections 17 and 18 (which confer
power on the Secretary of State to make regulations about the granting by
courts of injunctions requiring the blocking of websites that infringe copy-
right).”
{20152 & # &) A& X BEBAARALE A &R HEA R E 1R L Z 6 8E
I B YEEY RS~ RA— RS E Y HSL o AT IR MR ARG o
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B3 DEA 2010 HURLAE + BB fr 52 BT T 3 R ARA TR s 22
HARHT -

P9 - FTERHR RS B I SHE D

o Rk BB DL TR RALYE ) Ry - dfi Rk DEA 2010 55
TERRETER A - {H Ofcom 2 2010 FF-F HfU#H 5 - Al FRRH i (R4 10k -
e R BT SRR 7 RS EARA R BE R )T 2 » Ofcom #ieif it H] -
BrPEEE MR E B ESA Y

(1) E88 IP {4k (IP address) ;

(2) BRI RERHM (DNS) ;
(3) EFRERS (URL) ;

(4) EFEE# (Packet Inspection) ©

BT (1) E58 1P (74E - AP RE > MEGEEIEG > RHEFE
P 8 1 17 7€ (Internet Protocol » IP) A FH A - 17 H Aif i 4% & 12 58
1P fifAS & 1Pv4 > I T AH B FAH A o 401 Ofcom B AR IP i1kl » BVES

[194.33.179.25. 1 * o JE#FE ARE SRR € (Z HEMI DG » mIE @ E EFFE IP
(HEERERY - HHERTEES > RAZHEATT DU RGIRE R A 3348 1P (74 >
[EHE » HFS 1P AZHEERR » [ — (L 4k vl eE A E AU E L - 5 7 588
W R AR MER 1P A HE - TTHEHE A E A SE A0 - 5T B8 R AR TR EE LUK ffE 7H
e

BIET (2) BIEEMEIEAHEAM (DNS) > Ofcom e HHEE] * » HARY
IPv4 KiJH 43 (S8 1P AZhE - 75 7 (A8 A5 » 1828 1P (1hE )53 5t

See supra note 44.
48 Id. at 28.

49 Id. at 27-30.

0 Id. at 31.
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—{[EFE g a4 AFENE o Frad I A 1-%4 (Domain Name Sys-
tem, DNS) > gt LA A Al BERE 4 18 2 3LAT A/ 1P 74k o 41 Ofcom
(B M I 2 S Twww.ofcom.org.ukt » AT FIREEERY 1P A7 HE

[194.33.179.25.1 ° £7 DIESAMEE A T 200 5 R E PR MG - HIE
fiEE T LU B L A% (Virtual Private Networking, VPN ) B¢ fh[&
LR > R A E NS = 1R o AL o R TR PR S AR
B — {8 2R R R UE R85 7 (Mirror) #E05 » SEEUCESE T XA
I:{E 51 °

BT (3) EHGEAS (URL) g PR ™ - i —& IR E (78S (Uniform
Resource Locator > URL) #l/& M 1 i WA $a 5[ R Efg 4 ~ H &%
R E N 5 5 Bl — (A RERE 2 0O ECEAS rTREZD T ¢+ Thttp://www,
example.com/download/pirate.zip) ° &R H ATHE A2 BRI 5= 1SP ZE&{H
FEEE URL (197520 > BETE 57 88 B ARG R REE F *° o (@ 854G
RAMIREER EIEREE AR R - CEEEH DI L E (file
transfer protocol » FTP) H#ETTH R MERNZS » LIRS AR ISP S E #3NFH
TE IR T IR B 875K > o EAF - (ZHE AT ATE & LR85 DNS 88
752K o BB URL 388 %

Bt (4) B (Packet Inspection) » i g H % » Bk n]
ey TEhedy A1 M) Wit o Ty MIEHEE 1P (7akAy 77 K
MM > TR (Deep packet inspection, DPI) Hiligir 55140 & A
T o DPI R A il R EE A BIEN > REEn L
ITEM - HI DPI St 2 rh SR B N A RF S Ak 88 N A R RIS > BITW]
HELTESA o (HAIFTIEEIRUERR NS - LT DPIIERTRE o fAEHEE

51 Id. at 31-34.
52 Id. at 35.
53 Id. at 36.
54 Id. at 37.
5 Id. at 38.
56 Id. at 39.
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fngE e - QI DPI §YBE LR AR/ IV - s il S B RLRERY T3 - o -
RHE NIRRT AN e 1P AL ~ Bff Y VPN [Eims )7 2O B b &
fEfEA -

BEAt > e R B LRI G UB & HETT (HYBRID) s HF—
ST TEREG D IR IR AT © B A > FRlEen 28 e el ol 77 088 e
BEFZES *° o A - S TR A 2B (DNS Security Extensions
DNSSEC) ST » f& M F B % &2 3038 DNS » DIENTHEEE (BT > HH
() i A i o0 FH 2 I PR % ~ B0 N ECE RS o (HER R £ 88 DNS
(7 RIS AT R BT AR FSZEEER) DNS B R » I DNS £ 88 /7 =5 %
DNSSEC f & HHIRCR - o+ - EBHH— (U Ipve EHIT - UL IPv4 it
REFRHEM IP (AR - 1Pv6 REFR LA T MM 1P (7E » S tHEEEHEE
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